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Abstract  
 

 

     The subject of the conflict of laws and arbitration in intellectual property 

rights is a complicated topic to research, because the normal rules of private 

international law and arbitration can be affected by the special characteristics 

of patents and trademarks. Some rules of these subjects might need to be 

reformed and in some cases there are principles that should be created to 

successfully handle cross-border disputes concerning patents and trademarks. 

Establishment of a special court with supranational jurisdiction may be 

required to resolve these types of disputes.  Recently, this subject has been 

given enormous attention around the world. While the academics, legislators 

and forums in developed states have broadly discussed the subject of conflict 

of laws and arbitration in intellectual property rights, in Saudi Arabia, it has not 

been given noticeable attention. This thesis intends to make a significant 

contribution to Saudi law and provide appropriate approaches on the subject of 

conflict of laws and arbitration in intellectual property rights. The topics which 

will be covered in this thesis are the rules of international jurisdiction, the rules 

of choice of law, the rules for enforcement of foreign judgments and the rules 

of arbitration. The modification and the enhancement of the rules of private 

international law and arbitration established in Saudi law will be recommended 

and the arguments for each suggested approach will be presented. 
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Chapter 1: The Introduction  

1.1 The Importance of the Subject  
The subjects of private international law, arbitration, patents and trademarks have received great 

international attention. There are many laws and international agreements enacted to establish their 

principles. Moreover, academic scholars have written many books discussing and highlighting adequately 

the rules of these subjects. However, the subject of the conflict of laws and arbitration in intellectual 

property rights is a complicated topic to research, because the special characteristics of these rights 

interact with the interests of the protecting states and cause some concerns to the parties involved in these 

disputes. It is a legal subject that recently has been given enormous interest by authors. The concerns arise 

when the disputes over patents or trademarks involve international elements.  

The main characteristic of patents and trademarks is the principle of territoriality. Hill and Chong 

write that the principle of territoriality means, ‘an intellectual property right that is protected by the laws 

of a country is only protected within the territory of that country’
2
. For instance, if a company wants to 

obtain a patent in Saudi Arabia, it must submit its application to certain offices in Saudi Arabia. Officers 

will evaluate the registration according to Saudi law. Hence, if the application is acceptable in accordance 

with the Saudi law, the patent will be granted and protected in Saudi Arabia. The implication of territorial 

protection is that the acts of infringement and exploitation of the protected rights must occur in the state 

that granted protection, in order to benefit from its laws. The principle of the independence of patents and 

trademarks has a close connection with the principle of territoriality, and only Saudi patents and 

trademarks are recognized in Saudi Arabia. Foreign trademarks and patents are not protectable in Saudi 

Arabia. Article 4 section 1 and 6 section 3 of the Paris Convention establish this principle and imply that 

a patent or a trademark registered in a Contracting State shall be regarded as independent of patents or 

trademarks registered in the other Member States of the Convention. Accordingly, there is no 

infringement of these rights if they are exploited or used by an unauthorised person outside the territory of 

the state of registration
3
.   

The principle of territoriality gives patents or trademarks another special characteristic, which is 

that these rights have a close economic connection to the state of registration. The protection is given to 

safeguard the state’s economy and public policy, because in general terms, these rights are expensive and 

have a huge economic impact on that state. In this subject, Sender states, ‘The State of protection has a 

strong economic interest in having its law applied to the dispute to ensure the correct protection of its 

                                                 
2
 Jonathan Hill and Adeline Chong, International Commercial Disputes: Commercial Conflict of Laws in English Courts (4

th
 

edn, Hart Publishing 2010) para 15.1.67. 
3
 ibid.  
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national industry and the control on intellectual property rights granted for its national territory.’
4
   

Accordingly, the rules of the state of registration should have priority in judicial proceedings which are 

brought in connection with its own rights.  

When considering the question of why the rules of private international law should be investigated 

in cross-border disputes concerning patents and trademarks, it can be said that the courts to which the 

issues are referred must apply these rules to enforce IP rights successfully. If the parties, for example, 

bring the issue before a forum, the rules of international jurisdiction contained in its own laws will be 

called upon to reveal whether or not the court has authority to rule on the dispute. In cases where the 

forum does not have jurisdiction over the case, it must stay its proceedings over the action. However, in 

cases where the forum concludes that it is allowed to hear the dispute, the court will summon the other 

rules of private international law, which are the rules of choice of law, in order to clarify which law must 

be applied to the case. On the other hand, a cross-border dispute concerning a patent or a trademark might 

be ruled by a foreign court and the ensuing judgment may be sought to be enforced in the state where the 

judgment debtor has assets. Therefore, the rules for enforcement of foreign judgments established in the 

law of the required state must be called upon to verify whether or not the judgment is capable of 

enforcement in that state. Based on these facts, the normal rules of international jurisdiction, choice of 

law and enforcement of foreign judgments must be investigated and evaluated, in order to reveal whether 

or not they are appropriate to handle cross-border disputes concerning patents and trademarks.       

The traditional theory of patent and trademark disputes is that the principle of territoriality 

dominates them and the implication of this theory is that the forum is not allowed to rule on an action for 

infringement of a foreign right
5
. In general terms, in cases where a cross-border dispute concerning a 

patent or a trademark is brought before a forum, the rules of private international law of the state of 

registration should be honoured, in order to safeguard the interests of that state and issue an enforceable 

judgment. Based on these facts, if a Saudi forum wants to enforce a foreign judgment or resolve a dispute 

in respect of a foreign patent, it may face a complicated situation if it applies the normal rules of private 

international law enacted in Saudi law. This is because applying these principles may result in harm to the 

interests of the state of registration and might be inconsistent with the doctrine of international comity. 

Accordingly, some of these rules may need to be reformed and the forum may need to create certain 

principles to rule on the dispute properly. For example, the normal provision in the rules of international 

jurisdiction is that the court of the state where the defendant has a place of residence has jurisdiction to 

                                                 
4
 Marta Pertegás Sender, Cross-border Enforcement of Patent Rights: An Analysis of the Interface between Intellectual 

Property and Private International Law (1st edn, OUP 2002) para 5.22. 
5
 Alexander Peukert, ‘Territoriality and Extraterritoriality in Intellectual Property Law’ in Gunther Handl and Joachim Zekoll 

(eds), Beyond Territoriality: Transnational Legal Authority in an Age of Globalization (Queen Mary Studies in International 

Law, Brill Academic Publishing 2011).  
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hear a dispute against him. However, in patent and trademark disputes, this principle should be modified, 

because it is difficult, and may not be appropriate, to follow this rule in proceedings for infringement of a 

foreign right. Jurisdiction should be given exclusively to the forums of the state of registration, because, 

in general terms, all elements required to resolve the case effectively are located in the protecting state. In 

such circumstances, if the defendant has a place of residence in Saudi Arabia and a Saudi forum rules on 

the dispute, its judgment on the issue may not be recognised or enforced in accordance with the law of the 

state of registration.     

Another example is where a claim is brought against multiple defendants. According to Saudi law, 

if one of the defendants has a place of residence in Saudi Arabia, the other defendants could be sued 

together before a Saudi court, even if they are resident outside the territory of Saudi Arabia. However, in 

patent and trademark infringement disputes committed in more than one state, the Saudi legislators may 

need to lay down additional rules to consolidate the proceedings into one action. The third example 

occurs when the Saudi forum is asked to enforce a foreign judgment. The normal rule for recognition and 

enforcement of foreign judgments is that the court of the state where the judgment is sought to be 

recognised or enforced will call upon its own rules of international jurisdiction to verify whether or not 

the court granting the award has authority to rule on the dispute. However, in cross-border disputes 

concerning patents and trademarks, it is difficult to apply this rule, because it may affect the interests of 

the state of registration in cases where its own forums have exclusive jurisdiction over the issues. Hence, 

it is appropriate to analyse this rule and recommend either revision or creation of another provision.    

The fourth example is that in order to enforce a foreign judgment in Saudi Arabia, Saudi law does 

not require that the court granting the judgment must apply the correct law to govern the dispute. The 

complication in this scenario is that in patent and trademark disputes, when a court rules on an action for 

infringement of a foreign right and does not govern the issue by reference to the law of the state of 

registration, the forum of the state where the ensuing judgment is sought to be enforced might be reluctant 

to enforce that judgment. This is because this award is not only inconsistent with the interests of the 

protecting state, but also inconsistent with the doctrine of international comity and the concept of public 

policy. Hence, it is appropriate to analyse this issue and introduce a suitable approach for Saudi law 

regarding cross-border disputes concerning patents and trademarks. Based on the previous facts, the Saudi 

legislators may need to establish specific principles and modify some normal rules of private international 

law established in Saudi law, in order to bring justice and properly resolve these types of disputes. 

In Europe, the subject of conflict of laws in intellectual property rights has attracted scholars and 

legislators. There are many books, articles and reported judgments that debate the principles of this 

subject. A well-known book that discusses the rules of the subject is Intellectual Property and Private 
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International Law
6
 by James J Fawcett and Paul Torremans. The first edition of the book was published 

in 1998 and the second recent edition was published in 2011. The second significant book, published in 

2012, is Intellectual Property and Private International Law: Comparative Perspectives
7
 authored by 

several scholars and edited by Toshiyuki Kono. The third important publication is Cross-border 

Enforcement of Patent Rights: An Analysis of the Interface between Intellectual Property and Private 

International Law
8
 which was authored by Marta Pertegas Sender in 2002. A significant article dealing 

with one aspect of the subject is Special Rules of Private International Law for Special Cases: What 

Should We Do about Intellectual Property?
9
 by James Fawcett, cited in the book Reform and 

Development of Private International Law: Essays in Honour of Sir Peter North, published in 2002. In 

addition, the courts of European states have issued various judgements which provide significant 

principles on the conflict of laws in intellectual property rights. For example, the European Court of 

Justice issued an important judgment in the case of Gesellschaft für Antriebstechnik mbH & Co. KG v 

Lamellen und Kupplungsbau Beteiligungs KG
10

. The English forums considered some approaches about 

the subject in the case of Coin Controls Ltd v Suzo International (UK) Ltd
11

 and in the case of Fort Dodge 

Animal Health Ltd v Akzo Nobel NV
12

. The Dutch courts introduced their concepts in the case of 

Expandable Grafts Partnership v Boston Scientific BV
13

. All these cases contain significant rules for the 

conflict of laws in intellectual property rights.  

Furthermore, there are several agreements which contain articles to regulate some aspects of 

cross-border disputes concerning patents and trademarks. For example, article 22 section 4 of the Brussels 

I Regulation and article 22 section 4 of the Lugano Convention 2007 provide an answer to the question of 

which court should have jurisdiction over actions concerning the validity of intellectual property rights. 

The Hague Conference on Private International Law concluded the Convention on Choice of Court 

Agreements on 30 June 2005. Article 2 section 2 subsections N and O regulate the question of which 

forum should have jurisdiction over validity, infringement and contracts in connection with intellectual 

property rights. Article 8 of the Rome II Regulation defines which laws must be applied to infringement 

actions concerning intellectual property rights. Finally, there is a private group of scholars called the 
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European Max Planck Group on Conflict of Laws in Intellectual Property with an interest in the conflict 

of laws in intellectual property rights. It has suggested principles to regulate this subject, in order to 

enhance the European and national laws; their last text was finalised on 1 December 2011. Hence, in 

Europe, there are notable interests in regulation of the subject of conflict of laws in intellectual property 

rights.   

1.2 The Current Position of Saudi Law 
In Saudi Arabia, there are many books and academic research focused on private international law 

and intellectual property rights. In general terms, these materials describe and analyse the rules of 

international jurisdiction, enforcement of foreign judgments, patents and trademarks, which are involved 

in Saudi law. There is a shortage of textbooks discussing the rules of applicable law. This might be 

because these rules are supposed to be taken from the rules of Sharia. Therefore, to judge a matter 

brought before a Saudi forum, it is sufficient to return to the books of Islamic jurisprudence, which 

contain the various principles of Sharia based on different Islamic Schools.  

The Saudi Arbitration Law 2012 radically changes the rules of the previous 1983 law and contains 

general rules to regulate the procedures of arbitration tribunals. However, books and research concerning 

the subject of arbitration analyse the general principles of legislation in the Saudi Arbitration Act 1983. In 

addition, the Saudi government has ratified various judicial cooperation agreements with certain states. 

Some of the targets of these agreements are to regulate the rules of international jurisdiction, enforcement 

of foreign judgments and arbitration among the Contracting States. However, in general terms, these 

resources do not contain a special article to establish the rules of the conflict of laws in intellectual 

property rights. In addition, reported judgments and authorities from Saudi forums or arbitration tribunals 

are insufficient to provide a provision for Saudi law regarding this subject. Hence, the rules of private 

international law and arbitration established in Saudi law need to be analysed and evaluated, in order to 

verify whether or not they are appropriate to be applied to cross-border disputes concerning patents and 

trademarks.     

 A researcher in this subject may face several difficulties. In Saudi Arabia, there is a lack of 

resources that provide direct answers to the subject of conflict of laws in intellectual property rights. The 

burden is therefore on the researcher to investigate and evaluate each rule of the subjects of international 

jurisdiction, the choice of law, the enforcement of foreign judgments and arbitration, in order to suggest 

appropriate approaches for Saudi law. Moreover, the rules of Sharia must be respected, in order to present 

accurate and helpful suggestions which must be consistent with the Sharia. Furthermore, although the 

conclusions of the research are unquestionably worthwhile for Saudi forums and, therefore, their 

cooperation is essential to reach accurate conclusions, in order to enhance Saudi law, the investigator may 
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face difficulty obtaining and examining judgments issued by Saudi competent courts. These 

investigations are fundamental to analyse and evaluate the approaches presented by the Saudi forums to 

handle cross-border disputes concerning patents and trademarks.   

1.3 The Aims of the Thesis    
The aims of the thesis are to focus on the normal rules of private international law and arbitration 

enacted in Saudi law. The point that will be explained and evaluated is the application of these principles 

to handle cross-border disputes concerning trademarks or patents which are brought before Saudi courts. 

Each principle will be analysed and evaluated individually to verify whether or not it is appropriate for it 

to be applied effectively to these types of disputes. The analysis will be limited to those that may be 

affected by the special characteristics of patents and trademarks. However, in general terms, the rules of 

private international law and arbitration established in Saudi law do not contain a special head to handle 

cross-border disputes in respect of patents and trademarks. Moreover, there is a lack of reported 

judgments from Saudi forums and arbitral tribunals providing approaches for the Saudi law on these types 

of issues. The fact that there is no judgment does not mean that the subject is not important, but it rather is 

an indication that there might be an enforcement gap, and a case for reform.  

The fact that the private international law rules in Saudi Arabia do not contain special rules for 

such types of disputes do suggest that if the researcher finds a point that is significant to resolve these 

types of disputes properly and is not established in Saudi law, he will have to investigate solutions that 

exist in countries, such as the European states. The European Union rules are considered relevant, 

because they are intended to be applied in 28 Member States sharing different legal traditions and legal 

heritages. As a result, the Union legislators adopt unique solutions to the points of concern. The various 

approaches may be legalised in national laws, international agreements, pronounced in court judgments, 

or even introduced theoretically. The researcher will present some approaches, and those appropriate for 

Saudi law will be suggested, with the reasons for adopting them
14

. The best solutions for Saudi law must 

be consistent with the rules of Sharia and sustain the basic principles of private international law and 

arbitration. Moreover, the suggested approaches have to maintain the interests of the state of registration 

and of the parties to the disputes.       

1.4 The Scope of the Thesis   
The researcher will analyse the rules of international jurisdiction, choice of law and enforcement 

of foreign judgments which are enacted in Saudi law. In addition, because arbitration is regarded as a 
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legal solution to remedy cross-border disputes concerning patents and trademarks, the rules of arbitration 

established in Saudi law will be examined in a separate chapter. 

  Following the introduction and the chapter concerning the sources of the thesis, chapter three 

will analyse the rules of international jurisdiction, because when a dispute is brought before a Saudi 

forum, these rules must be determined initially, in order to verify whether or not the court has jurisdiction 

over the case. There are some concerns with these rules. One is that the Court of Appeal in the Board of 

Grievances lays down the principle that a national party who is in contract with a foreign non-Muslim 

party is authorised to give jurisdiction over potential disputes to a foreign court or an arbitration tribunal, 

even if the contract is performed in Saudi Arabia. Yet, the Saudi forum must rule on the dispute if the 

foreign party brings it before the court, regardless of the consent of the national party, even if the foreign 

party does not present any reason to disregard the jurisdiction clause. At the same time, in such 

circumstances, the national party is not allowed to bring the dispute before the Saudi forum at all. This 

concept may cause some problems when the ensuing judgment needs to be enforced. Also, it is regarded 

as a legal loophole in the procedures of Saudi courts. Hence, revision might be required.  

The second concern is that there are some rules of jurisdiction relating to patent and trademark 

disputes that have not been regulated in Saudi law and there is a lack of reported judgments from the 

Saudi courts providing an approach on these principles. For example, Saudi law does not provide direct 

solutions to the question of which court should rule on an action concerning the validity of a foreign right 

and to the issue of staying the proceedings of the Saudi forum in favour of a foreign court. These subjects 

are essential and play significant roles in cross-border disputes concerning trademarks or patents. The 

various approaches to these points should be analysed and evaluated to suggest suitable legislation to be 

incorporated into Saudi law. Moreover, it is significant to examine the normal rules of international 

jurisdiction and evaluate whether or not they are appropriate to handle cross-border disputes concerning 

trademarks or patents. For instance, the nationality and place of residence of the defendant are 

controversial rules regarding authority over patent and trademark disputes. Thus, these grounds of 

jurisdiction must be evaluated to clarify whether or not they could be applied to patent and trademark 

disputes.   

Another instance concerns the rules of tort which give jurisdiction to the court of a state where the 

event takes place. Generally, these rules are extended to cover two places, the place where the harmful 

event occurs and the place where the damage is raised. The explanation will focus on the question of 

which of these places is appropriate to give authority to Saudi forums over actions for infringement of 

trademarks or patents. In addition, in cases where parallel rights are violated in more than one country, 

certain rules are required to consolidate the infringement proceedings before a single forum. These 

requirements must be illustrated broadly to be effectively applied in Saudi law. Furthermore, it significant 
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to mention that it may appropriate to reform article 26 of the Patent Regulation of the Cooperation 

Council for the Arab States of the Gulf, which concerns jurisdiction over infringement actions concerning 

Gulf Cooperation Council patents, in order to avoid misunderstanding of the meaning of the article. 

The fourth chapter will consider the Saudi rules of choice of law, and throughout the discussions, 

the Saudi principles of applicable law will be evaluated, in order to reach a conclusion as to whether or 

not it is appropriate to apply these rules to cross-border disputes concerning patents and trademarks. The 

Saudi rules of choice of law are that the Saudi forum is prevented from applying foreign law at all, whilst 

in cross-border disputes relating to trademarks and patents, the Saudi court has to apply foreign law in 

certain situations. For example, when the court rules on an action for infringement of a foreign right, or 

when the parties to a contract in relation to the exploitation of a patent give jurisdiction to the Saudi 

forum over their potential disputes and agree to apply foreign law to the contractual obligations. In such 

circumstances, the Saudi court has a dilemma, whether to stay its proceedings or to apply Saudi law to the 

cases. Based on this fact, the Saudi rules of choice of law must be analysed and evaluated broadly to 

clarify whether or not they are appropriate to be applied to patent and trademark disputes.       

The rules for enforcement of foreign judgments established in Saudi law will be illustrated in the 

fifth chapter, because cross-border disputes in relation to patents and trademarks may be determined by 

foreign forums. The Saudi forum may be asked to enforce the ensuing judgments in cases where the 

judgment debtors have assets in Saudi Arabia. Hence, these rules must be examined to clarify the 

effectiveness of applying them to patent and trademark disputes. There are several points that should be 

analysed and evaluated, such as the principle of reciprocity with the state where a foreign judgment is 

issued. This is a compulsory stipulation required to enforce the judgment in Saudi Arabia even though it 

may lead to harm to the interests of a Saudi party and result in an unjust outcome. Hence, it is appropriate 

to analyse this condition and present a suitable approach for Saudi law. Furthermore, in cases where a 

foreign judgment concerns a cross-border dispute relating to a patent or a trademark, deciding which law 

should be applied to establish whether or not the court granting the award is competent to hear the case is 

complicated. Hence, this point needs a careful illustration to present a practical approach for Saudi law.  

The chapter six covers arbitration. Recently, arbitration has come to be regarded as a popular 

means to resolve cross-border disputes in relation to patents and trademarks. The main target of this 

chapter is to investigate the rules of arbitration enacted in Saudi law, in order to clarify the possibility of 

arbitrating patent and trademark issues productively. However, in general terms, there is a shortage of 

rules which could help arbitrators to rule successfully on these types of disputes. For instance, Saudi law 

does not regulate the question of whether patent and trademark disputes are capable to be settled by 

arbitration and the possibility of arbitration on the validity of Saudi patents and trademarks. Not only that, 

but it is also difficult to find a court judgment or an arbitral award presenting an approach for Saudi law 
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regarding these points. This may be due to the confidentiality of the arbitration. In this chapter, the 

jurisdiction of arbitration tribunals and how it is established will be illustrated. I will illustrate the 

doctrine of arbitrability and the question of which law should be applied to decide whether or not the 

validity of Saudi patents or trademarks is arbitrable. In addition, the possibility of arbitrating the validity 

of Saudi patents and trademarks will be examined. I will also examine the question of which law 

arbitration tribunals should apply to govern infringement proceedings, validity issues and contracts in 

relation to the exploitation of patents and trademarks.  

1.5 The Questions of the Thesis  
The main question of the thesis is whether or not Saudi law deals satisfactorily with cross-border 

disputes relating to trademarks and patents? The answers to this question will be divided into four 

chapters, each one of them will respond to crucial subsection questions. At the conclusion of the thesis, a 

summary of the suggestions and contributions to the current Saudi law will be presented. 

The main question of the chapter three, which concentrates on the rules of international 

jurisdiction, is to what extent the international jurisdiction rules enacted in Saudi law deal effectively with 

cross-border disputes regarding patents or trademarks? There are a number of significant subsection 

questions to be considered. What grounds of jurisdiction are capable of handling disputes in relation to 

infringement or license agreements? Can Saudi forums rule on the validity of foreign patents and 

trademarks? Can foreign courts determine the validity of Saudi patents and trademarks? In what 

circumstances can the plaintiff consolidate infringement proceedings before a single Saudi forum? When 

Saudi courts have jurisdiction over patent and trademark disputes, could their proceedings be stayed in 

favour of the proceedings of foreign courts or arbitration tribunals? In what circumstances can the Saudi 

forums stay their own proceedings over these types of disputes?         

The fourth chapter deals with the Saudi rules of choice of law. The central question for this 

chapter is to what extent the Saudi principles of applicable law are appropriate to govern cross-border 

disputes concerning patents and trademarks and whether or not these rules should be modified? There are 

also significant subsection questions to answer. Whether or not the Saudi rules of choice of law are 

consistent with the rules of Sharia? Which law should be applied to govern infringement proceedings, 

validity issues and contracts for the exploitation of patents and trademarks? Based on the presumption 

that the Saudi forum is allowed to apply foreign law to patent and trademark disputes, are there any rules 

to prevent the court from applying the foreign law? 

The fifth chapter will consider the rules for enforcement of foreign judgments. The main question 

for this chapter is whether or not the Saudi forum, which has authority to enforce foreign judgments 

against assets within Saudi Arabia, deals effectively with foreign judgments concerning trademark and 
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patent disputes? During the research, the answers to the following questions will be illustrated. What is 

the impact of foreign judgments, in relation to patents or trademarks, on the parties and the subject of 

issues? What is the method of enforcing foreign judgments in Saudi Arabia? What are the criteria that 

must be satisfied to enforce foreign judgments in Saudi Arabia?  

The sixth chapter will focus on the principles of arbitration. The most significant question of this 

chapter is to what extent cross-border disputes relating to trademarks and patents are arbitrated properly, 

in accordance with Saudi law? During the research, the answers to the following questions will be 

explained. What are the requirements that must be satisfied to transfer jurisdiction over the subject matter 

of disputes from public forums to arbitration tribunals? Which law must be applied to establish whether 

arbitration is suitable to consider the validity of Saudi patents and trademarks? Can the tribunal rule on 

the validity of Saudi patents and trademarks? Which law the arbitration tribunal should apply to govern 

infringement claims, validity issues and contracts in relation to the exploitation of patents and 

trademarks?    
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Chapter 2: The Sources of the Thesis  

2.1 The Introduction   
When a Saudi forum or an arbitration tribunal rules on a cross-border dispute in relation to a 

patent or a trademark, there are several resources which may be called upon to determine the dispute 

successfully. In general terms, the court or the tribunal will rely on rules provided in Sharia, Saudi law 

and agreements which the Saudi government has ratified. However, before examining in detail the 

provisions involved in these resources, a brief overview is appropriate. This chapter briefly investigates 

the sources of the rules of Sharia, Saudi law and ratified agreements which may be called upon when 

cross-border disputes regarding patents and trademarks are brought before Saudi courts or arbitration 

tribunals.        

2.2 The Islamic Sources 
 

2.2.1 The Quran  

The Holy Quran is the first source of Sharia and its definition is that it is the word of God which 

was revealed to the Prophet Muhammad (peace be upon him) in the Arabic language
15

. All Muslims 

should believe that the Holy Quran is the foundation of Islam and our God has vindicated it from 

misrepresentation. The Quran provides Muslims with general rules and a foundation for various subjects, 

in order to be more flexible and applicable to any era and place
16

. Justice among human beings, for 

instance, is considered in the Quran, but it does not mention the types of forums and their jurisdiction. 

Hence, every Muslim society organises the courts proceedings and procedures in the light of harmony 

with the Quran, in order to reach justice
17

. The provisions in the Quran which codify dealings between 

people are under than 200 verses
18

 and ten of them focus on financial affairs
19

.  
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2.2.2 The Sunnah  

The Sunnah is the second source of Sharia and its limitation is that every saying, act and 

approval from the Prophet Muhammad (peace be upon him)
20

. The Sunnah contains various 

provisions. In some areas, it confirms rules which are included in the Quran. It may also explain some 

provisions included in the Quran or replace them. The Sunnah might establish a principle that is not 

mentioned in the Quran
21

. The Sunnah provides Muslims with essential rules to organise Islamic 

economics.  

 

2.2.3 The Maslaha 

The meaning of the Maslaha, in the light of the Sharia, is that in cases where there is a subject 

matter and the rules of Sharia involved in the Quran and the Sunnah do not have a certain principle to 

codify that subject, legislators will authorise or prohibit this subject, based on whether or not this subject 

matter is in the public interest or causes a risk to the public
22

. Recently, the Maslaha has been regarded as 

one of the productive legal sources in Islamic societies
23

. The Quran and the Sunnah do not contain 

specific principles to establish ownership of patents or trademarks. It said that the protection of these 

rights brings huge economic benefits to the owners and the state of registration
24

. Hence, based on the 

public interest, it is essential to regulate the rules of patents and trademarks, in order to encourage the 

public to be productive
25

. Therefore, when Saudi legislators intend to establish rules relating to conflict of 

laws in intellectual property rights, they should take into account the interests of the parties and of the 

protecting states.  
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2.2.4 The Custom 

The meaning of custom, in the light of the rules of Sharia, is the habits, actions and sayings that 

many people perform in a society. Custom is acceptable if it is not inconsistent with the rules of Sharia
26

. 

Based on this definition, if interest from a bank, for example, is given commonly in a society, this habit 

cannot be considered, because it is incompatible with the rules of Sharia. Allowing custom to be an 

acceptable source of the rules of Sharia entitles them to the flexibility to be applicable in any era and 

place. It is said that in the light of the rules of Sharia, custom supports the protection of patents and 

trademarks
27

. In this context, at the fifth conference of the International Islamic Fiqh Academy, which 

took place in Kuwait on 10 -15  December 1988, the scholars issued the decision no 43(5/5) in connection 

with intangible rights. They stated that after examining the facts and proposals, trademarks and patents 

are private properties and are worth a lot of money in the recent tradition. Moreover, it is said that a 

patentee has the right to be an exclusive owner of his idea and earn money resulting from exploitation of 

his invention
28

. As a result, it is appropriate to say that custom in the rules of Sharia protects patents and 

trademarks and the owners have exclusive privilege to possess, exploit and sell these rights. Thus, Saudi 

legislators should legalise the rules of conflict of laws in intellectual property rights, in order to protect 

the interests of the owners and of the states of registration in accordance with the rules of Sharia.   

2.3 The Cooperation Agreements 
The Saudi government has ratified many international agreements, in order to establish the rules 

of international jurisdiction, enforcement of foreign judgments and arbitration. They are seven 

agreements as follow. The New York Convention, the Riyadh Arab Agreement for Judicial Cooperation, 

the GCC Convention for the Execution of Judgments and the bilateral agreements for Judicial 

Cooperation with the Republic of Kazakhstan, the Republic of Yemen, the Kingdom of Morocco and the 

Syrian Arab Republic. 

2.3.1 The New York Convention  

This agreement contains 11 articles. Article 1 defines the object of the Convention and states that it 

is: 
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 to the recognition and enforcement of arbitral awards made in the territory of a State other than 

the State where the recognition and enforcement of such awards are sought, and arising out of 

differences between persons, whether physical or legal. It shall also apply to arbitral awards not 

considered as domestic awards in the State where their recognition and enforcement are sought. 

In Saudi Arabia, the Royal Decree no M/11on 30 December 1993 was issued to join the Convention 

which came into operation on 19 April 1994. This Convention is significant to the thesis, because it 

enacts the principles of arbitration which are to take place between the Contracting States of the 

Convention. For example, Article II of the Convention concerns the recognition of the arbitration 

agreements, while article V of the Convention concerns the recognition and enforcement of the arbitration 

awards. The relevant provisions of these articles will be examined in detailed in the chapter covering the 

rules of arbitration.    

 

2.3.2 The Riyadh Arab Agreement for Judicial Cooperation 

The Riyadh Arab Agreement, which includes 72 articles, was signed in April 1983 in Riyadh and 

came into force in October 1985. The Saudi government became a Member State on 11 May 2000. 

According to article 72 of the Agreement, it replaces the Convention of Enforcing of the Judgments 

among the League of Arab States 1952. This agreement is significant to the thesis, because it concentrates 

on the judicial cooperation among Arabic States, which up to now involves nineteen Arabic countries. 

For instance, part V of the Agreement enacts the rules concerning enforcement of court judgments and 

arbitration awards, which are issued by the Contracting States.   

Article 28 of the agreement regulates the rules of jurisdiction. Sections A and B of the article give 

authority to hear a dispute to the forums of a state where the defendant has a place of residence, while 

section C  gives jurisdiction over a dispute in relation to a contract to the courts of the country where the 

contract is performed. Section D of the article gives authority over a dispute relating to non-contractual 

liability to the forums of the state where the act of tort occurs. Section E of the article states the parties are 

allowed to agree to give jurisdiction to a specific court of a Contracting State. Section F states that 

jurisdiction will be given to a forum ‘before which the dispute was brought’ if the defendant ‘made a 

defence in the substance of the case without raising a plea of non-jurisdiction of’ that court. All these 

grounds of jurisdiction will be examined and evaluated to establish whether or not they are appropriate to 

give authority to Saudi forums over cross-border disputes relating to patents and trademarks. Article 32 of 

the Agreement clarifies which method must be applied to enforce judgments issued by the courts of the 

Member States, while article 34 of the Agreement defines which documents must be submitted to enforce 

these judgments. These articles and relevant rules will be explained in the chapter covering the rules for 

enforcement of foreign judgments in Saudi Arabia. Article 37 of the Agreement contains principles 
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regarding the enforcement of arbitration awards. Sections A and E of the Article establish that an 

arbitration award will not be enforced if the subject matter of the dispute is not arbitrable, in accordance 

with the law of the state where the award is sought to be enforced, or if the award contains a matter that is 

inconsistent with the rules of Sharia and public policy of the required court. These provisions will be 

examined in detail in the chapter covering the rules of arbitration.    

 

2.3.3 The Gulf Cooperation Council Convention for the Execution of Judgments 

This convention was announced and signed in Muscat
 
in December 1995 and has been into 

operation in Saudi Arabia by the Saudi Cabinet Decree no 56 on 10 September 1996 and the Royal 

Decree no M/3 on 12 September 1996. The Contracting States of this Convention are the Arab States of 

the Gulf. It is significant to the thesis, because it establishes the rules of jurisdiction of the forums of the 

Member States and enforcing a court judgment issued by one of the Contracting States. The rules of 

jurisdiction are enacted in article 4 of the Convention. Sections A and B of the Article give jurisdiction to 

rule on a dispute to the courts of a state where the defendant has a place of residence, while section C of 

the Article implies that jurisdiction over a dispute relating to a contract will be given to the courts of a 

state where the contract is performed. Section D of the Article gives jurisdiction over an issue in relation 

to non-contractual liability to the courts of the country where the act of tort takes place.  

Section E of the Article implies that if the parties choose a forum of a Member State to hear their 

dispute, jurisdiction should be given to that court. Section F states that if the plaintiff brings his claim 

before a court of a Contracting State and the defendant ‘makes its defense on the merit of the suit without 

pleading that the court hearing the dispute lacks the jurisdiction to hear it’, the court should have 

jurisdiction to rule on the dispute. These principles will be examined and evaluated in the chapter 

covering the rules of international jurisdiction to clarify whether or not they are appropriate to give 

jurisdiction to Saudi forums over cross-border disputes in relation to patents and trademarks. Moreover, 

article 7 of the Convention regulates the method which must be followed to enforce an award issued by a 

forum of a Contracting State, while article 9 of the Agreement defines precisely which documents must 

be submitted to execute that award in the other Member States. These articles and related provisions will 

be explained in the chapter covering the rules for enforcement of foreign judgments in Saudi Arabia.  

 

2.3.4 The Bilateral Agreements for Judicial Cooperation  

The Saudi Government has ratified four bilateral agreements for judicial cooperation. These 

agreements cover various subjects, some of which are the rules of jurisdiction and the principles for 

enforcing court judgments or arbitration awards. 

 



31 

 

     2.3.4.1 The Bilateral Agreement for Judicial Cooperation with the Republic of Kazakhstan 

This agreement was signed in Riyadh on 11 December 2004 and came into force in Saudi Arabia 

by the Royal Decree no M/ 13 on 7 March 2006 and by the Council of Ministers Decree no 27 on 6 

March 2006. This agreement is significant to the thesis, because it establishes the rules concerning the 

enforcement of court judgments or arbitration awards if they are issued by the forums of the Contracting 

States. For example, the rules of jurisdiction of the Member States have been clarified in article 17 of the 

agreement. Article 21 explains the method that must be followed to enforce a judgment issued in a 

Member State, while article 20 illustrates which documents must be provided to execute the judgment in 

the other Contracting State. Article 22 establishes the rules relating to enforcing arbitration awards 

created in the Member States. These principles and relevant articles will be examined in detail in the 

following chapters of the thesis. 

 

     2.3.4.2 The Bilateral Agreement for Judicial Cooperation with the Republic of Yemen  

This agreement was signed in Riyadh on 13 November 2007 and came into force in Saudi Arabia 

by the Royal Decree no M/ 58 on 9 September 2008 and by the Council of Ministers Decree no 272 on 8 

September 2008. This agreement is important to the thesis, because it establishes the provisions in 

relation to enforcement of court judgments and arbitration awards which are issued by the forums of the 

Contracting States. For instance, article 23 of the agreement establishes the jurisdiction rules of the 

forums of the Contracting States. Article 25 clarifies the method that must be applied to enforce a 

judgment issued by a court of a Member State, while article 24 explains which documents that must be 

submitted to execute the judgment in the other Member State. Article 26 establishes the principles for 

enforcement of arbitration awards in the Member States. These rules and relevant articles will be 

examined broadly in the subsequent chapters of the thesis. 

 

     2.3.4.3 The Bilateral Agreement for Judicial Cooperation with the Kingdom of Morocco  

This agreement was signed in Rabat on 12 June 2006 and came into operation in Saudi Arabia by 

the Royal Decree no M/ 65 on 7 August 2007 and by the Council of Ministers Decree no 242 on 6 August 

2007. This treaty is important to the thesis, as it establishes the principles relating to enforcing court 

judgments and arbitration awards which are created in the Contracting States. For instance, in article 23 

of the agreement, jurisdiction rules of the courts of the Contracting States have been enacted. In article 

25, the method that must be applied to enforce a judgment issued in a Member States has been explained, 

while article 24 defines which documents must be submitted to enforce the judgment in the other 

Contracting State. Article 26 enacts the rules relating to enforcement of arbitration awards issued in the 
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Member States. These principles and relevant articles will be examined in detail in the following chapters 

of the thesis.  

     2.3.4.4 The Bilateral Agreement for Judicial Cooperation with the Syrian Arab Republic  

This agreement was signed in Damascus on 15 May 2005 and came into force in Saudi Arabia by 

the Royal Decree no M/ 23 on 16 May 2006 and by the Council of Ministers Decree no 90 on 15 May 

2006. This agreement lays down the principles for enforcing forum judgments and arbitration awards 

issued in the Contracting States. For example, jurisdiction rules of the forums of the Member States have 

been legislated in article 19 of the Treaty. In article 23 of the agreement, the method that must be 

followed to enforce a judgment issued in a Member State has been regulated, while in article 22, the 

documents which must be submitted to enforce the judgment in the other Member State have been 

defined. Article 24 establishes the principles which focus on enforcing arbitration awards issued in the 

Contracting States. These rules and relevant articles will be examined in detail in the subsequent chapters 

of the thesis. 

2.4 Saudi Regulations  
Saudi law which relates to the subject of the thesis can be classified in two categories. The first 

class covers the procedures of Saudi forums and arbitration tribunals. The second division focuses on the 

principles of patents and trademarks. 

2.4.1 The Regulations of Saudi Courts and Arbitral Tribunals 
 

2.4.1.1 The Board of Grievances Law and the Law of Procedures before the Board of Grievances 

The Board of Grievances Law, which involves 26 articles, came into operation by the Royal 

Decree no M/78 and by the Decree of Council of Ministers no 303 on 1 October 2007. It replaces the 

previous law which had been issued by the Royal Decree no M/51 on 1 May 1982. This Law is 

significant to the thesis, because article 13 of the Law gives jurisdiction to the Board of Grievances over 

disputes relating to enforcement of foreign judgments in Saudi Arabia. The Law of Procedures before the 

Board of Grievances was founded by the Decree of Council of Ministers no 190 on 20 June 1989. Article 

6 of the Law establishes the procedures for enforcement of foreign judgments in Saudi Arabia. Moreover, 

the Legal Declaration no 7 on 24 June 1985 from the head of the Board of Grievances plays a vital role in 

enforcement of foreign judgments in Saudi Arabia in cases where they are issued in a state which has not 

ratified any judicial agreements with the Saudi government. This Declaration involves more detail and 

principles than the previous articles, such as the requirements which must be satisfied to enforce foreign 

judgments in Saudi Arabia. The Declaration states that in such circumstances, the rules, which have been 

established in the Convention for Enforcing Judgments among the League of Arab States in 1952, should 
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be applied. The relevant rules involved in these laws and the Legal Declaration no 7 on 24 June 1985 will 

be examined in detail in the chapter covering the rules for enforcement of foreign judgments in Saudi 

Arabia.    

It is significant to emphasise that although the Legal Declaration had been promulgated on 24 

June 1985 by the head of the Board of Grievances, its provisions had not been integrated in the Legal 

Procedure before the Board of Grievances which was founded on 20 June 1989. Hence, the principles for 

enforcement of foreign judgments in Saudi Arabia are established in different sources. Thus, a foreign 

party who wants to recognise or enforce a foreign judgment in Saudi Arabia may face difficulties in 

relation to these rules. In particular, when the state where the judgment is issued has not ratified a judicial 

agreement with the Saudi government. Based on this fact, it is appropriate to suggest that Saudi 

legislators should establish procedures and principles for enforcement of foreign judgments in a separate 

law.  

 

2.4.1.2 The Law of Procedure before Shari'ah Courts  

This procedure was issued by the Royal Decree no M/ 21 on 20 August 2000 and by the Council 

of Ministers Decree no 115 on 14 August 2000. This Law contains 266 articles and is important for the 

thesis, because it establishes the procedures for disputes which are brought before Saudi forums. For 

example, section one of part two of the Law defines the international jurisdiction rules of Saudi forums. 

Article 24 of the Law gives jurisdiction to the Saudi courts over a defendant who has Saudi nationality. 

Article 25 of the Law implies that jurisdiction should be given to the Saudi forums over a foreign party 

who has a place of residence in Saudi Arabia. Article 26 section A gives jurisdiction to the Saudi courts 

over an issue relating to a contract performed in Saudi Arabia and over a dispute in relation to a tort 

action which is committed in Saudi Arabia. Article 26 section C relates to jurisdiction over multiple 

defendants and state that ‘The Kingdom’s courts shall have jurisdiction over cases filed against an alien 

who has no general or designated place of residence in the Kingdom in the following circumstances … If 

the lawsuit is against more than one person and one of them has a place of residence in the Kingdom.’ 

Article 28 gives jurisdiction to the Saudi courts over disputes if the parties agree to bring the issues before 

the courts. These rules will be examined and evaluated to identify whether or not they are appropriate to 

give jurisdiction to the Saudi forums over cross-border disputes relating to patents and trademarks. 

Moreover, article 1 of the Law regulates the question of which law must be applied to disputes brought 

before the Saudi forums. This provision will be examined and evaluated broadly in the chapter which 

investigates the rules of applicable law.  
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2.4.1.3 The Basic Law of Governance   

This law was issued by the Royal Decree no A/91 on 1 March 1992 and is the most significant 

regulation for the Saudi government, because it contains 83 articles which are regarded as the constitution 

of the Saudi government. The Law is significant to the thesis, because articles 7, 46 and 48 play 

significant roles to define which law may be called upon to govern the regulations that are promulgated 

by the Saudi authority and disputes brought before the Saudi courts. The provisions of these articles will 

be illustrated in detail in the chapter analysing the rules of applicable law.  

 

2.4.1.4 The Saudi Arbitration Law  

This Law was issued by the Royal Decree no M/ 34 on 16 April 2012 and by the Council of 

Ministers Decree no 156 on 9 April 2012. It contains 58 articles and replaces the previous act which was 

issued on 25 April 1983. The Saudi Arbitration Law 2012 radically changes some rules regulated in the 

1983 law and legalises many new points. For example, article 38 of the Law revises the rules of choice of 

law which was established in the 1983 law. Moreover, articles 11 and 12 regulate the question of the 

possibility of staying the proceedings of the Saudi forums when the parties have a valid arbitration 

agreement or when they agree during the forum proceedings to refer the dispute to arbitration. The related 

principles in this law will be analysed broadly in the chapter examining the rules of arbitration.   

2.4.2 The Regulations of Patents and Trademarks 
The Saudi government issues specific laws and has ratified several cooperation agreements to 

establish the principles of patents and trademarks. 

  

2.4.2.1 The Saudi Regulations 

 

2.4.2.1.1 The Saudi Trademark Law 

The Saudi Trademark Law has been enhanced during the past eighty years. The first law was 

issued by the Royal Decree no 8762 on 13 September 1939. It was subsequently updated by the Royal 

Decree no M/5 on 6 February 1984. The recent law, which contains 58 articles, came into operation on 7 

October 2002. It was issued by the Royal Decree no M/21 on 7 August 2002 and by the Council of 

Ministers Decree no 140 on 5 August 2002. The Implementing Regulations of the current Law were 

issued by the Ministerial Decision no 1723 on 5 October 2002. Article 25 of the Law defines which Saudi 

forums will have jurisdiction to hear actions relating to the validity of Saudi trademarks. Articles 25 and 

26 provide for certain circumstances upon which an interested party may rely to commence a request to 

invalidate Saudi trademarks. Part five and six of the Law regulate the principles of transferring and 



35 

 

licensing the usage of Saudi trademarks. Article 53 establishes which Saudi forums will hear actions for 

infringement of Saudi trademarks. The relevant articles in this law will be analysed in the subsequent 

chapters of thesis.  

 

2.4.2.1.2 The Saudi Patent Law 

The first legislation for patents in Saudi Arabia was article 97 of the Labor Law, which was issued 

by the Royal Decree no M/21 on 16 November 1969. This article regulated the ownership of an invention 

founded by an employee in a workplace. It was rescinded by the first separate law declared on 18 January 

1989 by the Royal Decree no M/38. The current law, which contains 65 articles and came into force on 5 

September 2004, was issued by the Royal Decree no M/27 on 17 July 2004 and by the Council of 

Ministers Decree no 159 on 5 July 2004. Its Implementing Regulations were issued on 26 December 

2004. Article 16 of the Law regulates the point of assignment of the protection of Saudi patents, while 

article 21, 22 and 23 establish the principles relating to the exploitation of Saudi patents. Article 32 and 

33 institute the rules for cancelling the validity of Saudi patents, while article 34 regulates the principles 

of contravening Saudi patents. The related rules in the Law will be analysed in the following chapters of 

thesis. 

  

2.4.2.2 The International Regulations       

 

2.4.2.2.1 The Trademark Regulation of the Cooperation Council for the Arab States of the Gulf 

This regulation was issued during the conference of the Supreme Council of the Arab States of the 

Gulf no 27 on 9-10 December 2006 and was approved by the Decree of the Saudi Cabinet no 353 on 3 

December 2007. However, the Regulation has not yet come into force, because section B of the previous 

Decree of the Saudi Cabinet provides that the Regulation will come into operation, in Saudi Arabia, six 

months after issuing its Implementing Regulations from the Board of the Economic Cooperation of the 

Arab States of the Gulf. Yet, instead of issuing the Implementing Regulations, in the meeting no 44 on 18 

May 2011, the Board of Economic Cooperation for the GCC States decided to revise the Regulation and 

this is now under debate. 

  

2.4.2.2.2 The Patent Regulation of the Cooperation Council for the Arab States of the Gulf 

This regulation was issued during the conference of the Supreme Council of the Arab States of the 

Gulf no 13 on 21-22 December 1992 and was revised during the conference no 20 on 27-29 November 

1999. The revised edition of the Regulation was approved by the Decree of the Saudi Cabinet no 159 on 

20 August 2001 and by the Royal Decree no M/28 on 29 August 2001. It contains 34 articles. Article 12 

regulates the exploitation and assignment of the protection of GCC patents, while articles 17 and 18 
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establish the provisions relating to contracts for the exploitation of GCC patents. Article 26 regulates the 

question of which forum should have jurisdiction over actions for infringement of GCC patents and 

which law should be applied to the actions. The related rules of the Regulation will be examined and 

evaluated in detail in the following chapters of thesis.  

 

2.4.2.2.3 The Paris Convention for the Protection of Industrial Property 

The Paris Convention handles the rules for protecting industrial property involving patents and 

trademarks. The first edition of the agreement was issued on 20 March 1883 and it has been revised 

several times. The last amendment, which was translated officially to the Arabic language, was concluded 

on 28 September 1979. The Saudi government became a Contracting State in the Convention on 11 

December 2003 and the Convention has been in force in Saudi Arabia since 11 March 2004.  

The principles of the Convention are regarded as an international constitution to protect patents 

and trademarks in the Member States. Therefore, trademark and patent laws in the Contracting States 

must not be inconsistent with the rules of the Convention. Otherwise, it takes priority to be enforced over 

the inconsistent laws. The Convention is significant to the thesis, because it contains certain provisions, 

such as the independence of the protection of each patent and trademark in each Member State. Also, it 

provides minimum standards of the protection for these rights. The related rules of the Convention will be 

examined broadly in the subsequent chapters of the thesis.  
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Chapter 3: The Rules of International Jurisdiction 

3.1 The Introduction  
There is a general rule that when a cross-border dispute is brought before a Saudi forum, the first 

thing that must be addressed is the jurisdiction of the court. The answer to the question of whether the 

Saudi forum has authority to determine a specific dispute depends on various sources. The Riyadh Arab 

Agreement for Judicial Cooperation, the GCC Convention for the Execution of Judgments and the 

bilateral agreements for Judicial Cooperation with the Republic of Kazakhstan, the Republic of Yemen, 

the Kingdom of Morocco and the Syrian Arab Republic play fundamental roles if the jurisdiction falls 

within the scope of these agreements. However, in cases where the dispute falls outside the scope of the 

previous conventions, the rules established in Saudi law will be called upon to decide whether or not the 

Saudi forum has jurisdiction to hear the dispute. If the defendant, for instance, is a Japanese company 

who resides outside the Member States of the previous treaties, the rules enacted in the Law of Procedure 

before Shari'ah Courts will be called upon to answer the question of whether or not the Saudi forum has 

jurisdiction over the issue. Hence, there are several sources which must be considered to verify whether 

or not the Saudi forum has authority to determine a dispute that involves a foreign element.   

Jurisdiction over cross-border disputes in relation to trademarks or patents is one of the most 

sophisticated subjects to be examined, particularly when the rights in question are foreign, because in 

general terms, the doctrine of territoriality dominates these types of disputes. In Saudi Arabia, Saudi law 

does not contain a specific article to regulate the rules of jurisdiction over cross-border disputes relating 

to patents and trademarks. In addition, there is a lack of reported judgments giving guidance on Saudi law 

regarding jurisdiction over these types of disputes. Unfortunately, there is insufficient argument among 

scholars about this subject. On the contrary, in European countries, there are many books which discuss 

the jurisdiction of European forums over patent and trademark issues and there are articles enacted in the 

national laws and international agreements that regulate the subject. Moreover, specific approaches have 

been introduced by different courts and delegations at European legal conferences to regulate jurisdiction 

over cross-border disputes in relation to patents and trademarks. Hence, it is heartening to explore and 

evaluate these concepts, in order to introduce appropriate ideas to enhance Saudi law for comparable 

circumstances.  

This chapter is to investigate international jurisdiction rules established in Saudi law and the 

agreements, which the Saudi government has ratified. This examination is to ensure that whether or not 

these rules are capable of being applied to patent and trademark disputes that involve foreign elements. In 

order to reach appropriate conclusions, I will analyse the grounds for jurisdiction over infringement 

proceedings, validity issues and contracts in relation to the exploitation of patents or trademarks. 
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Furthermore, I will investigate the principles of consolidating infringement actions occurring in more than 

one country before a single forum. I will also explain the rules for staying the proceedings of the Saudi 

court in favour of a foreign court or an arbitration tribunal. Finally, this chapter will conclude with 

remarkable findings and recommendations will be introduced. 

3.2 Allocating Jurisdiction over Trademark and Patent Disputes 
 Cross-border disputes concerning patents or trademarks are various. Demands are likely to be 

made against alleged infringers of these rights. A case may be brought in connection with a contract in 

relation to the exploitation of a patent or a trademark. The validity of these rights may be raised during 

the court proceedings, when an alleged infringer tends to repeal the right, in order to reach the conclusion 

that an invalid right cannot be infringed
29

. At the same time, the validity of such rights alone might be 

challenged. It is significant to mention that Saudi law and the signed agreements do not provide the Saudi 

court with a specific rule regarding jurisdiction over disputes concerning infringement or contracts in 

relation to the exploitation of patents and trademarks. Therefore, the forum will apply the general rules of 

jurisdiction which are legislated in Saudi law and the ratified conventions. Similarly, it is generally 

considered that the Brussels I Regulation and the traditional laws of England do not contain a specific 

article to regulate jurisdiction over contracts for the exploitation of trademarks or patents. Therefore, the 

general rules of jurisdiction established in the previous regimes will be applied to decide the jurisdiction 

over these types of disputes
 30

. The same provision will be applied to infringement proceedings when the 

jurisdiction is within the scope of the Brussels I Regulation, because it does not contain a special rule to 

be applied to the infringement actions
31

. In this section, the rules of international jurisdiction which are 

legalised in Saudi law and ratified agreements will be examined and evaluated, in order to verify whether 

or not they are effective to handle cross-border disputes relating to patents and trademarks. The 

examination will be divided into three subsections: jurisdiction over infringement actions, jurisdiction 

over contracts in relation to the exploitation of patents and trademarks and jurisdiction over validity 

issues.         

3.2.1 Jurisdiction over Infringement Actions  

Once registered, a patent or a trademark is protected and the right holder is allowed to commence 

proceedings against an alleged infringement. Before examining the grounds of jurisdiction over 

                                                 
29

 James Fawcett, ‘Special Rules of Private International Law for Special Cases: What Should We Do about Intellectual 
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infringement actions, it is significant to emphasise that in patent and trademark disputes, the traditional 

concept of jurisdiction is that a court is prevented from determining a foreign right
32

. However, in Europe, 

this concept has changed following ratification of international conventions, such as the Brussels I 

Regulation. In certain circumstances, the forums of the Contracting States are allowed to rule on actions 

for infringement of foreign intellectual property rights
33

. This section is to answer the question of what 

grounds of jurisdiction are appropriate to give authority to Saudi forums over infringement proceedings 

concerning patents or trademarks and whether the Saudi courts could resolve actions for infringement of 

foreign patents or trademarks. To answer this question accurately, it is essential to examine and evaluate 

the relevant rules of international jurisdiction legalised in Saudi law and ratified agreements.  

 

3.2.1.1 The Place of Residence of the Defendant 

 

3.2.1.1.1 The General Principles  

The principle of suing the defendant in the state where he is resident is regulated in article 4 

section A of the GCC Convention for the Execution of Judgments, article 28 section A of the Riyadh 

Arab Agreement for Judicial Cooperation, article 17 section A of the bilateral agreement for Judicial 

Cooperation with the Republic of Kazakhstan, article 23 section C of the bilateral agreement for Judicial 

Cooperation with the Republic of Yemen, article 23 section C of the bilateral agreement for Judicial 

Cooperation with the Kingdom of Morocco and article 19 section A of the bilateral agreement for Judicial 

Cooperation with the Syrian Arab Republic. Moreover, article 25 of the Law of Procedure before Shari’ah 

Courts gives jurisdiction to the Saudi court over a foreign person if he has ‘a general or a designated place 

of residence in the Kingdom’ of Saudi Arabia. In this context, article 10 of the Law defines the meaning 

of the place of residence as the place where a person normally resides. In addition to the general place of 

residence, article 10 of the Law allows a foreign person to establish a designated place of residence in 

Saudi Arabia ‘for receiving the notices and service of process addressed to him regarding specific matters 

or transactions’. Because a reported judgment from Saudi courts practicing this rule has not yet been 

found, it is appropriate to note that this principle has been recognised and practiced in many states. For 

instance, in the cases no 2740/2003 on 18/12/2003 and no 2771/ 2004 on 1/12/2004, the Jordanian High 

Court stated that the Jordanian court will have jurisdiction over a foreign person if he has a designated 

                                                 
32

 Graeme B Dinwoodie, ‘Developing a Private International Intellectual Property Law: the Demise of Territoriality?’ (2009) 

51 William and Mary Law Review 711,800 < http://scholarship.law.wm.edu/wmlr/vol51/iss2/12/ > accessed 03 Feb 2014; 

Alexander Peukert, ‘Territoriality and Extraterritoriality in Intellectual Property Law’ in Gunther Handl and Joachim Zekoll 

(eds), Beyond Territoriality: Transnational Legal Authority in an Age of Globalization (Queen Mary Studies in International 

Law, Brill Academic Publishing 2011).      
33

 Stuart Dutson, ‘The Infringement of Foreign Intellectual Property Rights: A Restatement of the Terms of Engagement’ 

[1998] International and Comparative Law Quarterly 659,679. 

http://scholarship.law.wm.edu/wmlr/vol51/iss2/12/


40 

 

place of residence locally
34

. Yet, in this situation, the jurisdiction of the court is restricted to the activities 

of the business for which the place is designated
35

.  

It has been said that Saudi law does not regard the place of business of a foreign person in Saudi 

Arabia as a ground to give jurisdiction to the Saudi court over that person, but it should be regarded as the 

same as the designated place of residence to grant jurisdiction to the Saudi forum over the actions and 

activities of that business
36

. The argument against this notion is that article 25 of the Law of Procedure 

before Shari’ah Courts states, ‘The Kingdom’s courts shall have jurisdiction over cases filed against an 

alien who has a general or a designated place of residence in the Kingdom.’ The place of business of a 

foreign person in Saudi Arabia could be interpreted under the scope of this article and gives jurisdiction to 

the Saudi court over that person. Hence, the Saudi forum will have jurisdiction over a foreign person who 

has a place of residence in Saudi Arabia.   

In cross-border disputes, the defendant is likely to be a legal personality, such as a company. The 

Saudi court will have jurisdiction over the legal personality if it has a branch in Saudi Arabia. Article 25 

of the Law of Procedure before Shari’ah Courts states, ‘The Kingdom’s courts shall have jurisdiction over 

cases filed against an alien who has a general or a designated place of residence in the Kingdom.’ This 

article has been interpreted broadly to include the overseas legal personality, in addition to the foreign 

physical person
37

. The same principle is followed in article 4 section B of the GCC Convention for the 

Execution of Judgments, article 28 section B of the Riyadh Arab Agreement for Judicial Cooperation, 

article 17 section B of the bilateral agreement for Judicial Cooperation with the Republic of Kazakhstan, 

article 23 section D of the bilateral agreement for Judicial Cooperation with the Republic of Yemen, 

article 23 section D of the bilateral agreement for Judicial Cooperation with the Kingdom of Morocco and 

article 19 section B of the bilateral agreement for Judicial Cooperation with the Syrian Arab Republic. 

Thus, if a foreign company has a branch in Saudi Arabia, the Saudi court will have jurisdiction over that 

branch.   

A further matter which should be explained is the scope of jurisdiction over the branches of 

foreign companies. The principle is that a branch of a foreign company is only responsible for its own 

acts and the courts of the state where the branch is located have jurisdiction over the actions occur in the 

territory of that state
38

. This rule is regulated in article 4 section B of the GCC Convention for the 
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Execution of Judgments, article 28 section B of the Riyadh Arab Agreement for Judicial Cooperation, 

article 17 section B of the bilateral agreement for Judicial Cooperation with the Republic of Kazakhstan, 

article 23 section D of the bilateral agreement for Judicial Cooperation with the Republic of Yemen, 

article 23 section D of the bilateral agreement for Judicial Cooperation with the Kingdom of Morocco and 

article 19 section B of the bilateral agreement for Judicial Cooperation with the Syrian Arab Republic. 

The Law of Procedure before Shari'ah Courts does not mention this principle although it is a logical rule 

to be followed, in order to limit the responsibilities of the branches of foreign companies; otherwise, the 

jurisdiction of the Saudi court over these branches will become too extensive. Because a reported 

judgment from Saudi courts practicing this rule has not yet been found, it is appropriate to note that this 

principle is recognised in many states. In Jordan, for example, this rule was confirmed in case no 

539/1983 on 15/11/1983, when the Jordanian High Court affirmed that the Jordanian court will have 

jurisdiction over the branch of a foreign company if the dispute is related to the local activities of that 

branch in Jordan and not the actions of its headquarter
39

. Overall, the jurisdiction of the Saudi court over 

the branches of foreign companies must be restricted to their activities in Saudi Arabia, in order to avoid a 

dispute coming before the Saudi forum, in relation to a foreign company incurring a liability in a foreign 

state, only because it has a branch in Saudi Arabia.     

It is significant to note that a foreign company might carry out its business in Saudi Arabia using a 

subsidiary company. Saudi law and signed agreements do not expressly regulate jurisdiction over a 

subsidiary company although currently it will prevail if a subsidiary company has been established to 

distribute an infringed product. On the contrary, in England, the Companies Act 2006 and Part 6 of the 

Civil Procedure Rules do not give jurisdiction to the English courts over a foreign parent company when 

its subsidiary company commits an infringement action in England, because both of these companies are 

separate legal entities
40

.  It is logical that this ruling is incorporated into Saudi law. Hence, each company 

is responsible only for its own acts due to their separate legal identities. 

 

3.2.1.1.2 The Principles of Trademark or Patent Disputes 

A crucial point in relation to patent and trademark disputes, which should be clarified, is the 

possibility of giving jurisdiction to the Saudi court over an action for infringement of a foreign right in 

cases where the defendant has a place of residence in Saudi Arabia. However, Saudi law and ratified 

conventions do not have any specific article to regulate this question and an authority from the Saudi 

                                                                                                                                                                            
College 1996) 75; Faies Muhammad Badea Alama, International Jurisdiction in accordance with the Rules of Jurisdiction in 

Jordan and Saudi Arabia (Dar Al-Hikma 2008) 173; Sami Bade’ Mansour and Abduh Jamil Khasob and Nasri Intwan Dhiab, 

Private International Law (1
st
 edn, Academic Institution for Studies and Publishing 2009) 71. 

39
 The Jordanian High Court, case no 539/1983 on 15 November 1983, reported at Faies Muhammad Badea Alama, 

International Jurisdiction in accordance with the Rules of Jurisdiction in Jordan and Saudi Arabia (Dar Al-Hikma 2008) 174. 
40

  James J Fawcett and Paul Torremans, Intellectual Property and Private International Law (2
nd

 edn, OUP 2011) para 6.08. 



42 

 

forums providing an approach on this issue has not yet been found. In this section, approaches to this 

point will be examined and evaluated to reveal what is the most appropriate legislation for Saudi law.  

 

3.2.1.1.2.1 The Positive Approach  

The positive approach is introduced in the Brussels I Regulation. According to article 2 of the 

Regulation, the plaintiff has the right to sue the defendant before the court of the state where the latter is 

domiciled and the domicile of the defendant will be defined according to the law of that court
41

, wherever 

the plaintiff is resident
 42

. In this context, Fawcett and Torremans write, ‘Clearly, Article 2 can apply in 

infringement cases.’
43

 It has been said that this principle is also followed in Japan and most of European 

states have upheld this concept, such as Croatia
44

. In addition, article 109 section1 of the Swiss Private 

International Law 2007 applies this approach and holds that Swiss courts have jurisdiction over 

intellectual property disputes if Switzerland is the domicile of the defendant. This provision is also 

followed in article 98 of the Community Trade Mark Regulation 2009.  

Moreover, it is suggested that the plaintiff should be allowed to sue the defendant before his own 

court, providing that the interests of both parties are protected and there is no possibility that a misuse of 

justice occurs
45

. In addition, the positive consequences of this approach will emerge in cases of multiple 

defendants when the plaintiff wants to amalgamate the infringement actions before one forum
46

. It has 

been said that if this principle of jurisdiction is disregarded, it is impossible to consolidate the actions 

before a single forum, because the consolidation is based on the residence of the defendant
47

. Moreover, 

in patent and trademark cases, a plaintiff is often informed and has professional attorneys. Accordingly, 

he should not be treated as naive and should be allowed to sue the defendant in the state where the latter is 

domiciled
48

. Furthermore, there are no concerns that the public policy of the state of registration will be 

contravened, even if the validity of the right at stake is decided before a foreign court, because the 

ensuing judgment will affect only the parties to the dispute
49

. Hence, although the danger of litigating 
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against the defendant before the court of the state where he is resident is that the forum may not be 

familiar with the law that must apply to the issue, the plaintiff should be allowed to commence his action 

before that court
50

.   

 

3.2.1.1.2.2 The Negative Approach  

     The second approach intends to exclude the residence of the defendant as a ground to give 

jurisdiction over actions for infringement of foreign patents and trademarks. The bilateral convention in 

1869 between French and Switzerland
51

, the French
52

 and the Belgian notions
 53

 are in line with this 

approach. Moreover, Hill and Chong conclude that in England, in cases where a right at stake is foreign 

and the act of infringement is committed outside England, ‘the defendant should normally be able to 

obtain a stay of the English proceedings on the ground that another forum is more appropriate’
54

. 

Canadian and US courts also apply the same concept. In this context, Kono and Jurcys report, ‘The 

subject-matter jurisdiction requirement would usually mean that Canadian and US courts are not 

competent to hear disputes concerning the validity and infringement of foreign IP rights.’
55

 The rationale 

behind this concept is that in cross-border infringement disputes concerning patents or trademarks, the 

residence of both litigators should be set aside, because basing jurisdiction on this factor is incompatible 

with the nature of these rights
56

. In addition, there is no doubt that the most appropriate courts to resolve 

infringement disputes are the forums of the state of registration
57

. Hence, in these infringement disputes, 

the forum where the defendant is resident should not be given jurisdiction over the issues.  

 

3.2.1.1.2.3 The Appropriate Approach for Saudi Law   

Saudi law does not establish a specific rule for jurisdiction over infringement proceedings 

concerning a foreign right and a reported judgment presenting an approach for Saudi law has not yet been 

found. However, there are specific points that must be emphasised. Firstly, the residence of the defendant 

will not give jurisdiction to the Committee in the Saudi Patent Office when a right in question is a patent 
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obtained in accordance with the Patent Regulation of the Cooperation Council for the Arab States of the 

Gulf. The rationale behind this ruling is that article 26 of the Regulation restricts jurisdiction pertaining to 

infringement, or imminent infringement of the patent, to the courts of the state where the act is 

committed
58

. The implication of this principle is that the courts of the other Member States must not have 

jurisdiction over that action, even if the defendant is resident in their jurisdiction. Secondly, if the Saudi 

forum has jurisdiction over an action for infringement of a foreign right because the defendant has a place 

of residence in Saudi Arabia, it means that the court must apply the law of the state of registration to the 

action, as will be seen later
59

. When this fact is read in conjunction with the fact that the Saudi rules of 

choice of law prevent the Saudi court from applying foreign law at all, it is concluded that these rules will 

be considered to be a barrier against ruling on this type of dispute, because in these circumstances, 

applying the foreign law to this tort action is mandatory. Hence, the Saudi principles of applicable law 

might prevent the Saudi forum from hearing infringement actions relating to foreign rights.          

In cases where the defendant, who infringes a foreign right, is resident in Saudi Arabia, the 

preference is not to give jurisdiction to the Saudi forum over the issue, even if the court is allowed to 

apply foreign law to the action. The rationales behind this approach are various. If the defendant is a 

branch of a foreign company, the plaintiff cannot sue that branch before the Saudi court if the act of 

infringement occurs outside the Saudi territory. It has been concluded above
60

 that a branch of a foreign 

company is only responsible for its own acts which occur in Saudi Arabia. Hence, in proceedings for the 

infringement of a foreign right, this principle denotes that the legal entity cannot be litigated against in 

Saudi Arabia only because it has a place of residence in the Saudi regions. In cases where the infringer is 

a parent company or its subsidiaries, the same approach should be applied and each company is 

responsible for its own acts, because the separate legal independence of each company is sufficient to 

prevent the order. As a result, if the defendant is a legal personality and infringes a foreign right, the 

Saudi court must not have jurisdiction over the action, even if the defendant has a place of residence in 

Saudi Arabia.      

As to the situation when the defendant is a physical person, it is essential to re-emphasise that the 

most significant feature of patents and trademarks is the principle of territoriality. In addition, the actions 

which constitute liability for infringement must occur in the state of registration. Hence, the best forum to 

decide the infringement dispute is the court of the state where the right is protected and where the act of 

infringement is committed. The natural rule for this situation should be maintained, in particular, when 

there is no logical or substantial reason to litigate against the defendant in his own state. However, 
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applying this recommendation does not mean there is no chance of consolidating infringement actions 

occurring in more than one state before a single Saudi court when one of the defendants is resident in 

Saudi Arabia, as will be explained broadly later
61

. Hence, the Saudi court should not have jurisdiction 

over a physical person who infringes a foreign right, even if he has a place of residence in Saudi Arabia. 

 

3.2.1.2 The Nationality of the Defendant 

According to article 24 of the Law of Procedure before Shari'ah Courts, ‘The Kingdom’s courts 

shall have jurisdiction over cases filed against a Saudi, even if there is no record of his general or 

designated place of residence in the Kingdom.’ The ratified agreements do not contain this ground of 

jurisdiction. Hence, only the Law of Procedure before Shari'ah Courts regarding the nationality of the 

defendant provides a ground to give jurisdiction to the Saudi forum.    

However, there is an approach that tends to disregard the nationality of the defendant as a ground 

of jurisdiction, regardless of the subject of the dispute. The rationale behind this approach is that 

nationality is ‘the criterion of the personal law’
62

 and sometimes, a person may have the nationality of a 

state ‘which he has never been connected’ to at all
63

. In this context, it has been said that the nationality of 

the defendant is not strong enough to be a ground of jurisdiction if the respondent does not have a 

material connection with the state besides nationality. Hence, if the defendant does not reside, or does not 

have property, in the state of which he has nationality, jurisdiction should not be given to that state. 

Instead, authority should rest with the forum of the state which has a real connection to the defendant, in 

order to issue a useful judgment
64

. Moreover, the defendant may be harmed if he is sued before the court 

of the country of his nationality when he resides outside that state
65

. Therefore, jurisdiction must not be 

given to the forum of the state of the nationality of the defendant.    

In relation to patent and trademark disputes, it has been said that the nationality of the plaintiff 

does not determine jurisdiction over patent disputes
66

. Similarly, jurisdiction over infringement actions 

concerning foreign rights must not be given to the state forum of the defendant’s nationality. The reason 

behind this approach is that, as concluded above
67

, the Saudi court must not have jurisdiction over 

infringement actions relating to foreign patents and trademarks, even if the defendant has a place of 

residence in Saudi Arabia. In comparison with the nationality of the defendant, the place of residence of 
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the defendant provides a stronger connection with the court. Based on these facts, the nationality of the 

defendant may not provide a strong connection to give jurisdiction over actions for infringement of 

foreign rights to the state court of the defendant’s nationality; in particular, when the defendant has the 

nationality of a state in which he is not domiciled. For example, it is illogical to give jurisdiction to the 

Saudi court over an infringement action relating to a Japanese patent simply because the connection with 

the Saudi forum is that the defendant has Saudi nationality. Hence, if the defendant who has Saudi 

nationality infringes a foreign right, the Saudi forum must not have jurisdiction over the action.   

 

3.2.1.3 The Place of Tort 

 

3.2.1.3.1 The General Principles  

According to article 4 section D of the GCC Convention for the Execution of Judgments, article 

28 section D of the Riyadh Arab Agreement for Judicial Cooperation, article 17 section C of the bilateral 

agreement for Judicial Cooperation with the Republic of Kazakhstan, article 23 section F of the bilateral 

agreement for Judicial Cooperation with the Republic of Yemen, article 23 section F of the bilateral 

agreement for Judicial Cooperation with the Kingdom of Morocco, article 19 section C of the bilateral 

agreement for Judicial Cooperation with the Syrian Arab Republic and article 26 section A of the Law of 

Procedure before Shari'ah Courts, in cases of non-contractual liability, the defendant can be sued before 

the court of the state where the harmful event took place. In patent and trademark disputes, it is said that 

the act of infringement is classified as a tort characterisation
68

. In Saudi law, although article 53 of the 

Saudi Trademark Law and article 34 of The Saudi Patent Law give Saudi courts jurisdiction over 

infringement claims concerning Saudi trademarks and Patents, there are few authorities and explanations 

regarding the point of using this ground to give jurisdiction to the Saudi court over infringement actions 

relating to patents or trademarks. Hence, this section will analyse and evaluate the principles of this 

ground of jurisdiction. 

 

3.2.1.3.2 The Principles of Trademark or Patent Disputes 

The rule in England is that the act of infringement of a protected right must be committed in the 

protecting state, in order for a valid action to arise
69

. Based on this fact, an allegation of wrong occurring 

abroad cannot be considered as a valid reason to establish an action due to the principle of territoriality
70

. 
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This principle was affirmed in the case of Kalman v PCL Packaging (UK) Ltd 
71 

when the plaintiff sought 

to sue the US defendant before the English court in relation to the alleged infringement of a UK patent. 

His attempt was unsuccessful, because there was no cause of action to litigate against the US party whose 

action occurred outside the English territory
72

. In addition, article 22 section 2 of the Jordanian Civil 

Laws seems to agree with this principle. A dispute will be rejected if the act of tort is committed outside 

the Jordanian territory, providing that it is not regarded under Jordanian law as a wrongful act
73

. Finally, 

it is significant to mention that the court of the protecting state is the most appropriate forum to determine 

the infringement issue
74

. Hence, the act of infringement in relation to a patent or a trademark must be 

committed in the state of registration to establish a successful claim. 

It is generally said that the tort rules which give jurisdiction to the courts of the state where the act 

of the tort occurs have been expanded to cover two areas, namely: the place where the harmful event 

takes place and the place where the damage arose
75

. The Court of Justice confirmed this provision and 

upheld that the plaintiff has the option to sue the defendant in the place where the event occurred or in the 

place where the damage arose if the two places are not identical
76

. In infringement disputes concerning 

patents and trademarks, it was said that the place where the event occurs is the state where an alleged 

product is manufactured
77

. The other view, however, implies that any act which is committed in the state 

where the right is valid is sufficient to give jurisdiction to the courts of that state. This concept is useful in 

cases where the affected product is manufactured outside the territory of the state of registration, or in 

cases where the place where the affected product is manufactured is impossible to be identified
78

. In such 

circumstances, the plaintiff has an acceptable cause of action to sue the alleged defendant who committed 

in the state of registration an action which is regarded as an infringement in accordance with in the law of 
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the protecting state
79

. The English Court of Appeal confirmed this provision in the case of Mölnlycke AB 

v Procter Gamble Ltd
80

, when an alleged infringed product was manufactured in Germany and marketed 

in England. It upheld that the harmful event occurred in England
81

. Hence, a right holder is allowed to 

commence a claim against the alleged infringer who commits the infringement in the territory of the 

protecting state, providing that the action is defined in its own laws as an infringement.   

It has been upheld that the place of damage is not sufficiently strong to give jurisdiction to the 

court over infringement disputes due to the limitation of the protection. Accordingly, the place where the 

event occurs and that where the damage is raised must both exist in the protecting state to give 

jurisdiction to the courts of that state
82

 due to the territorial protection issues
83

. In practice, the Swedish 

Supreme Court understood this concept and stated in the case of Aredal Foam Systems HB v MSR 

Dosiertechnik GmbH
84

 that an act of infringement of a trademark results only in direct damage (harmful 

event) in the protecting state
 85

. This interpretation is accepted in England. In the case of Beecham Group 

Plc v Norton Healthcare Ltd
86

, it was said that if the act of infringement occurs outside the protecting 

state, the resulting damage from this action cannot be regarded as a direct damage, and therefore the 

authority to determine the dispute cannot be given, depending on this damage
87

. Based on this fact, the 

amount of damage resulting from the act of infringement is restricted to that done in the protecting state
 

due to the territoriality of the protection
88

. Hence, if the act of infringement occurs outside the territory of 

the state of registration, jurisdiction cannot be given to its own courts, even if the right-holder or the 

licensee suffers an economic loss in the protecting state.    

 

3.2.1.3.3 The Appropriate Approach regarding Saudi Law  

With regard to Saudi law, it can be said with confidence that in infringement disputes relating to 

patents and trademarks, if a registered Saudi right is infringed in Saudi Arabia, the right holder has an 

acceptable cause of action to commence a claim against the alleged infringer before a competent Saudi 

forum, as has been regulated in article 53 of the Saudi Trademark Law and article 34 of The Saudi Patent 
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Law. In addition, applying this approach is in line with the principle established in Saudi law and ratified 

agreements, which provides that the Saudi court will have jurisdiction over a tort action that is committed 

in Saudi Arabia. On the contrary, article 26 of the Patent Regulation of the Cooperation Council for the 

Arab States of the Gulf may be interpreted to give jurisdiction to the Committee in the Saudi Patent 

Office over an act of infringement which occurs in another of the Contracting States to the Regulation, 

even if the alleged infringer does not commit any act of infringement in Saudi Arabia. The Article states, 

‘The competent authorities of each Member State shall examine all disputes pertaining to infringement, or 

imminent infringement of the patent.’ For jurisdictional purposes, the wording of this article allows the 

Committee in the Saudi Patent Office to hear all infringement actions relating to GCC patents, regardless 

of where the act of infringement occurs. This article must be reformed to be in line with the principle that 

only the court of the state where the act of infringement is committed has authority over that action.  

Hence, although the act of infringement is provided to be committed in Saudi Arabia to give jurisdiction 

to the Saudi forum, the wording of article 26 of the Patent Regulation of the Cooperation Council for the 

Arab States of the Gulf could be interpreted to give authority to the competent Saudi forum over the act of 

infringement committed outside Saudi Arabia.      

Article 43 of the Saudi Trademark Law and article 47 of the Saudi Patent Law play a significant 

role in defining the infringement actions. These articles limit precisely which events are capable of 

constituting an infringement of Saudi trademarks and patents. They provide that a right holder or a 

licensee has an acceptable cause of action to establish a claim against such as an importer, seller, or user 

of affected products, offeror for sale and storage. Based on these articles, if the owner or the licensee 

suffers only a financial loss in Saudi Arabia because his right is infringed abroad, he does not have a 

successful reason to commence a claim against the alleged infringer before the Saudi courts. Hence, the 

act of infringement in relation to a Saudi right must be committed in Saudi Arabia to commence a 

successful action before the Saudi forums. In cases where a Saudi right is manufactured or infringed 

outside Saudi Arabia, the plaintiff does not have a successful cause of action to constitute a claim against 

the manufacturer or the infringer, even if he suffers a financial loss in Saudi Arabia.   

3.2.2 Jurisdiction over Contract Disputes   

             Before examining the rules of this section, it is significant to clarify whether or not Saudi law 

regards the nationality and place of residence of the defendant as grounds of jurisdiction for contracts. 

This is because in Europe, article 23 section 1 of the Brussels I Regulation allows the parties to conclude 

a non- exclusive jurisdiction agreement in cases where they or at least one of them is domiciled in a 

Member State of the Regulation. In such circumstances, the plaintiff is allowed to sue the defendant 
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before the courts of the Contracting State where the latter is domiciled
89

. In this subject, it has been said 

that according to the provisions of the Brussels I Regulation, the parties to a contract for the exploitation 

of a patent or a trademark are allowed to commence a claim before the courts of the country where the 

defendant is domiciled
90

. In Saudi law, article 24 of the Law of Procedure before Shari'ah Courts states, 

‘The Kingdom’s courts shall have jurisdiction over cases filed against a Saudi, even if there is no record 

of his general or designated place of residence in the Kingdom.’ In addition, the agreements which the 

Saudi government has ratified give jurisdiction to the courts of a Contracting State where the defendant 

has a place of residence. Article 25 of the Law of Procedure before Shari'ah Courts upholds, ‘The 

Kingdom’s courts shall have jurisdiction over cases filed against an alien who has a general or a 

designated place of residence in the Kingdom’. At first sight, it can be said that the Saudi courts could 

have authority over contract disputes, based on these grounds of jurisdiction. However, the Court of 

Appeal in the Board of Grievances provides a fixed principle regarding this point. It stated in its judgment 

no 15/T/3 in 1424 H on case no 1804/1/Q in 1422 H
91

 that the Saudi forums will have jurisdiction over a 

contract in two situations; if the contract is performed in Saudi Arabia and the parties do not choose a 

specific foreign court to determine their potential disputes, or if the parties to the contract agree to give 

jurisdiction to the Saudi forums
92

. The Court of Appeal in the Board of Grievances does not recognise the 

non-exclusive jurisdiction agreement and does not regard the nationality and place of residence of the 

defendant as grounds of jurisdiction for contract disputes. Based on these facts, this section will examine 

the question of the possibility of giving jurisdiction to Saudi forums over a contract in relation to the 

exploitation of a patent or a trademark in cases where the contract is performed in Saudi Arabia and in 

cases where the parties have an agreement to give the jurisdiction to the Saudi forums. 

  

3.2.2.1 The Place of Performance 

 

3.2.2.1.1 The General Principles  

According to article 4 section C of the GCC Convention for the Execution of Judgments, article 

28 section C of the Riyadh Arab Agreement for Judicial Cooperation, article 23 section E of the bilateral 

agreement for Judicial Cooperation with the Republic of Yemen, article 23 section E of the bilateral 

agreement for Judicial Cooperation with the Kingdom of Morocco and article 26 section A of the Law of 
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Procedure before Shari'ah Courts, in a contract dispute, the defendant can be sued before the courts of the 

state where the contract is performed. The bilateral agreements for Judicial Cooperation with the Republic 

of Kazakhstan and the Syrian Arab Republic do not recognise this ground of jurisdiction. However, the 

Court of Appeal in the Board of Grievances confirmed this principle in the judgment no 15/T/3 in 1424 H 

on case no 1804/1/Q in 1422 H
93

. It emphasised that a Saudi court will have jurisdiction to determine a 

dispute involving an international element if the dispute is in connection with a contract, which is 

performed in Saudi Arabia, and the parties do not give jurisdiction over the dispute to a specific foreign 

court
 94

. Hence, the Saudi court will have jurisdiction to rule on the disputes in connection to contracts 

that are performed in Saudi Arabia, providing that the parties do not give the jurisdiction over the issues 

to a specific foreign court.   

This principle is also recognised in Europe. For example, article 5 section 1 of the Brussels 1 

Regulation applies the same rule. A practical example for it is that if a party to a license agreement fails to 

perform his obligations under the agreement, the other party could rely on this rule to commence the 

claim before the forums of the place of performance of the obligations at stake
95

. Moreover, the English 

Commercial Court practised this principle in the case of Rank Film Distributors Ltd v Lanterna Editrice 

SRL
96

, when the court had jurisdiction to decide the dispute, because a third installment of payment, 

which was the keystone of the litigation, was due to be paid in London
97

. One of the principles, which is 

related to this ground of jurisdiction, is that if the obligations between the parties are performed in 

different states, the forum of each country will have authority over the obligations performed in its own 

jurisdiction. Thus, these obligations must be identified precisely to define which state forums will have 

jurisdiction to decide the case brought
98

. Hence, the court of the state where the contract is performed has 

jurisdiction over the dispute in relation to that contract.  

    

3.2.2.1.2 The Appropriate Rules for Saudi Law regarding Trademark and Patent Disputes 

            When it comes to patent and trademark disputes, it is obvious that this ground of jurisdiction suits 

the contractual obligations of both parties. It involves, for instance, a claim to terminate a contract in 

relation to the exploitation of a Saudi patent due to the failure to execute contractual requirements. If the 

contract in relation to the exploitation of a patent or a trademark is performed in Saudi Arabia, the right 

exploited must be Saudi, because if there is a risk that the right will be financially exploited in a state, it is 

recommended that the right concerned must be registered and protected in that state. Moreover, due to the 
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principle of territoriality, a foreign right cannot exist and be exploited in Saudi Arabia. It is, therefore, 

logical to incorporate into Saudi law the principle that if a contract is to exploit rights in many states, the 

Saudi court will have jurisdiction over contractual obligations that are performed in Saudi Arabia, 

providing that the parties do not choose a foreign court to hear the dispute.  

   

3.2.2.2 The Parties’ Agreement  

 

3.2.2.2.1 The General Principles   

The parties to a contract are allowed to choose a specific forum to decide their potential 

differences. This principle is regulated in article 28 of the Law of Procedure before Shari'ah Courts, 

article 4 section E of the GCC Convention for the Execution of Judgments, article 28 section E of the 

Riyadh Arab Agreement for Judicial Cooperation, article 17 section D of the bilateral agreement for 

Judicial Cooperation with the Republic of Kazakhstan, article 23 section G of the bilateral agreement for 

Judicial Cooperation with the Republic of Yemen, article 23 section G of the bilateral agreement for 

Judicial Cooperation with the Kingdom of Morocco and article 19 section D of the bilateral agreement for 

Judicial Cooperation with the Syrian Arab Republic. Moreover, this principle was confirmed in the 

judgment no 15/T/3 in 1424 H on case no 1804/1/Q in 1422 H
99

, when the Court of Appeal in the Board 

of Grievances emphasised that a Saudi court has jurisdiction to determine a dispute in relation to a 

contract if the parties to the contract agree to give the authority to the forum
100

. Article 28 of the Law of 

Procedure before Shari'ah Courts confirms that in such circumstances, jurisdiction will be given to the 

Saudi court, even if it originally does not have a basis of jurisdiction to rule on the case. Moreover, the 

ratified conventions state in such situations, jurisdiction will be given to the chosen court, providing that 

the law of the Member State whose forum is chosen does not forbid this agreement. In relation to this 

point, article 28 section 1 of the Implementing Regulations of the Law of Procedure before Shari'ah 

Courts does not require any specific stipulation to apply this ground of jurisdiction and states that it will 

apply, even if the parties are not Muslim. Hence, the Saudi court will have jurisdiction over a dispute in 

relation to a contract if the parties give the authority to the forum over their potential differences.       

In Europe, this ground of jurisdiction is also recognised in article 23 of the Brussels I Regulation 

and there are some significant principles which are related to it that should be mentioned. Section 1 of the 

Article provides that in cases where the parties choose a forum or the forums of a Contracting State, the 

chosen court(s) will have exclusive jurisdiction over the dispute, providing that the parties or at least one 
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of them is domiciled in a Member State of the Regulation
101

. The implication of this rule is that other 

courts should decline its jurisdiction over the issue in favour of the chosen forum
102

. The parties are 

allowed to conclude a non- exclusive jurisdiction agreement. In such circumstance, Clarkson and Hill 

comment, ‘the claimant has the option of relying either on the agreement or on other provisions’ of the 

Regulation, such as the place where the defendant is domiciled
103

. If the parties give jurisdiction to the 

forums of more than one Contracting State, the answer to the question of whether or not the agreement 

gives exclusive jurisdiction ‘depends on the words used and is a question of construction, which, in 

principle, ought to be answered by reference to the law governing the agreement.’
104

 However, article 23 

of the Brussels I Regulation will not apply where the plaintiff commences his claim before a court of 

another Contracting State and the defendant submits to the jurisdiction of that forum
105

. It also will not 

apply where the core of the dispute is subject to the exclusive jurisdiction of a particular court
106

, such as 

the jurisdiction enacted in article 22 of the Regulation. Hence, in general terms, article 23 of the Brussels 

I Regulation provides that if the parties to the contract choose a specific court to hear their potential 

disputes, the chosen forum will have exclusive jurisdiction over the issues.  

According to article 4 section F of the GCC Convention for the Execution of Judgments, article 28 

section F of the Riyadh Arab Agreement for Judicial Cooperation, article 17 section E of the bilateral 

agreement for Judicial Cooperation with the Republic of Kazakhstan, article 23 section H of the bilateral 

agreement for Judicial Cooperation with the Republic of Yemen, article 23 section H of the bilateral 

agreement for Judicial Cooperation with the Kingdom of Morocco and article 19 section E of the bilateral 

agreement for Judicial Cooperation with the Syrian Arab Republic, if the plaintiff commences his claim 

before a forum of a Member State and the defendant appears voluntarily before the court, jurisdiction will 

be granted to that court, providing that the appearance is not to reject the jurisdiction of the forum. 

Although the Law of Procedure before Shari'ah Courts does not contain this rule, article 28 of the Law 

could be interpreted to provide the same principle, because it states, ‘The Kingdom’s courts shall have 
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jurisdiction to adjudicate cases when the litigants accept these courts' jurisdiction.’ Hence, if the plaintiff 

commences his claim before a Saudi court and the defendant voluntarily appears before the court without 

resisting its jurisdiction, this means that the parties accept the jurisdiction of the forum. Hence, the Saudi 

forum will have jurisdiction over the defendant if he appears voluntarily before the court, without 

rejecting its jurisdiction. 

Similarly, article 24 of the Brussels I Regulation recognises and applies the same principle, 

providing that the defendant is domiciled in a Member State of the Regulation
107

. There are significant 

rules regarding this provision which must be mentioned. The voluntary appearance will not give 

jurisdiction to the forums of the Member States if the core of the dispute is subject to the exclusive 

jurisdiction of a particular court, such as the jurisdiction regulated in article 22 of the Regulations
108

. In 

addition, the voluntary appearance of the defendant shall not give jurisdiction to the courts of the 

Contracting States if the appearance is to resist the jurisdiction of the courts
109

. Accordingly, a forum of a 

Member State of the Brussels I Regulation will have authority over the defendant if he appears 

voluntarily before the court, providing that his appearance is not to reject the jurisdiction of the forum and 

the jurisdiction over the subject of the dispute is not exclusive to a specific court.  

 

3.2.2.2.2 The Rules Regarding Trademark and Patent Disputes        

It is significant to mention that Saudi law does not contain a special article to regulate the question 

of giving jurisdiction to a Saudi court by the parties’ agreement over disputes concerning patents or 

trademarks. Moreover, no reported judgment from Saudi courts has been found as yet that presents an 

approach for Saudi law on this point. However, it has been said that the vast majority of contracts in 

relation to the exploitation of patents or trademarks contain jurisdiction clauses. Based on this fact, the 

parties to the license agreements always contain the forum-selection clauses in their contracts,
 
in order to 

confirm the reliability of which forum will have jurisdiction to determine their potential disputes. In 

addition, in rare situations, the parties can make an agreement after the dispute is raised
110

. It is significant 

to answer the question of which court can resolve an action for infringement of a right when it is raised in 

connection with a license agreement. Before examining the approaches regarding this point, it is 
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appropriate to present some examples. If the plaintiff claims that the defendant has not only failed to 

discharge his obligations under their contract, but has also exceeded his power and infringed the right
111

. 

The question also arises when the claimant alleges that after terminating the contract, the defendant 

continues the process of production and infringes the right
112

. This section is to illustrate the possibility of 

ruling on infringement actions raised in connection with contracts in relation to the exploitation of patents 

or trademarks.    

There is an approach that tends to accept that if the parties are in agreement or have a similar 

agreement to use a certain type of a patent or a trademark and choose a particular court to decide the 

potential differences, the chosen forum will have jurisdiction over contractual obligations. In such 

circumstances, the chosen court could determine an action for infringement of the right exploited if the 

action is raised in connection with the license agreement. Based on this concept, if the parties to an 

infringement action do not have an agreement to exploit the right concerned, they are not allowed to agree 

to give jurisdiction over the action to a specific court
113

. This approach is followed in article 2 section 2 

subsection O of the final draft of the 2005 Hague Choice of Court Convention. Moreover, Peukert reports 

that a German court upheld the same rule and stated that the infringement action cannot be decided by a 

court-selection clause unless the judgment is ‘based on breach of contract as well as on tort’
114

. In 

addition, before the US courts, the possibility of deciding an infringement claim in connection with a 

contractual relationship is dependent on the wording of the clauses of the agreement
115

. The rationale 

behind this rule is that a forum-selection clause provides the parties with a good way to consolidate the 

cases before a single court
116

. In addition, it gives the parties to a contract the certainty regarding the point 

of which court will have jurisdiction to hear their potential disputes
117

. Furthermore, respect should be 

given for the parties’ choice and, in these circumstances, the limitation on court jurisdiction must be 

reduced to the level where the interests of the state of registration might be affected. Because the unique 

characteristics of patents and trademarks, such as the interests of the state of registration, will not be 

affected, there is no need to restrict jurisdiction to the courts of the protecting state
118

. Hence, a forum 

may hear an action for infringement of a foreign right if the action is raised in connection with a license 
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agreement and the parties to the agreement agree that the jurisdiction over the potential issues should be 

dealt with by that court.        

 

3.2.2.2.3 The Appropriate Approach for Saudi Law 

In relation to Saudi law, it is appropriate to follow the approach that if the parties to a contract for 

the exploitation of a patent or a trademark give jurisdiction to a Saudi court over their potential 

differences, the forum will have exclusive jurisdiction over the contract disputes, even if the contract is 

performed abroad. The Saudi chosen court may determine an action for infringement of the right 

exploited, if the action is raised in connection with that contract. The rationale behind this approach is that 

it ensures that the parties to the contract have a certain clear rule regarding which forum will have 

jurisdiction to rule on their potential differences. In addition, it has been concluded above
119

 that the 

Saudi court does not have authority over proceedings for infringement of a foreign right, even if the 

defendant has a place of residence in Saudi Arabia, or has Saudi nationality. Similarly, the Saudi court 

should not have jurisdiction over this type of action if the parties agree to give jurisdiction over the issue 

to the forum. This principle exists to maintain the principle that jurisdiction over an infringement action 

must be exclusive to best forum to decide the issue, which is the court of the protecting state. This rule 

must be protected, in particular, when the parties to the dispute do not have a logical reason to agree to 

give jurisdiction to the Saudi forum over the action.  

However, a rational reason may exist in cases where the parties to a contract relating to the 

exploitation of a patent or a trademark give jurisdiction to the Saudi forum to hear their potential 

differences. The above recommended approach will help the Saudi chosen forum and the parties to avoid 

the complicated situation which exists when the court is prohibited from hearing the infringement dispute. 

In such circumstances, in addition to the dispute commencing before the Saudi court, the parties face the 

difficulty of commencing a separate action before another court to rule on the infringement issue. The 

situation becomes more complex when the facts of both legal actions overlap; this means that both issues 

undoubtedly have to be decided before a single forum. Also, this approach grants the parties desirable 

advantages. They can consolidate the hearing of contractual and non-contractual obligations, which may 

arise in connection to their contract, before a single forum. In addition, the parties to a contract relating to 

the exploitation of patents or trademarks in different countries have a legal ground of jurisdiction to 

consolidate their potential disputes before a single court. Thus, in cases where the parties to a contract in 

relation to the exploitation of a patent or a trademark give jurisdiction to the Saudi forum over their 

potential differences, the court will have jurisdiction over the contractual obligations. It also has 
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jurisdiction over an action for infringement of the right exploited, providing that it arises in connection 

with that contract. 

3.2.3 Jurisdiction over Validity Issues     

In patent and trademark cases, the validity of these rights might be disputed. These may be 

challenged alone, in order to revoke the rights concerned. Moreover, during the infringement proceedings, 

the defendant might dispute the validity of the right concerned as a defence or as a counterclaim, in order 

to achieve a ruling that an invalid right cannot be infringed
120

. In this context, it has been said that an 

action for infringement of a patent is necessary raise the question of the validity of that patent
121

. When it 

comes to jurisdiction over actions concerning the validity of patents or trademarks, it is significant to 

mention that Saudi law does not regulate the question of the possibility of giving jurisdiction to Saudi 

forums over actions relating to the validity foreign rights. In such circumstances, Fawcett and Torremans 

point out that because many states ‘do not have special rules on … validity of intellectual property rights’, 

they should handle these disputes ‘under their general rules’
122

. Hence, it is important to mention that it 

has been concluded above
123

 that article 24 of the Law of Procedure before Shari'ah Courts gives 

jurisdiction to the Saudi forums over a person who has Saudi nationality. Moreover, it has seen above
124

 

that Saudi law and the agreements which the Saudi government has ratified give jurisdiction to the Saudi 

courts over a defendant who has a place of residence in Saudi Arabia. It is significant to clarify the 

question of the possibility of giving jurisdiction to the Saudi forums over actions in relation to the validity 

foreign patents or trademarks in cases where the defendant has Saudi nationality, or has a place of 

residence in Saudi Arabia.  

It has been concluded above
125

 that the nationality and place of residence of the defendant should 

not give jurisdiction to the Saudi forum over actions for infringement of foreign rights. In relation to the 

validity issues, these grounds of jurisdiction should also not give authority to the Saudi forum over 

actions concerning the validity of foreign rights. The rationale behind this principle is that, it is to protect 

the interests of the state of registration which is also regarded as the best place to hear the action, because 

all elements required to resolve the issue properly are located in that country. In addition, it will be seen 
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later
126

 that Saudi law should follow the principle that the courts of the state of registration will have 

exclusive jurisdiction over actions concerning the validity of its own rights, regardless of which way the 

validity is challenged. This ruling means that jurisdiction over actions relating to the validity of foreign 

rights cannot be given to the Saudi forum, even if the defendant has Saudi nationality or has a place of 

residence in Saudi Arabia. In this section, the provisions regarding the question of jurisdiction over 

actions in relation to the validity of patents or trademarks will be examined and evaluated, in order to 

suggest a best approach for Saudi law.  

 

3.2.3.1 The Jurisdiction of Saudi Courts over actions relating to the validity of Saudi Patents 
and Trademarks  

The first point which needs to be addressed is to identify which Saudi courts can hear actions 

concerning the validity of Saudi rights. In relation to the validity of Saudi trademarks, article 25 of the 

Saudi Trademark Law gives jurisdiction to the Board of Grievances to handle the cases of cancellation of 

registration of Saudi trademarks. This article lays down three circumstances where the plaintiff can make 

a claim to challenge the validity of Saudi trademarks as follows: ‘(a) If the owner of a trademark does not 

use it for a period of five consecutive years without a legitimate excuse. (b) If a trademark was registered 

in violation of public order or public morality. (c) If a trademark was registered through fraud or false 

information.’ Moreover, article 26 of the Law institutes two situations where Saudi trademarks could be 

cancelled directly by the law as follows: ‘(a) Trademarks whose registration is not renewed in accordance 

with this Law and its Implementing Regulations. (b) Trademarks owned by natural or juristic persons 

with whom dealing is prohibited pursuant to a decision issued by the competent authority.’ Hence, in 

Saudi Arabia, the Board of Grievances has authority over actions relating to the validity of Saudi 

trademarks.   

In relation to a patent obtained by the Saudi Patent Law, article 32 of the Law gives jurisdiction to 

the Committee in the Saudi Patent Office over actions concerning the validity of Saudi patents. It states, 

‘Any party with interest may challenge the decision of granting of a protection document before the 

Committee, and seek total or partial revocation, relying upon the violation of the stipulated conditions for 

granting the protection document.’ Thus, the Saudi Patent Law gives jurisdiction to the Committee in the 

Saudi Patent Office in respect of the validity of Saudi patents.  

The Patent Regulation of the Cooperation Council for the Arab States of the Gulf does not contain 

a special article dealing solely with actions regarding the validity of GCC patents. In addition, article 24 

of the Regulation states, ‘Any decision issued by the Office may be appealed within three months from 

the date it was known to be delivered, or from the date of its publication whatever the case may be.’ The 
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concern with this article is that it does not cover a case when an interested party raises a claim to 

challenge a registered patent outside the limited time period. Moreover, article 26 of the Regulation is not 

helpful, because it concerns, ‘all disputes pertaining to infringement, or imminent infringement of the 

patent’. However, there are two potential approaches to the question of which courts should have 

jurisdiction over actions concerning the validity of patents obtained in accordance with the rules of the 

Regulation. The first approach is that the Committee in the GCC Patent Office should have authority to 

rule on the actions. The second approach is to give jurisdiction to the authorised court of each state over 

the validity of GCC patents in its own jurisdiction. Hence, the Committee in the Saudi Patent Office only 

has jurisdiction over the validity of GCC patents in Saudi Arabia. The logical difference between the 

previous approaches is that if the validity of a GCC patent is decided by the Committee in the GCC 

Patent Office and concluded to be invalid, the judgment will affect the patent in all Contracting States of 

the Regulation. If the Committee in the Saudi Patent Office rules on the validity of a GCC patent and 

conclude that the patent is invalid, the award will only be applied for the GCC patent in Saudi Arabia, and 

the validity of the parallel patents in other Contracting States will not be affected at all.   

According to Saudi law, the Saudi forums will have jurisdiction to determine actions for the 

validity of Saudi rights. However, Saudi law does not establish whether or not this jurisdiction is 

exclusive to the Saudi courts. Furthermore, it does not provide any rules with regards to the possibility of 

giving authority to the Saudi forums over actions concerning the validity of foreign patents or trademarks. 

Hence, in this section, I will examine the question of restricting jurisdiction over actions relating to the 

validity of patents and trademarks to the courts of the state of registration when validity is challenged as a 

defence or alone.    

 

3.2.3.2 Jurisdiction over Actions Relating to the Validity is Exclusive to the Court of the 
Protecting State 

The Brussels I Regulation contains a specific article relating to the jurisdiction over the validity of 

registered patents or trademarks. It states in article 22 section 4 that 

The following courts shall have exclusive jurisdiction, regardless of domicile … In proceedings 

concerned with the registration or validity of patents, trademarks, designs, or other similar rights 

required to be deposited or registered, the courts of the Contracting State in which the deposit or 

registration has been applied for, has taken place or is under the terms of an international 

convention deemed to have taken place.  

Therefore, when the validity of these rights is raised, the general grounds of jurisdiction established in the 

Regulation are excluded by virtue of article 22 section 4. It restricts the jurisdiction over the validity of 

patents and trademarks to the courts of the state of registration and prevents other forums of the Member 
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States from determining the action. In this context, it has been said that if the core of a dispute is only the 

validity of a right, jurisdiction over the dispute will be exclusive to the courts of the state of registration 

and the courts of other Contracting States are precluded from ruling on the case
127

. Furthermore, article 

22 section 4 of the Lugano Convention 2007 provides the same principle; the courts of the state of 

registration have exclusive jurisdiction over the question of the validity of its own rights. In addition, 

sections 1 and 3 of article 109 of the Swiss Private International Law 2007 give exclusive jurisdiction to 

Swiss courts over disputes relating to the validity of registered Swiss intellectual property rights. In the 

case of Napp Laboratories V Pfizer Inc
128

, the English court stated that jurisdiction regarding the validity 

of patents is exclusive to the courts of the state of registration
129

. Moreover, the same principle is applied 

in Japan and Korea
130

.  

              The rationale behind this rule is dependent upon the theory of the sovereign power of the court; 

when a state grants a right, it is because it exercises its national sovereignty
131

. In addition, in the case of 

Gesellschaft für Antriebstechnik mbH & Co. KG v Lamellen und Kupplungsbau Beteiligungs KG
132

, the 

European Court of Justice provided a justification of why the courts of the state of registration must have 

exclusive jurisdiction to decide on the validity of its own patents. It stated that the forums of the 

protecting state are regarded as the best courts to rule on the validity of patents
133

. Moreover, the courts of 

the state of registration are familiar with the law that must be applied to the dispute
134

. In this subject, 

Fawcett comments, ‘patent laws are different in different countries and the courts in a State other than the 

one in which registration or deposit occurred are going to find it difficult to understand the law of that 

State.’
135

 Hence, jurisdiction over the validity of patents or trademarks is exclusive to the courts of the 

state of registration. 
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3.2.3.3 Jurisdiction over the Validity Issue when it is Raised as a Defence 

During infringement proceedings concerning a patent or a trademark, the defendant may dispute 

the validity of the right concerned
136

. In this context, it has been said that validity may be raised as an 

incidental matter in proceedings relating to a license agreement when the defendant alleges that the right 

in question is invalid. In an infringement action, although the validity and infringement are sides of the 

same coin, challenging the validity of the right at stake during the infringement hearing is regarded as an 

incidental question
137

. In Saudi Arabia, there is no concern when the right at stake is Saudi, because the 

Saudi courts will have jurisdiction over actions relating to the validity of Saudi rights. A concern may 

emerge in cases where the right in question is foreign. In such circumstances, neither Saudi law nor the 

agreements ratified by the Saudi government provide an approach regarding this point. In addition, a 

reported judgment from Saudi courts presenting an approach for Saudi law has not yet been found. 

Hence, it is appropriate to examine approaches to such circumstances, in order to recommend appropriate 

concepts for Saudi law.    

Article 22 section 4 of the Lugano Convention 2007 provides a helpful rule, as it states that 

jurisdiction over actions relating to the validity of patents and trademarks is exclusive to the courts of the 

state of registration, regardless of which way the issue is raised, whether as an action or as a defence. 

Additionally, on 13July 2006, the European Court of Justice affirmed this principle in the case of 

Gesellschaft für Antriebstechnik mbH & Co. KG v Lamellen und Kupplungsbau Beteiligungs KG
138

. It 

stated that the courts of the state where a patent is registered or deposited have exclusive jurisdiction over 

the validity of that patent, whether the validity is challenged as a counterclaim or as a defence
139

. The 

Court of Justice also confirmed this provision in the case of Roche Nederland BV v Primus
140

 and stated 

that the jurisdiction which is legalised in article 22 section 4 of the Brussel I Regulation is exclusive to 

the courts of the state of registration, regardless of which method is used to challenge the validity of 

registered patents
141

. The reason that encouraged the Court of Justice to uphold this view was to protect 

the nature of article 22 section 4 of Brussels I Regulation and to avoid the risk of conflicting 

                                                 
136

 James Fawcett, ‘Special Rules of Private International Law for Special Cases: What Should We Do about Intellectual 

Property?’ in James Fawcett (ed), Reform and Development of Private International Law: Essays in Honour of Sir Peter North 

(OUP 2002); James J Fawcett and Paul Torremans, Intellectual Property and Private International Law (2
nd

 edn, OUP 2011) 

para 7.03; Toshiyuki Kono and Paulius Jurcys, ‘General Report’ in Toshiyuki Kono (ed), Intellectual Property and Private 

International Law: Comparative Perspectives (Hart Publishing 2012).   
137

 James Fawcett, ‘Special Rules of Private International Law for Special Cases: What Should We Do about Intellectual 

Property?’ in James Fawcett (ed), Reform and Development of Private International Law: Essays in Honour of Sir Peter North 

(OUP 2002). 
138

 Case C-4/03 Gesellschaft für Antriebstechnik mbH & Co KG v Lamellen und Kupplungsbau Beteiligungs KG [2006] ECR 

I-6509, [2007] IL Pr 34. 
139

  ibid at [31]. 
140

 Case C-539/03 Roche Nederland BV v Primus [2006] ECR I-6535, [2007] IL Pr 9. 
141

  ibid at [178]. 



62 

 

judgments
142

. Hence, the courts of the state of registration will have exclusive jurisdiction over actions 

concerning the validity of its own patents and trademarks when validity is raised as a defence.    

Contrary to the conclusion of the previous paragraph, there is another approach that prefers that if 

the validity of a right is incidentally challenged in infringement proceedings, the court, which decides on 

the infringement action, could rule on the validity of the right concerned. In this situation, the judgment 

relating to the validity of the right will affect only the parties to the dispute
143

. In addition to article 209 

section 2 of the Waseda Principles, the same rule is followed in Korea
144

. Moreover, Fawcett and 

Torremans report that in Germany, the same approach is applied and the German forum ‘can rule on the 

validity issue when this is raised incidentally but this decision only binds the parties’.
145

 The reason 

supporting this approach is that a court should be trusted to rule on a complex case, such as the validity of 

a foreign patent or trademark, in particular, when there is no effect on the public policy of the state where 

the right at stake is registered
146

. The judgment in relation to the validity of the right is the same as the 

award from an arbitration tribunal, because both awards bind only the parties to the dispute
147

. Moreover, 

in cases where the right at stake is concluded to be invalid, this approach may lead to lack of respect for 

the right, and therefore it may be infringed by a third party. In such circumstances, the owner has the full 

right to commence a dispute before the court of the state of registration to safeguard its right.
148

. Hence, 

the court deciding the infringement action should have jurisdiction to rule on the validity of the same 

right if it is incidentally challenged during the infringement proceedings.    

 

3.2.3.4 Jurisdiction over Infringement Proceedings when the Validity is raised as a Defence 

When it comes to practical consideration, there is a controversial point regarding jurisdiction over 

the infringement action when the validity of the right is raised during the course of the infringement 

proceedings. The core of debate is whether a court which deals with the infringement issue exercises its 
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jurisdiction, or should it stay its proceedings in favour of the courts of the state of registration? There are 

two well-known practical approaches to deal with this situation. 

 

3.2.3.4.1 The English Solution   

The English solution, which is the same of the Italian and the Belgian approaches
149

, tends to 

accept that if the validity of the right is raised as a defence or as a counterclaim, the court dealing with the 

infringement action should decline its jurisdiction. The infringement and validity issues must be resolved 

before the courts of the state of registration
150

. The reason behind this approach is that article 25 of the 

Brussels I Regulation states, ‘Where a court of a Member State is seised of a claim which is principally 

concerned with a matter over which the courts of another Member State have exclusive jurisdiction by 

virtue of Article 22, it shall declare of its own motion that it has no jurisdiction.’ Hence, the infringement 

action is mainly concerned with validity raised as a defence
151

. Moreover, there is no reason to give a 

narrow meaning to the phrase “principally concerned”. In particular, when a major dispute, such as the 

validity of the right, is involved, it is difficult for this to be regarded as an incidental matter
152

.  

The English approach, which was also introduced by the UK delegation in the Hague Judgment 

Convention
153

, was expressed in the case of Coin Controls Ltd v Suzo International (UK) Ltd
154

, when the 

English court determined the infringement of three European patents (UK, Spain and Germany). In this 

case, the validity of the German and Spanish patents was put into the litigation. Hence, the English court 

concluded that it must decline its jurisdiction over the claims of infringement concerning the German and 

Spanish patents because they were caught by article 19 of the Brussels Convention (article 25 of the 

Regulation)
155

. In this case, counsel for the claimant did not discuss the fact that the English court had 

jurisdiction over the validity which is raised during infringement proceedings
156

. The English Court of 

Appeal confirmed this ruling in the case of Fort Dodge Animal Health Ltd v Akzo Nobel NV
157

. In this 

case, the infringement action was brought before the Dutch court and the defendant commenced separate 

revocation proceedings to challenge the validity of the right concerned before the English court where the 

patent was registered. The English Court of Appeal ruled that it had jurisdiction over the infringement and 
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validity issues by virtue of article 19 and article 16 section 4 of the Brussels Convention
158

(article 25 and 

article 22 section 4 of the Regulation). This principle has been confirmed by the English courts in the 

cases of Prudential Assurance Co Ltd v Prudential Insurance Co of America
159

, Sandisk Corp v 

Koninklijke Philips Electronics NV
160

 and Knorr-Bremse Systems for Commercial Vehicles Ltd v Haldex 

Brake Products GmbH
161

.Thus, the English approach prefers to decline jurisdiction over the infringement 

action when the validity of right is challenged and both proceedings must be brought before the courts of 

the state of registration.   

 

3.2.3.4.2 The Dutch Solution  

A Dutch court introduced another solution in the case of Expandable Grafts Partnership v Boston 

Scientific B.V
162

. The Court of Appeal of The Hague decided to rule on the infringement action with more 

caution by referring the action relating to the validity of the right to the courts of the state having 

exclusive jurisdiction over the matter and suspending the infringement proceedings until the judgment on 

the validity of the right is pronounced. As soon as the action relating to the validity of the right was ruled, 

the Dutch forum resumed the hearing of the infringement proceedings
163

. The doctrine behind this 

approach is that jurisdiction over the infringement action is established when the dispute is commenced 

before the Dutch court and challenging the validity of the right concerned does not repeal the jurisdiction 

over the infringement action
164

. Moreover, the court of the state of registration has authority to determine 

the validity of its own rights and because the action relating to the validity affects the infringement 

proceedings, the Dutch court has to stay its infringement proceedings until the validity of the right is 

decided
165

. In addition, there is no benefit to join both issues before one forum, because they may depend 

on different evidence. In such circumstances, the only advantages, which would be gained by 

consolidating the disputes before a single court, are economic fruits
166

.  
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A German court applied the same approach in the case of Gesellschaft fur Antriebstechnik mbh & 

Co KG v Lamellen und Kupplungsbau Beteiligungs KG
 167

, when the German alleged infringer of a 

French patent raised a defence before the German court that the patent was invalid. The court decided that 

only French courts had the power to determine the validity of that patent and the German court was 

permitted to handle only the infringement proceedings. It is significant to note that although the German 

court referred the action relating to the validity of the patent to the French forums, it did not introduce any 

approach to deal with the question: Should the German court stay its proceedings until the validity of the 

patent was ruled? It was recommended that the infringement proceedings should be stayed until the 

French courts decided the validity of the patent
168

.It has been suggested, as theory, that if a court decides 

not to stay infringement proceedings until the validity of the right is determined, it can carry on its 

proceedings based on the assumption that the right at stake is valid
169

. Moreover, it is said that the 

previous approach from the German court is upheld when the validity of a right is the core of the dispute 

and the judgment may have erga omnes effects, but if the validity of the right is incidentally raised, the 

German court can decide action, providing that its judgment on the validity of the right affects only the 

parties to the dispute and no third party is affected
170

.  

The Swiss approach is in line with the Dutch notion, but it adds that challenging the validity of a 

right should be done within a certain time of commencing the infringement action. Hence, if the 

defendant does not challenge the validity of the right within a time limited period, his defence should be 

abandoned
171

. In addition, in England, this approach is acceptable in cases where there is an infringement 

issue before an English court and revocation proceedings before the European Patent Office. In such 

circumstances, the English proceedings must be stayed until the final judgment of the European Patent 

Office is pronounced
172

. Hence, in cases where the validity of the right is challenged during the 

infringement proceedings, the court of the state of registration has exclusive jurisdiction over the validity 

of the right concerned and the forum, which considers the infringement action, must stay its proceedings 

until the validity of the right is determined.  
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3.2.3.5 The Appropriate Approach for Saudi Law    

     When evaluating the previous approaches to establish which of them is appropriate for Saudi 

law, several points must be mentioned. First, all the previous notions, whether they are enacted in national 

laws or international agreements, imply that if the core of a dispute is only the validity of a right, the 

courts of the state where the right at stake is registered have exclusive jurisdiction over the issue
173

. Based 

on this fact, it can be said with confidence that this principle must be legalised in Saudi law. Therefore, 

the Saudi forum must not rule on any dispute when its core is the validity of a foreign right. At the same 

time, jurisdiction over the validity of Saudi patents or trademarks is exclusive to Saudi courts.  

The second significant point is that there is a suitable suggestion with regards to the Patent 

Regulation of the Cooperation Council for the Arab States of the Gulf. It is appropriate to give 

supranational jurisdiction to Committee in the GCC Patent Office over disputes relating to the validity, 

infringement and contracts for the exploitation of patents obtained in accordance with the rules of the 

Regulation. This suggestion is suitable to consolidate all proceedings concerning GCC patents before a 

single court.  

The third point is that if jurisdiction is to be given over the validity of foreign rights that is 

incidentally challenged, such as a defence, the Saudi courts must have jurisdiction over infringement 

actions or license agreements concerning foreign rights. The rationale behind this is that if, for any 

reason, the Saudi forums do not have this authority, there is no benefit in regulation of jurisdiction over 

validity which is challenged as a defence during these proceedings, because the initial basis of jurisdiction 

over foreign rights is absent. However, as the Saudi courts may rule on the infringement actions or license 

agreements relating to foreign rights in certain circumstances, it must evaluate the various approaches to 

clarify which of them is appropriate to be incorporated into Saudi law.    

The result of the first approach, which has been introduced by the Dutch courts, is that the courts 

of the state of registration have exclusive jurisdiction over the validity of its own rights. At the same time, 

the court ruling on the infringement action or the contract in relation to the exploitation of the right keeps 

its jurisdiction and stays its proceedings until the court hearing the validity of the right pronounces its 

judgment. The original proceedings will be resumed as soon as the action relating to the validity is 

determined. The procedures of this approach are consistent with the legislation in article 83 of the Law of 

Procedure before Shari'ah Courts. It states, ‘If a court determines that its judgment on the merits of a case 

should be contingent on ruling on another issue on which the judgment depends, it shall order suspension 

of the case and the litigants may request proceeding with the case when the cause of suspension lapses.’ 
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Article 83 section 1 of the Implementing Regulations states the original proceedings will be suspended, 

regardless of which court decides the other issue. Hence, if the Saudi court determines a dispute 

concerning a foreign right and the validity of this right is challenged as a defence, the forum cannot 

determine the validity issue, but pursuant to article 83 of the Law of Procedure before Shari'ah Courts, it 

must suspend its proceedings and refer the action regarding the validity to the courts of the state of 

registration. The proceedings of the Saudi forum will be resumed as soon as the judgment on the validity 

of the right is issued. In such circumstances, it is appropriate to apply the logical stipulation that the 

validity of the right must be disputed in good faith. Therefore, if it is raised in bad faith, in order to delay 

the original proceedings for instance, this defence should be ignored and the court considering the 

original issue should continue its proceedings
174

.  

The direct consequence of this approach is that the proceedings of the original claim and action 

for the validity of the right will be separated between the court of the state of registration and the forum 

deciding the original action. This situation becomes more complicated in cases where a court decides 

multiple infringement actions which occur in more than one state, or where the parties to a contract for 

the exploitation of patents or trademarks in different states give jurisdiction to a specific forum over their 

potential issues. In these circumstances, the validity of each right that has been violated must be decided 

separately before the courts of the states of registration
175

. Hence, although the Dutch approach is 

consistent with the procedures of the Saudi courts, it leads to separate proceedings in different forums 

which are the Saudi court and the forums of the state of registration.       

            The other suggested approach gives jurisdiction to the court, which decides the original action, to 

rule on the validity of the right concerned if it is incidentally challenged, such as a defence. In these 

situations, the judgment on the validity of the right affects only the parties to the dispute. The argument 

against using this approach is that the Saudi forum and the litigants will not get an obvious benefit, other 

than avoiding the separation of both proceedings between the Saudi court and the forum of the state of 

registration. However, this advantage will be minimised by the fact that the court and the parties will be 

tasked with the heavy burden of examining the validity of a foreign right. In addition, the Saudi forum 

will suspend the original proceedings until the validity of the right is decided, regardless of which court 

rules on the action for the validity. As a result, giving jurisdiction over the validity of the right to the 

forums of the state of registration is better, in order to safeguard the interests of that state. Moreover, there 

is no need to give jurisdiction to the Saudi court over the validity of a foreign right and restrict the effect 

of the judgment on the validity to be between the parties to the dispute, such as has been followed in 
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arbitration awards. This concept becomes more logical when it is considered in conjunction with the fact 

that court confidentiality is not as high as the confidentiality of the proceedings in arbitration. Based on 

these arguments, in cases where a Saudi forum rules on a dispute relating to the infringement or 

exploitation of a foreign right, it is not practical to give jurisdiction to the Saudi court over the validity of 

the right that is incidentally challenged during the proceedings of the forum.      

The effect of the third approach, which is followed in England, is that the court, which deals with 

the proceedings of the original issue, has to decline its jurisdiction at the moment the validity of the right 

concerned is challenged and refer both the original issue and action regarding the validity of the right to 

the forums of the state of registration. The direct positive consequence of this approach is that the original 

dispute and the issue of validity will be channelled into a single action before the courts of the protecting 

state
176

.  

However, the negative impact of this approach is that the court which initially has jurisdiction 

over the original dispute must decline its jurisdiction in favour of the courts of the state of registration
177

. 

Moreover, when the court has jurisdiction over an infringement claim, there is no assumption to challenge 

the validity of the right concerned
178

. Furthermore, it is not logical to repeal the jurisdiction over the 

infringement claim, which is given lawfully and lost again, by challenging the validity of the right
179

. In 

addition, this approach will repeal the principles of consolidating multiple actions before a single court. In 

this subject, Fawcett and Torremans argue, ‘The exclusive jurisdiction allocated to the court of the 

Member State of registration will trump that allocated by Article 23 to the courts of another Member State 

which the parties have agreed are to have jurisdiction.’
180

 For example, the Saudi forum may consolidate 

infringement actions committed in different states into a single action if certain requirements are met, as 

will be detailed later
181

. In addition, it has been concluded above
182

 that the parties to a contract relating to 

the exploitation of patents or trademarks in different countries may give jurisdiction to the Saudi forum to 

hear their potential issues. In the previous circumstances, applying the English approach will lead to the 

Saudi forum losing jurisdiction over a dispute concerning a foreign right if the validity of that right is 

challenged. In such circumstances, the Saudi forum must refer the original action and the issue of validity 

to the courts of the state of registration.  
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Furthermore, applying this approach implies uncertainty regarding authority over the infringement 

proceedings, because the defendant may raise the issue of validity at any stage of the court proceedings. 

Therefore, the court must decline its jurisdiction and refer the infringement claim and the issue of the 

validity to the courts of the state of registration
183

. Based on this fact, because challenging the validity of 

the right is a typical defence to protect the interests of the defendant, the core of the English approach is 

that the courts of the state of registration have exclusive jurisdiction over the original action and the issue 

of the validity. Hence, it is not practical to decline jurisdiction over the original issue at the moment of 

contesting the validity of the right concerned and refer both actions to the forums of the protecting state.    

 3.3 Jurisdiction over Cases with Multiple Defendants   
In cross-border trademark and patent disputes concerning infringement, the defendants are likely 

to be multiple. For example, when a patentee registers his invention in different states, by a single request 

or several applications, and his patent is infringed in more than one country where his right is protected. 

One potential scenario is that an invention, which is protected by the Patent Regulation of the 

Cooperation Council for the Arab States of the Gulf, is illegally manufactured in Saudi Arabia and is 

distributed in the other Member States of the Regulation where the invention is also protected. In such 

circumstances, the logical question which needs to be addressed is the possibility of consolidating the 

infringement proceedings before a single forum, instead of separate hearings, and which grounds of 

jurisdiction should be called upon in these situations.  

Infringement actions may occur in a single state when different defendants infringe the same right 

in one country. In such circumstances, it has been said that in local marketing, a dispute will be resolved 

without remarkable difficulties before a local forum under national law
184

. The difficulties with global 

marketing are that trademarks and patents expand internationally quickly and it is possible for an 

infringement to occur in more than one state. In this context, it has been said that international companies 

often invest one invention in different states, in order to reduce the cost of the products and of the 

processes
185

. Thus, in cross-border disputes concerning trademarks and patents, a reasonable approach is 

to consolidate infringement actions committed in more than one state before a single forum for several 

considerations. For instance, each state has specific procedures to handle these types of disputes and 
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consolidating the actions before a single court will reduce the potential costs of several litigations
186

. At 

the same time, it leads to timesaving for the parties and the forums
187

. Moreover, when these disputes are 

decided separately before different forums, the relief granted by each court may be incompatible
188

. 

However, Saudi law does not have a direct answer to the question of the possibility of consolidating 

trademark and patent infringement actions committed in more than one state into one action. No reported 

judgment from Saudi courts has been found as yet that presents an approach for Saudi law on this point. 

Hence, the aim of this section is to analyse and evaluate the principles of consolidating infringement 

actions in relation to patents and trademarks before a single court. This section is divided, in order to 

present an appropriate approach for Saudi law.    

3.3.1 The General Principles  

Saudi law contains a rule relating to suing a foreign party, who does not have a place of residence 

in Saudi Arabia, before Saudi forums. According to article 26 section C of the Law of Procedure before 

Shari'ah Courts, ‘The Kingdom’s courts shall have jurisdiction over cases filed against an alien who has 

no general or designated place of residence in the Kingdom in the following circumstances … If the 

lawsuit is against more than one person and one of them has a place of residence in the Kingdom.’ In this 

situation, it has been said that the defendants are regarded as multiple according to the law of the court 

holding the case
189

. This principle has not been established in the GCC Convention for the Execution of 

Judgments, the Riyadh Arab Agreement for Judicial Cooperation and the bilateral agreements for Judicial 

Cooperation with the Republic of Kazakhstan, the Republic of Yemen, the Kingdom of Morocco and the 

Syrian Arab Republic. Hence, only the Law of Procedure before Shari'ah Courts rules that if the dispute is 

against multiple defendants and one of them has a place of residence ‘or designated place of residence’ in 

Saudi Arabia, the Saudi court is allowed to join the other defendants to be sued before the forum, even if 

they are resident outside Saudi Arabia.  

When it comes to the European sphere, article 6 section 1 of the Brussels I Regulation regulates 

the question of suing the defendant in a state where he is not domiciled. It occurs in cases ‘Where he is 

one of a number of defendants, in the courts for the place where any one of them is domiciled, provided 

the claims are so closely connected that it is expedient to hear and determine them together to avoid the 

risk of irreconcilable judgments resulting from separate proceedings.’ This article is so significant for 

patent and trademark disputes that, without an international treaty, a foreign dispute will be rejected 

                                                 
186

 Rochelle C Dreyfuss, ‘Resolving Patent Disputes in a Global Economy’ in Toshiko Takenaka (ed), Patent Law and Theory: 

A Handbook of Contemporary Research (Edward Elgar Publishing 2008). 
187

 ibid. 
188

 ibid. 
189

 Faies Muhammad Badea Alama, International Jurisdiction in accordance with the Rules of Jurisdiction in Jordan and 

Saudi Arabia (Dar Al-Hikma 2008) 180. 



71 

 

absolutely, because it is illogical to discuss the infringement of foreign law before the court of a state 

where the defendant is not domiciled
190

. Hence, the Brussels I Regulation recognises that if disputes are 

against multiple defendants, the actions could be consolidated before the court where one of them is 

domiciled. 

3.3.2 The principles Regarding Patent and Trademark Disputes  

      

3.3.2.1 The Traditional Concept of Trademark and Patent Disputes  

The traditional concept of jurisdiction over actions for infringement of trademarks and patents is 

that these actions are dominated by the principle of territoriality. This means these rights are protected 

only in the territory of the state of registration
191

. In addition, a court is initially prevented from 

determining actions for infringement of foreign intellectual property rights
192

. Unfortunately, a reported 

judgment from Saudi courts presenting an approach for Saudi law on this point has not yet been found. 

However, internationally, there are many reported judgments that endorse this rule. In the case of Steele v 

Bulova Watch Co
193

, the plaintiff sought to sue, before a US court, the alleged infringer of a trademark 

who committed the infringement in Mexico. The Supreme Court emphasised that the Federal Trademarks 

intended to protect only US Trademarks obtained in the US territories
194

. The Federal Court of Australia 

allocated jurisdiction to hear the case of Best Australia Ltd v Aquagas Marketing Pty Ltd
195

 to an 

Australian court and stated that the New Zealand court was unable to determine the case fully as it 

depended on the question of whether or not an Australian patent had been infringed
196

. In the case of 

Lucasfilm Ltd V Ainsworth
197

, the English Court of Appeal affirmed this principle and prevented the 

English court from deciding an action for infringement of a foreign right. It stated, ‘For a variety of 
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reasons … we think that there are good reasons for holding that foreign intellectual property rights, 

registered or not, should not be justiciable here in the absence of a treaty governing the position.’
198

  

In the case of Voda v Cordis Corp
199

, Dinwoodie reports that the plaintiff brought his claim before 

the Federal District Court in Oklahoma in relation to the alleged infringements of three US patents and 

pleaded to jointly determine the alleged infringements of foreign patents, in order to reduce the cost of 

separate hearings and to avoid the risk of inconsistent judgments. The court accepted his claims and ruled 

on the foreign patents. However, the Court of Appeal for the Federal Circuit mentioned that the District 

Court abused its discretion to determine the foreign patents. Instead, it should have declined its 

jurisdiction over them ‘because considerations of comity, judicial economy, convenience, fairness, and 

other exceptional circumstances’. Since the alleged acts and the applicable law of each foreign patent are 

different, they are regarded as factors against hearing these types of actions
200

. Thus, the general 

provision relating to jurisdiction over actions for infringement of trademarks or patents is that the 

principle of territoriality plays a significant role to prevent the forums, other than the courts of the state of 

registration, from hearing the disputes.     

 

3.3.2.2 The Function of the Rules of Tort 

Pursuant to article 26 of the Patent Regulation of the Cooperation Council for the Arab States of 

the Gulf, ‘The competent authorities of each Member State shall examine all disputes pertaining to 

infringement, or imminent infringement of the patent.’ This article may be interpreted generously to give 

jurisdiction over an act of infringement, which is committed in any Contracting State of the Regulation, to 

the Committee in the Saudi Patent Office. In addition, it may provide that if parallel patents registered in 

accordance with the provisions of the Regulation are infringed in more than one Contracting State, the 

plaintiff is allowed to sue the alleged infringers together before any forum of the Member States, even if 

the patent in the state where the case is considered has not been infringed.  

On the contrary, article 17 section 2 of Litigation Protocol of the Community Patent Convention 

and article 98 section 2 of the Community of Trademark Regulation 2009 have a fixed principle. They 

state clearly that when a forum of a Contracting State has jurisdiction over an infringement action which 

is committed in its own jurisdiction, it cannot expand its authority to determine any act that occurred in 

another Member State. Therefore, if the Community Regulations do not accept the extension of 
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jurisdiction, it cannot be given when parallel rights are registered individually, in accordance with 

national laws
201

. In this context, if the acts of infringement are committed in different countries and the 

plaintiff requests that the actions are consolidated before a single court, relying on a rule such as article 5 

section 3 of the Brussels I Regulation, which gives jurisdiction over the action to the court of the state 

where the act is committed, this ground of jurisdiction is not helpful. Thus, his demand for consolidation 

will fail
202

. The European Court of Justice confirmed this concept and stated, in the case of Shevill v 

Presse Alliance S.A
203

, that if the damage occurred in more than one state, each country is authorised to 

remedy the damage occurring in its own jurisdiction
204

. In addition to Canadian Forums
205

, Kono and 

Jurcys report that the Supreme Court of Sweden affirmed this principle and upheld, ‘Claims brought 

pursuant to article 5 section 3 do not confer jurisdiction upon Swedish courts to decide over damages for 

the infringement of foreign trade marks.’
206

 Furthermore, it has been said that because of the territorial 

limitation of the rules of tort, this approach is approved among legal experts. Therefore, each court is 

allowed to handle only the act of infringement committed in its own jurisdiction
207

. However, in England, 

a different approach was abandoned. In the case of Unilever plc v Gillette (UK) Ltd
208

, the plaintiff sought 

to join a US defendant to infringement proceedings before the English court, because it was a joint 

tortfeasor with a defendant domiciled in the UK, it was accepted that a party who has committed the tort 

outside the UK could be sued. The Court of Appeal granted the applicant his request and did not apply the 

limitation on the subject matter when the act of tort was committed abroad
209

. Recently, this approach has 

changed and the act of infringement must be done in England to establish liability against the alleged 

infringer
210

. Thus, in patent and trademark disputes, the rules of tort, which give jurisdiction over an 

infringement dispute to the courts of the state where the act is committed, cannot be expanded to give 

authority to the forums over an act of infringement committed abroad.  

            With regards to article 26 of the Patent Regulation of the Cooperation Council for the Arab States 

of the Gulf, it cannot be used as a justification to give authority to the Committee in the Saudi Patent 

Office over an act of infringement relating to a GCC patent, which occurs outside Saudi Arabia. This is 
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because the second sentence of the article states, ‘Such authority shall settle the said disputes in pursuance 

of the provisions of this Regulation, and of its own regulations governing national patents, if any, 

respectively, otherwise according to the general rules.’ Based on this clause, the Committee in the Saudi 

Patent Office will apply the Saudi Patent Law to govern any issue which is not covered in the Regulation. 

This principle must be read in conjunction with the fact that the law applicable to govern infringement 

actions is the law of the state where the act of infringement occurs and, in such circumstances, another 

law, other than the law of the protecting state, must not be called upon at all, as will be seen later
211

. 

Moreover, the Saudi rules of choice of law prohibit the Saudi court from applying foreign law at all, as 

will be seen in the following chapter
212

. Based on these facts, the appropriate modification, in respect of 

jurisdiction, of article 26 of the Patent Regulation of the Cooperation Council for the Arab States of the 

Gulf is that it must be reformed to articulate clearly that each court of the Member States has authority 

over an act of infringement which is committed in its own jurisdiction. Thus, the Saudi court cannot be 

given extraterritorial jurisdiction over infringement acts occurring in foreign states.    

 

3.3.2.3 The Function of Article 6 section 1 of the Brussels I Regulation in Patent and 
Trademark Disputes 

 

3.3.2.3.1 The First Approach 

Generally, the reason to sue multiple defendants jointly, before a single court where one of them is 

domiciled, is to avoid the risk of irreconcilable judgments
213

. Article 6 section 1 of the Brussels I 

Regulation articulates this justification. In patent and trademark disputes, the English Court affirmed in 

the case of Coin Controls Ltd v Suzo International (UK) Ltd
214

 that if an invention is protected by the 

European Patent Convention and infringed in more than one Member State, Article 6 section 1 of the 

Brussels Convention will play its role, because ‘The U.K. and foreign patents are identical.’
215

 The reason 

behind this approach is that because parallel European patents are identical, ‘There could be 

irreconcilable judgments since both actions are, in effect, concerned with the same patent.’
216

 Thus, if 

multiple defendants infringe parallel rights, which are obtained by a single application, in more than one 
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state, it is acceptable to sue the defendants together before a single court, in order to avoid the risk of 

irreconcilable judgments.  

 

3.3.2.3.2 The Second Approach  

The European Court of Justice introduced a different approach relating to patent and trademark 

issues. In the case of Roche Nederland BV v Primus
217

, the Court refused to apply article 6 section1 of the 

Brussels I Regulation and rejected the request to sue the defendants together. It upheld that this article is 

not helpful in ‘European patent infringement proceedings involving a number of companies established in 

various Contracting States’ because each case focused on one patent and a separate action in one state. 

Therefore, there is no risk of irreconcilable judgments if the defendants are sued separately
218

. In support, 

the European Court of Justice stated  

      where infringement proceedings are brought before a number of courts in different Contracting 

States in respect of a European patent granted in each of those States, against defendants 

domiciled in those States in respect of acts allegedly committed in their territory, any 

divergences between the decisions given by the courts concerned would not arise in the context 

of the same legal situation. Any diverging decisions could not, therefore, be treated as 

contradictory.
219

  

The Dutch Court applied the same approach in the case of Expandable Grafts Partnership v Boston 

Scientific B.V 
220

 and adopted the view that   

Even if the outcome of the judgments in the Netherlands and in France would differ—which is 

possible in spite of the application of the same rules of substantive patent law—it cannot be said 

that the judgments are irreconcilable. The fact is that the national patents out of the European 

bundle exist independently of each other
221

.   

The English Court of Appeal understood this concept in the case of Fort Dodge Animal Health Ltd v Akzo 

Nobel NV
222

. It stated that the risk of irreconcilable judgments does not exist if the issues, which concern 

the infringement of a European patent and occur in different states, are decided separately; this risk is 

impossible in such circumstances, because each judgment will be territorially limited
223

. Therefore, article 

6 section 1 of the Brussels I Regulation will not be invoked
224

. In addition, Fawcett and Torremans report 
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that a German court refused to apply the Article in similar circumstances and justified its ruling by the 

fact that ‘a European patent is a bundle of national rights’
225

. Furthermore, Danish courts followed the 

approach that the Article does not apply to infringement claims relating to patent and trademark at all, 

even if ‘in a spider-in-the-web situation’
226

.  

           The justification behind this approach is that the advantage of consolidating the proceedings before 

a single court will be minimised if the defendants challenge the validity of the rights concerned, because 

the issue of the validity of the rights will be fragmented within the forums of the states of registration. 

This fragmentation leads ‘to justify another type of fragmentation (ie in relation to the infringement 

claim)’
227

. Moreover, Article 6 section 1 of the Brussels I Regulation is enacted to ‘avoid the risk of 

irreconcilable judgment resulting from separate proceedings’. This rationalisation does not exist in 

infringement disputes in relation to a European patent, because after granting, the rights exist 

independently for each country and the scope of protecting rights is different. Hence, the judgments 

concerning these rights are also different and ‘could not be said to be irreconcilable.’
228

 For the same 

reasons, the same approach must be applied if the rights at stake are parallel national patents or 

trademarks
229

.   

             There are direct impacts of these judgments on trademark and patent disputes. One is that in cases 

where the defendants infringe such a European patent in all or some of the Contracting States, article 6 

section 1 of the Brussels I Regulation will not be applied, ‘even in the situation where defendant 

companies, which belong to the same group, have acted in an identical or similar manner in accordance 

with a common policy elaborated by one of them’
230

. The plaintiff will not be able to consolidate the 

infringement actions before a court where one of the defendants is domiciled. Instead, he must commence 

separate infringement proceedings before each court where his right has been contravened; this separate 

litigation will consume much time and money
231

. For this reason and because the access to justice to 

enforce the rights concerned is undermined, ‘companies might be discouraged from applying for legal 

protection of their creative products.’
232

 Hence, if patent and trademark infringement disputes occur in 

more than one Contracting State of the Brussels I Regulation, there is no need to consolidate the 
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proceedings before a single forum, because in such circumstances, the risk of irreconcilable judgments 

does not exist. Therefore, article 6 section 1 of the Regulation will not be applied.   

 

3.3.2.3.3 The Third Approach.   

The third approach combines infringement actions committed in more than one state before a 

certain forum. The court must have a particular connection with the issues, in order to minimise the risk 

of ‘forum shopping’ and to safeguard against any court being able to try the disputes, even if it is clearly 

inappropriate
233

. Sender reports that the Court of Appeal of The Hague established an answer relating to 

the question of which court is proper to consolidate patent infringement disputes occurred in more than 

one country. It stated in the case of Expandable Grafts Partnership v Boston Scientific B.V
 234

 that 

multiple defendants may be sued together before a court ‘where the allegedly infringing group of 

companies has its main centre of activities’
 235

. Fawcett and Torremans comment, if there is a business 

plan which is created from the head office for several companies, which are belonging to one group of 

companies, ‘the action can only be brought before the courts of’ the state where the main office of the 

company is domiciled
236

. The stipulation of suing multiple defendants before the court of the state where 

the main infringer is domiciled will not harm the rights of the other defendants, because the disputes must 

be consolidated before one court and the forum of the state where the main infringer is domiciled is the 

appropriate court to consider the cases
237

.  

In the case of Akzo v Webster
238

, Sender reports that a Dutch court refused to have jurisdiction 

over a United Kingdom based company which the plaintiff asked to be joined to the dispute, by virtue of 

Article 6 (1), as one of the defendants was domiciled in the Netherlands. The reason why the court 

rejected the request was because the vast majority of alleged infringements were in the UK and it was 

understood that accepting the claim against the UK defendants would be an abuse of process
239

. 
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According to Sender report, the Dutch court also provided another principle concerning the application of 

Article 6 (1) and concluded in the case of Goldschmidt v Elzbieta
240

 that the Article was not applied, 

because the defendants in this case were the manufacturer, the distributer and the buyer. It was believed 

the defendants should not be sued together before the Dutch court, in order not to deprive the 

manufacturer, domiciled in Belgium, from its natural court
241

. However, article 2:206 section 3 

subsections A and B of the Principles on Conflict of Laws in Intellectual Property provides an exception 

to this condition in cases where there are several defendants which are harmonious the activities, or where 

none of the defendants has coordinated the activities and there is no defendant has a close connection to 

the issues in its entirety. In such circumstances, the proceedings might be consolidated before the courts 

of any state where one of the defendants is habitually resident
242

 unless ‘The contribution of the defendant 

who is habitually resident in the State where the court is located is insubstantial in relation to the dispute 

in its entirety or (b) the claim against the resident defendant is manifestly inadmissible.’ Hence, if 

multiple defendants commit infringement actions in different countries, the proceedings should be 

consolidated before the courts of the state which has a close connection to the issues.   

It is also required that the defendants must have a connection. This stipulation will be satisfied if 

the defendants belong to same group
243

, Such as a parent company and its subsidiaries. In addition, 

Sender writes that the connection between the defendants is met if they are ‘companies belong to the 

same concern or companies with dependent branches, agencies or establishments in other States’
244

. 

However, there is an approach that accepts that the defendants do not need to be in the same group and 

the disputes against a manufacturer, seller and distributer could be consolidated before a single court
245

. 

Furthermore, if there is a direct contractual link between the defendants, they have a sufficient connection 

to apply the principle of article 6 section 1 of the Brussels I Regulation
246

. In such circumstances, Sender 

presents a more restrictive approach that tends to accept that the claimant has to prove ‘the existence of a 

contractual relationship between the defendant domiciled in the State of the seised court and the other co-
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defendants.’
247

 Moreover, Norrgard suggests that if one company infringes such parallel rights in more 

than one state, ‘The court where the defendant is habitually resident has jurisdiction to rule on all 

infringement claims against that defendant, irrespective of the place of infringement.’
248

 Thus, the 

defendants should have a reasonable connection, in order to be sued together before a single forum. 

Additionally, a connection between the infringed rights in law is required, in order to sue the 

defendants jointly. In this subject, it should be noted, as concluded above,
249

 that parallel rights, which are 

obtained in accordance with the rules of an international convention, are different and are independently 

protected in each state. Therefore, if they are infringed in more than one country, there is no chance of 

consolidating the actions before a single forum, because of the absence of the risk of irreconcilable 

judgments. However, Sender reports that the Court of Appeal in The Hague provided another concept in 

the case of EKA v Nalco
250

 and concluded that, ‘the alleged infringement of the same product in several 

countries conferred the required degree of connection for the purpose of article 6(1).’
251

 Sender tends to 

accept that national patents ‘have essential elements in common such as a ‘common past’, the same 

protected product or process, protection against the same or similar allegedly infringing acts’
252

. In 

addition, the results of judgments concluding infringement in one state and non-infringement in another 

state are contradictory and conflicting. These justifications are sufficient to apply article 6 section 1 and to 

consolidate all actions before a single court
253

. Kono and Jurcys report, ‘in the case of Community IP 

rights, the danger of irreconcilable judgments actually does exist because Community IP rights 

regulations create truly uniform supranational IP rights which are effective within the entire European 

Union.’
254

 In addition, Fawcett and Torremans present the concept that if the laws applicable to the 

disputes are harmonised to an important degree by rules of an international convention, such as the 

European Patent Convention, it can be said that the disputes ‘arise in the context of the same legal 

situation’
255

.  

Complexity will emerge in cases where the rights in question are parallel national rights. In such 

circumstances, Fawcett and Torremans introduce a theoretical solution and accept that if the dispute ‘is 
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limited to those aspects that have been harmonised as a result of the implementation of’ such an 

international convention, the issue may be consolidated in a single action
256

. Sender provides another 

approach that tends to accept that although the connection between parallel national rights in law is 

difficult to satisfy, because the scope of protection for them is not harmonised, actions for infringement of 

these rights might be consolidated before a single court if the other criteria for the consolidation are 

met
257

. As a result, the rights in question should have a connection, in order to sue the defendants together 

before a single forum.          

Finally, a connection between the acts of infringement is required to consolidate multiple 

defendants into a single action. This stipulation will be met if the acts of infringement are the same or 

similar, such as the distribution and the advertisement
258

. However, there is a wider approach that 

considers the acts of infringement should be ‘in accordance with a common policy’. Based on this 

concept, it suffices to apply article 6 section 1 of the Regulation if the acts of infringement are 

manufacturing, selling and distributing, even if the defendants do not belong to the same group
259

. Hence, 

it is stipulated that to rule on infringement disputes together before a single court, the acts of infringement 

should have a sufficient degree of connection.   

 

3.3.2.4 The Appropriate Approach for Saudi Law  

When it comes to Saudi law, it is appropriate to reemphasise that the Committee in the GCC 

Patent Office should be given supranational jurisdiction to address infringement actions concerning GCC 

patents. The positive consequence of this suggestion is that in cases where parallel patents are infringed in 

more than one state, the plaintiff is allowed to consolidate the actions before a single forum. As to 

consolidating infringement actions before a single Saudi forum, it is significant to mention that it has 

been said that the principle of consolidating proceedings before a single forum will be applied effectively 

in cases where multiple defendants infringe the same right in the protecting state
260

. Hence, it is 

appropriate to incorporate into Saudi law a rule that if multiple defendants infringe the same Saudi right 

in Saudi Arabia, these actions could be consolidated before a single Saudi court, even if one of the alleged 

infringers is resident outside Saudi Arabia. There is a stipulation to this principle that consolidating the 
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actions should not lead to delay in justice or weaken the interests of the defendants
261

. This requirement 

should be honoured in Saudi law. Hence, if multiple defendants infringe the same Saudi right in Saudi 

Arabia, the Saudi court is allowed to consolidate the infringement proceedings into one action.        

Concerns arise in cases where the acts of infringement occur in different countries. In such 

circumstances, the Saudi forum has a difficulty in connection with the Saudi rules of choice of law. They 

prevent the Saudi court from applying foreign law at all. If the forum intends to consolidate the 

infringement proceedings into one action, it has to apply the law of the protecting state to the act of 

infringement which occurs in each state. Moreover, the Saudi forum may not be allowed to rule on an 

action for infringement of a foreign right if jurisdiction over that action is exclusive to the courts of the 

state of registration. In such circumstances, if the Saudi court determines the action, its judgment on the 

dispute may not be recognised or enforced in accordance with the law of the protecting state.      

Apart from the avoidance of the risk of irreconcilable judgments, there are many incentives to 

apply the principle of consolidating infringement actions committed in more than one country before a 

single forum. One is that the parties will have the advantage of saving their time and reducing the costs of 

the litigation process 
262

. In this subject, it has been said that the heavy burdens which result from separate 

litigation are sufficient justification to consolidate multiple defendants before a single court where the 

resources of the litigants are preserved
263

. Further, the possibility of harassment of the parties will be 

minimised; in particular, when it is easy to protect globally intangible rights which could be infringed in 

different states
264

. Moreover, the ground of forum conveniens will be regarded as a rationalisation to 

consolidate the disputes into a single action
265

, in order to reduce the costs of several actions. Based on 

these facts, the following paragraphs will present the stipulations for consolidating infringement actions, 

which are committed in more than one state, before a single Saudi forum.   

The first stipulation is the connection between the alleged infringers. A Saudi forum which 

considers the disputes must evaluate the connection between the defendants. The defendant companies do 

not need to be in the same group. The connection between the defendants will be satisfied when they are a 

parent company and its subsidiaries. It will be met if the defendants are a manufacturer which exports the 

infringed products to distributors and sellers, or if the defendants are a company and its branches or 
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agencies. Finally, this requirement will be satisfied if one international company infringes parallel rights 

in more than one country.   

The second stipulation is that the rights in question must have a connection. This condition will be 

met if the rights at stake were obtained by one application. For example, parallel patents obtained in 

accordance with the provisions of the Patent Regulation of the Cooperation Council for the Arab States of 

the Gulf State clearly have a reasonable connection. In relation to parallel national rights, although each 

right is separately examined and registered in each protecting state that has a different applicable law, the 

Saudi forum which deals with the cases should evaluate the connection between these rights.   

The third stipulation concerns the question of which court should combine the proceedings. The 

Saudi forum could consolidate the proceedings into one action if the main defendant, who is alleged to be 

responsible for the vast majority of infringement activities, has a place of residence in Saudi Arabia and 

does his centre of infringement activities in Saudi Arabia.  

3.4 Staying the Proceedings of the Saudi Forums  
In patent and trademark disputes, the general concept of jurisdiction over infringement actions is 

that a Saudi forum is not allowed to determine an action for infringement of a foreign right. The court 

may rule on the action if it is in connection with a license agreement which contains a jurisdiction clause 

to give authority over the potential disputes to the Saudi forum. As to jurisdiction over a contract for the 

exploitation of a foreign right, the Saudi court could rule on the contract dispute if the parties agree to 

give jurisdiction to the Saudi court. Moreover, as will be explained in detail later
266

, the parties to 

trademark and patent cases are allowed to refer their disputes to arbitration. The question which must be 

illustrated is the possibility of resolving a cross-border dispute relating to a patent or a trademark before a 

Saudi court in cases where jurisdiction is given to a specific foreign court or an arbitration tribunal.   

It is possible that there are several courts in different states that have jurisdiction over the same 

dispute. When, for example, a Swiss resident company infringes a Saudi right, the Saudi forum 

undoubtedly has authority to rule on the dispute. At the same time, According to article 109 section1 of 

the Swiss Private International Law 2007, if the defendant is domiciled in Switzerland then a Swiss court 

also has authority to rule on the case. Based on this fact, the dispute is likely to be brought before both the 

Saudi and Swiss courts. Moreover, the parties to a contract in relation to the exploitation of a patent or a 

trademark may agree to give jurisdiction to rule on their potential differences to Saudi and foreign courts 

and the issue regarding the contract might be brought before both forums. Because both the Saudi and 

foreign courts have jurisdiction to rule on the litigation, the point which needs to be examined is the 

possibility of staying the proceedings of the Saudi court in favour of the foreign court in cases where both 
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forums seize the same dispute. In this context, it is significant to mention that this question will arise 

when both courts have jurisdiction over the matter, but if one of them does not have authority to rule on 

the dispute, it has to dismiss the litigation due to the lack of jurisdiction
267

. The aim of this section is to 

analyse and evaluate the principles of the issue of staying the proceedings of the Saudi court. This section 

will be divided into three subsections: when the parties choose a particular foreign court or an arbitration 

tribunal to decide their disputes, and in terms of parallel proceedings between the Saudi and foreign 

forums.   

3.4.1 The Forum Selection Clause            

Although Saudi law recognises the principle that the Saudi court will have jurisdiction over a 

dispute if the parties agree to give authority to the forum, it does not expressly regulate the point of 

staying the proceedings of the Saudi court in favour of a foreign court which is chosen to determine the 

case. However, in the judgment no 15/T/3/ 1424 H of the case no 1804/1/Q in 1422 H
268

, the Court of 

Appeal in the Board of Grievances stated that in cases where a Saudi national is in a contract with a 

foreign non- Muslim party, the parties are allowed to choose a foreign court to determine their potential 

disputes. However, if the foreign party agrees to be under the jurisdiction of a Saudi court, it has to rule 

on the issue, even if the Saudi party rejects the jurisdiction of the Saudi forum. At the same time, if the 

foreign party refuses the jurisdiction of the Saudi forum, it should not have jurisdiction over the dispute at 

all. The court expressed the rationale behind this concept and said that it is due to the rules of Sharia and 

that the Saudi party is supposed to be Muslim. Hence, he is prevented from requesting that the litigation 

goes before a non-Sharia court, according to the words of God, ‘Have you not seen those who claim to 

have believed in what was revealed to you, [O Muhammad], and what was revealed before you? They 

wish to refer legislation to Taghut, while they were commanded to reject it.’
269

 Thus, the principle in 

Saudi law is that in cases where the parties to a contract are Saudi and foreign non-Muslim and when they 

choose a specific foreign court to hear their potential differences, only the foreign party is allowed to 

bring the contract disputes before the Saudi court. In this situation, the forum must rule on the cases and 

ignore the arguments of the Saudi party relating to its own jurisdiction.      

Before considering this approach, it is significant to analyse the jurisdiction of Islamic forums, in 

the light of the rules of Sharia, because the Court of Appeal in the Board of Grievances relies on these 

rules to justify its judgments. In respect of this point, it is said that Islamic rules are only applicable in 
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Islamic territories
270

. Even though the idiom of such private international law and other related phrases 

have not been recognised in Islamic laws, it does not mean the rules of Sharia do not contain provisions to 

establish this subject. They provide Muslims with general rules that are appropriate to their era.
271

 

Accordingly, it is difficult to say that the rules of Sharia contain domestic jurisdiction rules or 

international jurisdiction rules. Instead, Sharia regards the religion of litigants as an essential factor to 

give, or not to give, jurisdiction to Islamic courts. The following paragraphs will illustrate the point of 

giving jurisdiction to Islamic courts over disputes occurring in Islamic states in cases where one party is 

Muslim and in cases where both parties are not Muslim. Moreover, in cases where the dispute takes place 

outside Islamic territories, the possibility of suing a Muslim person before a non-Muslim court will be 

highlighted.  

When a dispute involves a Muslim party, regardless of his race or language, in Islamic territories, 

Islamic scholars have unanimously stated that only Islamic courts have jurisdiction to determine the 

litigation, even if the other party is not Muslim
272

. Moreover, although there are four famous schools of 

jurisprudence in Islam, namely: Hanbali, Hanafi, Maliki and Shafi`i, this principle will not change in 

cases where the Muslim party follows a different Islamic School from the judge of the dispute
273

. Thus, 

the non-Muslim party is undoubtedly under the jurisdiction of Islamic forums if the other party is Muslim 

and the dispute takes place in Islamic territories. 

In cases where the issue occurs in Islamic territories and the litigants are not Muslim, it is 

significant to mention that the parties, whatever their religion, must honour the rules of Sharia when they 

run their businesses in Islamic societies
274

. In these circumstances, even though Islamic experts are in 

disagreement regarding the point of giving jurisdiction to Islamic forums over the parties
275

, they are in 
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agreement that the Islamic forums must apply the rules of Sharia if they decide to rule on the dispute
276

. 

The vast majority of scholars accept that the Islamic courts will have jurisdiction over the issue if one of 

the parties agrees to be under the jurisdiction of the forums
277

. There is an exception that the judge is 

allowed to stay his jurisdiction over the issue in cases where he realizes that the parties have brought the 

dispute before the Islamic forum, in order to obtain a favourable judgment
278

 and they will not enforce the 

judgment if it is inappropriate for them. Hence, in Islamic territories, the Islamic courts will have 

jurisdiction over a dispute that between non-Muslim parties if one of them agrees to be under the 

jurisdiction of the Islamic forums.    

Muslims are allowed to live and deal with non-Muslim persons in non-Islamic territories, 

providing that dealings are not inconsistent with Sharia
279

. In cases where a dispute involving a Muslim 

person occurs outside Islamic territories, Islamic experts have deep arguments relating to the possibility 

of suing a Muslim person before the courts of non-Muslim states. Actually, the vast majority of the 

Islamic specialists accept that a Muslim person cannot be the subject of the litigation before the forums of 

non-Muslim countries
280

. However, the Hanafi School accepts that because Islamic courts do not have 

sovereignty over a Muslim who lives outside the territories of Islamic states, the courts of non-Muslim 

states where the Muslim is living will have jurisdiction to hear a dispute against him, providing that the 

case concerns financial affairs
281

.    

After examining the jurisdiction of Islamic courts in the light of Sharia, the judgment from the 

Court of Appeal in the Board of Grievances will be discussed. In this context, there are logical arguments 

against the concepts which were concluded by the Court of Appeal in the Board of Grievances. Firstly, 

with regard to the rules of Sharia, there is a principle that states if Muslim parties are in a contract, they 

have to obey the clauses of the agreement, except those inconsistent with the rules of Sharia
 282

. Based on 

this principle, if the parties have agreed to give jurisdiction to a specific foreign court and one of them 

brings the case before a Saudi court, without raising any concern relating to the rules of Sharia, the court 
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should stay its proceedings over the dispute due to the jurisdiction clause. Otherwise, it will disregard the 

principle of Islamic laws which obliges the parties to honour their agreement.  

Secondly, the approach of the Saudi forum may lead to a negative consequence. Any foreign non-

Muslim party, whatever its nationality, is authorised not to honour the jurisdiction clause with a Saudi 

national and brings his litigation before the Saudi court. In such circumstances, the forum must resolve 

the issue, even if its judgment on the dispute will not be enforced in Saudi Arabia. This approach is 

regarded as a legal loophole in the procedures of the Saudi court. In addition, because the foreign party is 

allowed not to honour the jurisdiction clause with the Saudi party, this approach is clearly against justice 

and the interests of the Saudi party. Thirdly, the Court of Appeal in the Board of Grievances did not show 

any obvious justification regarding the question of why only the foreign party is allowed to bring the 

action before the Saudi forum without the consent of the Saudi party, who may have logical arguments 

against the jurisdiction of the Saudi court. At the same time, it has been concluded unanimously that 

Islamic courts must have jurisdiction over a case occurring in Islamic regions when a party is Muslim. 

When this ruling is read in conjunction with the fact that the Court of Appeal in the Board of Grievances 

justified its approach based on the rules of Sharia and that the Saudi party is assumed to be Muslim, the 

Saudi court must not refuse its jurisdiction if the Saudi party brings a dispute, occurring in Saudi Arabia, 

before the forum.  

Fourthly, the concept of the Saudi forum depends on the presumption that the Saudi party is 

Muslim and the foreign party is not Muslim. However, this assumption is wrong, because the Saudi 

Nationality Law does not stipulate that for a physical person to have Saudi nationality, he must be 

Muslim. Thus, the Saudi party might not be Muslim and the foreign party may be Muslim. In this 

situation, the approach of the Court of Appeal in the Board of Grievances will be applied incorrectly.   

Fifthly, the approach of the Saudi forum is not helpful in cases where the parties are legal 

personalities, because they cannot be given a religion, such as Islam. In addition, the owners of foreign 

companies may be Muslims or even Saudi nationals and the owners of Saudi legal personalities might not 

be Muslims or Saudi nationals. Sixthly, if the approach of the Saudi court depends on the presumption 

that deciding the dispute before a foreign forum implies that the court will apply a rule inconsistent with 

Sharia, this supposition, with respect to the rules of choice of law for patent and trademark disputes, will 

be regarded as incorrect for various reasons. Firstly, in relation to the law applicable to contractual 

obligations, the parties are allowed to choose a specific law to govern the issues, as will be clarified 

later
283

. In such circumstances, the chosen law may not be inconsistent with the rules of Sharia. In 

addition, the parties may choose Saudi law to govern their contractual obligations. Secondly, with regard 
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to the applicable law to govern infringement actions, only the law of the protecting state is applicable to 

these disputes, even if they are resolved by the Saudi court, as will be seen later
284

.  

Finally, in the previous judgment, the Court of Appeal in the Board of Grievances does not 

provide any helpful approach to cases where both parties are foreign non-Muslim or to cases where the 

litigants are Muslim or Saudi nationals. Also, it does not present any practical solution to the point when 

the parties choose a court of a Muslim state to govern their potential disputes. Based on the previous 

arguments, the Saudi legislators must revise the approach relating to the question of the possibility of 

hearing the contract disputes in cases where the litigants have agreed to give jurisdiction to a specific 

foreign court.    

Before introducing an appropriate approach for Saudi law, it is significant to explain ideas which 

are followed in forums of other countries in similar circumstances. In England, New Zealand, Australia 

and Canada, the principle is that if the parties choose a particular forum to determine their dispute, other 

courts must decline their jurisdiction over the case
285

. The Irish High Court practiced this principle and 

concluded, in the case of Ryanair Ltd v Bravofly
286

, that because the parties had a jurisdiction clause and 

gave the authority to the English court, the Irish Court did not have jurisdiction over the issue
287

. 

Although this doctrine honours the parties’ agreement to choose a particular forum to hear their dispute, 

there is an exception to this principle that a court which is not chosen may rule on the dispute if it is 

convinced that its judgment on the case is better than the award from the chosen forum. In this situation, 

the plaintiff should introduce logical reasons to persuade the forum to hear the litigation
288

. Hence, if the 

parties choose a specific court to rule on their dispute, the other forum must decline its jurisdiction over 

the issue unless the plaintiff convinces the court that its judgment on the case is better for justice than the 

award from the chosen court.     

When suggesting an appropriate approach for Saudi law relating to patent and trademark disputes, 

it is suitable to uphold the principle that if the parties to a contract relating to the exploitation of a patent 

or a trademark choose a specific foreign court to hear their potential disputes, the Saudi court must refuse 

its jurisdiction over the disputes, even if the right exploited is Saudi. In such circumstances, the Saudi 

forum must stay its proceedings over the contractual obligations and the infringement action in 

connection with that contract due to the jurisdiction clause. However, there is an exception for this 
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suggestion that the Saudi court may determine the dispute if the plaintiff convinces the court that 

litigating the case before the chosen forum is incompatible with the rules of Sharia or justice. In such 

circumstances, the Saudi court should evaluate the position and accept that it will hear the litigation if it is 

satisfied with the arguments of the claimant.  

In respect of infringement actions which are not in connection with a license agreement, the 

suggested approach for Saudi law is that if the parties to an action for infringement of a Saudi right have 

agreed to refer the dispute to a specific foreign court and the plaintiff brings the action before a Saudi 

forum, it will have jurisdiction to resolve the case. This approach should be applied, even if the claimant 

does not show any reason to disregard the authority of the chosen court, because the Saudi court has 

exclusive jurisdiction to determine the dispute and there is no chance to give jurisdiction over the action 

to a foreign court. At the same time, in cases where the subject of a dispute is an action for infringement 

of a foreign right and the parties choose a foreign forum to determine the dispute, the Saudi court must 

not rule on the dispute, not because of the jurisdiction clause, but because of the lack of jurisdiction.  

3.4.2 The Arbitration Agreement     

The parties to a contract are allowed to refer their potential issues to arbitration. In Saudi Arabia, 

in the ‘abandoned approach’ when Saudi law did not regulate the question of staying the proceedings of 

the Saudi court in favour of arbitration, the Court of First Instance in the Board of Grievances issued its 

Judgment no D/TG/3 1424H on 10 November 2003 on the case no 1804/1/Q in 1422 H
289

. The court 

stated that although the litigants had an agreement to allocate jurisdiction over the dispute to the French 

Arbitration Tribunal, the Board of Grievances had jurisdiction to determine the dispute. The rationale 

behind this conclusion is that the issue, which was between Saudi and foreign parties, was in relation to a 

contract that was performed in Saudi Arabia and the plaintiff, who was the national party, brought the 

case before the Board of Grievances. Therefore, it had to apply the rules of Sharia which gives 

jurisdiction to Islamic courts over an issue if it occurs in Islamic regions and if one party is Muslim, or 

agrees to the jurisdiction of Islamic forums
290

. However, the Court of Appeal in the Board of Grievances 

issued its judgment no 15/T/3/ 1424 H on the case no 1804/1/Q in 1422 H
291

 that refused to accept this 

concept and emphasised that the parties are allowed to allocate jurisdiction to a foreign arbitration 

tribunal, even if the contract is performed in Saudi Arabia. In such circumstances, the Saudi forum does 
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not have jurisdiction over the dispute and the Saudi party does not have the right to refuse the authority of 

the foreign arbitration tribunal, even if he alleges that the case will be heard before a non-Muslim court
292

.   

   The rationale behind this ruling is that in such circumstances, resolving the dispute by 

arbitration in a foreign state will not affect Saudi public policy, because the arbitration award will not be 

enforced in Saudi Arabia if it is inconsistent with Sharia or Saudi public policy. Furthermore, giving 

jurisdiction over the issue to a foreign arbitration tribunal, such as the French Arbitration Tribunal, does 

not mean the dispute will be resolved by non-Muslim arbitrators, because the parties are allowed to select 

particular skilled arbitrators who might be Muslims. In addition, if the Saudi court determines the issue, 

its judgment will not be enforceable, because one of the requirements to enforce a court judgment is that 

the judgment is not issued in contravention of the valid arbitration agreement. Moreover, if the Saudi 

forum stays its proceedings over the issue, it does not mean the dispute will be determined by rules 

inconsistent with Sharia, but it means the Saudi court does not have jurisdiction over the case because of 

the valid arbitration agreement
293

. Hence, if a contract is performed in Saudi Arabia and the parties have 

agreed to refer their dispute to arbitration, the Saudi party is not allowed to bring the dispute before Saudi 

courts.     

           The Court of Appeal in the Board of Grievances ruled that in such circumstances, if the foreign 

party brings the dispute before the Saudi court, it must determine the case, even if the Saudi party resists 

the jurisdiction of the forum, because the Saudi party is supposed to be Muslim. Therefore, according to 

the rules of Sharia, he is not allowed to commence his claim before a non-Muslim court
294

. However, this 

approach is inconsistent with the outstanding principle which prefers the court proceedings to be stayed in 

favour of arbitration if the parties have a valid arbitration agreement. Also, it is inconsistent with the 

approach and the reasons given by the same court regarding refusal of jurisdiction by the Saudi forum 

when the Saudi party brings the case before the court in such circumstances. Recently, the Saudi 

Arbitration Law 2012 provides an answer to the question of staying the proceedings of Saudi courts in 

favour of arbitration. According to article 11 section 1 of the Law, the Saudi court must stay its 

proceedings if the parties have a valid agreement to refer their disputes to arbitration. Similarly, in 

England, the same approach is applied
295

. The obvious reason supporting this concept is that a court 

judgment issued contrary to a valid agreement to refer the dispute to arbitration will not be enforceable
296
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Hence, the Saudi forum must stay its proceedings when the parties have agreed to refer the dispute to 

arbitration.   

3.4.3 The Parallel Proceedings 

The third situation which requires a court to stay its own proceedings is in the case of parallel 

proceedings involving the same parties and the same cause of action
297

. This is to prevent the risk of 

parallel proceedings and to avoid inconsistent judgments being issued for the same dispute
298

. In Saudi 

law, article 71 of the Law of Procedure before Shari'ah Courts allows a defendant to raise the defence of 

transferring ‘the case to another court, because the same dispute or some other related case is before that 

court’. This defence should ‘be made before any request or defense is made in the case; otherwise, any 

right not so presented shall be forfeited’. However, this article does not establish in law which court 

should decide the dispute. Furthermore, the agreements which the Saudi government has ratified do not 

contain a specific article to regulate this subject. Moreover, no reported judgment from Saudi courts has 

been found as yet that presents an approach for Saudi law on this point. Hence, this section is divided to 

analyse and evaluate the principles of the issue of parallel proceedings, in order to introduce an 

appropriate approach for cross-border disputes concerning patents and trademarks which are brought 

before Saudi forums.  

 

3.4.3.1 The Requirements of the Principles of Parallel Proceedings      

The requirements which must be met to investigate the question of which forum should decide a 

dispute in parallel proceedings are that both proceedings must be held by courts with competent 

jurisdiction and must involve the same cause of action and the same parties
299

. However, in trademark 

disputes, it has been said that the cause of action of both proceedings will not be regarded as the same if 

one of the actions is for the infringement of a mark and the other is for passing off
300

. In addition, in the 

case of Prudential Assurance Co Ltd v Prudential Insurance Co of America
301

, the English Court of 
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Appeal stated, in infringement proceedings which concerned parallel national trademarks, that, ‘Those 

proceedings may be said to involve “the same cause of action”.’
302

 However, recently, this concept has 

been abandoned. Instead, each right is regarded as a different right, even if the rights are obtained by an 

international convention
 303

. In the case of Research in Motion UK Ltd v Visto Corp
304

, there was 

litigation in Italy and in England, over issues in connection with parallel European patents, the English 

Court of Appeal ruled that, ‘We do not consider that the English and the Italian proceedings are 

related’.
305

 In the case of Roche Nederland BV v Primus 
306

 the European Court of Justice ruled that, 

‘Parallel proceedings concerning patents granting in different countries have different cause of action.’
307

 

In Austria, the same approach is followed
308

. In addition, in this subject, Kono and Jurcys report that  

 In the area of IP rights, the same cause of action exists only when both actions instituted before 

courts of different states are related to the same right. In other words, both actions should concern 

an IP right protected in the same country. Yet, in situations where parallel proceedings concern the 

protection of different national rights, it is obvious that these proceedings do not have the same 

cause of action.
309

  

Hence, the stipulations which are required to investigate the issue of parallel proceedings are that the 

cause of action and the parties in both cases are the same and the forums which consider the dispute must 

have jurisdiction over the action.   

 

3.4.3.1.1 The First Approach  

If the previous criteria are met, there is an approach that tends to accept that the dispute should be 

resolved by the court which has close connections with the issue, because it is more appropriate for this 

forum to rule on the case and to create the judgment
310

. In this context, it is stated that in parallel 

proceedings, the most effective system to define which forum should have priority to determine the issue 

is not the plaintiff or defendant's choice, but the priority should be given to the best equipped court to deal 

with the litigation, such as the court whose acts will be applicable to the dispute.
311
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before Shari'ah Courts seems to apply this approach, because article 71 section 3 of the Implementing 

Regulations of the Law states that in the case of parallel proceedings, if a claim commences early in front 

of a Saudi court, this does not prevent the forum from cancelling the dispute. Based on this approach, if 

an action for infringement of a patent or a trademark is seised by the court of the state where the 

defendant is resident and the same issue is hold by the forum of the country where the act of infringement 

occurs, the court of the latter state should have priority to determine the issue. This is because it is the 

best forum to decide the case and all elements required to resolve the dispute successfully are located in 

the protecting state. Thus, in parallel proceedings, jurisdiction should be given to the best court to handle 

the dispute.  

 

3.4.3.1.2 The Second Approach   

The second approach gives jurisdiction to the first court holding the dispute and the court which 

considers the case second must decline its jurisdiction over the issue, providing that the judgment from 

the first court is enforceable in the state of the second court
312

. Article 27 of the Brussels I Regulation 

gives jurisdiction to the first forum holding the issue. In addition, it is suggested that this principle should 

be applied, even if the jurisdiction of EC/EFTA states is given based on traditional national rules
313

. 

Furthermore, this approach will be applied in cases where the parties to a contract select two courts in 

different Member States of the Brussels I Regulation to determine their potential disputes. Therefore, the 

forum which holds the issue first should have priority to decide it. This rule was confirmed in the case of 

Meeth v Glacetal Sarl
314

, when the parties gave jurisdiction to “their respective states”. The European 

Court of Justice upheld that the chosen forums had exclusive jurisdiction over the case and the court to 

which the case was referred second should decline its jurisdiction in favour of the first court
315

. However, 

the principle of giving priority to the first forum holding the dispute will not be applied in cases where the 

issue is subject to the exclusive jurisdiction of the second court
316

. Furthermore, it is significant to 

mention that article 27 section 2 of the Brussels I Regulation introduces effective procedures to resolve 

the possible situation that both forums announce that they do not have jurisdiction over the dispute. It 
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follows the process that the court which receives the dispute second should stay its proceedings until the 

first court establishes its jurisdiction. If it is established, the other, second, court must decline its 

jurisdiction over the case
317

. Hence, the second solution to address the issue of parallel proceedings is that 

the court that receives the dispute second must decline its jurisdiction in favour of the first court.  

In Saudi Arabia, the GCC Convention for the Execution of Judgments, the Riyadh Arab 

Agreement for Judicial Cooperation and the bilateral agreements for Judicial Cooperation with the 

Republic of Kazakhstan, the Republic of Yemen, the Kingdom of Morocco and the Syrian Arab Republic 

do not directly regulate the question of which courts of the Contracting States should have the priority in 

the case of parallel proceedings. However, it seems to me that these agreements apply the principle that   

a court of a Contracting State which first considers the case should have the priority to determine the 

dispute and the other, second, courts should stay its own proceedings over the case. The rationale behind 

this concept is that according to article 16 section C of the bilateral agreement for Judicial Cooperation 

with the Republic of Kazakhstan, article 21 section C of the bilateral agreement for Judicial Cooperation 

with the Republic of Yemen, article 21 section C of the bilateral agreement for Judicial Cooperation with 

the Kingdom of Morocco, article 18 section C of the bilateral agreement for Judicial Cooperation with the 

Syrian Arab Republic, article 2 sections D and C of the GCC Convention for the Execution of Judgments 

and article 30 sections C and E of the Riyadh Arab Agreement for Judicial Cooperation, a judgment from 

a court of a Contracting State will be unfruitful in two situations. In cases where the required court 

considered the case before the court which issues the judgment holds the dispute, or in cases where a 

court of a Contracting State was issued, before the court making the required award, a final judgment on 

the same cause of action between the same parties. Hence, it seems that in the issue of parallel 

proceedings, the agreements, which the Saudi government has ratified, give the priority to hear the case to 

the court receiving the dispute first.  

 

3.4.3.2 The Appropriate Approach for Saudi Law Regarding Patent and Trademark Disputes 

When it comes to Saudi law, it is essential to emphasise that in patent and trademark disputes, the 

principles of the case of parallel proceedings will not be applied if the jurisdiction is exclusive to a 

particular forum. For instance, these rules will not be applied in cases where the core of the dispute 

concerns the validity of a patent or a trademark, because authority over this action is exclusive to the 

courts of the state of registration and other courts do not have jurisdiction to rule on the case. It is also not 

applied when the parties to a contract for the exploitation of a patent or a trademark give authority over 

the contract disputes to a particular court, because other forums will not have jurisdiction over these 
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issues. Hence, the rules of parallel proceedings will not be applied when the core of the dispute is subject 

to the exclusive jurisdiction of a specific forum; due to this exclusivity, the other forum should decline its 

jurisdiction over the case.      

In the case of infringement action unconnected to a license agreement, apart from the fact that the 

courts of the state of registration are undoubtedly the best forums to determine the dispute, in cases where 

the action concerns a foreign right, the Saudi court is not allowed to rule on the dispute, either firstly or 

secondly, because it does not have jurisdiction over the case. It has been concluded above
318

 that the 

implication of article 26 of the Patent Regulation of the Cooperation Council for the Arab States of the 

Gulf is that jurisdiction over an action for infringement of GCC patents is exclusive to the courts of the 

state where the act of infringement occurs. Hence, the courts of other Contracting States do not have 

jurisdiction over the action. Moreover, in cases where the rights at stake are obtained, in accordance with 

the provisions of an international convention or a community regulation, such as the Patent Regulation of 

the Cooperation Council for the Arab States of the Gulf, and are infringed in more than one Contracting 

State, these infringement actions are not the same, or even related. This is because after the rights have 

been granted, they are regarded as different, based on the principle of territoriality. As a result, if the 

parallel rights are infringed in more than one protecting state, each country will rule on its own right, 

without consideration to the proceedings held in another Contracting State. In addition, it has been 

concluded above
319

 that pursuant to Saudi law, the Saudi court does not have authority over an act of 

infringement relating to a foreign right, even if the defendant has a place of residence in Saudi Arabia or 

has Saudi nationality. Based on these facts, there is no need to create a principle in Saudi law regarding 

parallel proceedings for infringement of foreign rights, because the Saudi court has no jurisdiction over 

this type of action.        

In situations where the case concerns an action for infringement of a Saudi right, the previous 

approaches lead to the same conclusion when the Saudi court holds the dispute first, because the Saudi 

forum is the best court to determine the case. However, the Saudi court may be referred the case second, 

in situations where a foreign court was referred the dispute first and has authority over the dispute. For 

example, according to article 109 section1 of the Swiss Private International Law 2007, a Swiss forum 

will have jurisdiction over an action for infringement of a patent or a trademark if the defendant is 

domiciled in Switzerland. In such circumstances, when the right in question is infringed in Saudi Arabia 

and the defendant is domiciled in Switzerland, the Swiss court could consider the dispute first. In these 

situations, the appropriate approach for Saudi law is that if a foreign judgment relating to the infringement 

of a Saudi patent or trademark is capable of recognition or enforcement in accordance with Saudi law, the 
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Saudi court should stay its proceedings over the issue in favour of the foreign court considering the 

dispute first. However, it seems that Saudi law will not recognise or enforce the judgment in such 

circumstances. Therefore, it is appropriate to apply the approach that the court which most suited to hear 

the case should have the priority to rule on the dispute. In this subject, Kono and Jurcys report, ‘Courts 

second seized should not defer to foreign proceedings where it is obvious that a judgment of a court first 

seized cannot be recognized in the forum country.’
320

 In such circumstances, the foreign forum may stay 

its proceedings on the ground of forum non- conveniens, when the defendant shows that the Saudi court is 

the best forum to decide the case. Finally, it is significant to mention that this suggested approach might 

be used in bad faith to postpone the original case when, for example, the defendant of the foreign 

proceedings brings the action before the Saudi forum late.   

Theoretically, in cases where the parties to a contract for the exploitation of a patent or a 

trademark give jurisdiction to Saudi and foreign courts and the right exploited belongs to a third state, the 

court previously seizes the dispute should have the priority to hear the case. This is because both forums 

have equal interests in relation to the subject matter of the dispute. Also, they are given jurisdiction over 

the issue by the same ground of jurisdiction. In cases where the court which receives the dispute first is 

the forum of the protecting state, there is no reluctant giving the priority to that court, because generally it 

is the best court to decide the case. However, difficulties will emerge in cases where the right is exploited 

in Saudi Arabia and a Saudi forum seizes the dispute second, or when the Saudi court seizes the dispute 

first and the other forum which receives the dispute second is the forum of the state of registration. The 

answer to this point is unclear. One of suggestions is that the court of the protecting state should have the 

priority to decide the dispute, because the contract is performed in the territory of the protecting state, 

while the other court seized of the matter first has the jurisdiction only by the parties’ agreement. The 

other theoretical concept is that the court which seizes the case first should have the priority to decide the 

case, because its authority is based on a legal ground of jurisdiction.      

3.5 The Conclusion  
In conclusion, this chapter has focused on international jurisdiction rules established in Saudi law 

and agreements which are ratified by the Saudi government. The main aim of this chapter is to answer the 

question of whether or not these rules are suitable to be applied in cross-border disputes relating to patents 

or trademarks. These disputes are various; they may arise in connection with infringement actions or 

contracts in relation to the exploitation of patents or trademarks. Saudi law and the signed agreements do 

not contain a special rule to regulate the jurisdiction of Saudi forums over these types of disputes; 
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therefore, the general rules of jurisdiction, which are legalised in Saudi law and the ratified agreements, 

will be applied to these types of cases. In this chapter, the relevant jurisdiction rules have been analysed 

and evaluated, in order to clarify whether or not they are appropriate to give jurisdiction to Saudi forums 

over these types of disputes.   

With regard to jurisdiction over the validity of patents or trademarks, the Saudi Patent and 

Trademark Laws give authority over the validity of Saudi rights to Saudi competent forums. The Patent 

Regulation of the Cooperation Council for the Arab States of the Gulf does not contain a specific article 

to answer the question of which court should have jurisdiction over the validity of GCC patents. The 

provisions for authority over the validity of patents or trademarks have been analysed and the various 

approaches for different circumstances have been evaluated. Moreover, this study has illustrated the 

possibility of consolidating infringement actions committed in more than one country before a single 

Saudi forum. In addition, this research has also highlighted and evaluated the principles of staying the 

proceedings of Saudi forums in favour of foreign courts or arbitration tribunals. Finally, this chapter has 

reached some essential conclusions which will be presented below.   

3.5.1The Remarkable Findings   

Saudi law gives authority to a Saudi forum over a defendant if he has Saudi nationality. This 

ground of jurisdiction is recognised in the Law of Procedure before Shari'ah Courts, whilst the 

agreements which the Saudi government has ratified do not recognise it. However, in cross-border patent 

and trademark disputes, the Saudi forum should not have jurisdiction over an action for infringement in 

relation to a foreign right, even if the defendant has Saudi nationality. The rationale behind this approach 

is that the nationality of the defendant does not provide a strong connection with his national state, in 

particular, when the dispute does not have a connection with the state of nationality. Hence, it is illogical 

to give jurisdiction to the Saudi forum over an action for infringement of a foreign right, based on the 

ground of jurisdiction that the defendant has Saudi nationality. Otherwise, a judgment issued by the Saudi 

court may not be capable of being recognised or enforced, in accordance with the law of protecting state. 

In addition, suing the defendant in the state of his nationality may lead to his interest being harmed if he 

resides outside that country
321

.  

The place of residence of the defendant is a debatable ground to give jurisdiction over actions for 

infringement of foreign rights. For instance, while article 2 of the Brussels I Regulation gives jurisdiction 

over infringement actions to the courts of the state where the defendant is domiciled
322

, in England, this 

ground of jurisdiction is set aside. In cases where a dispute relating to the infringement of a foreign right 
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is brought before an English court, based on the ground of jurisdiction that the defendant resides in 

England, the forum may stay its proceedings on the ground that there is a court that is more appropriate to 

rule on the case
 323

.    

In Saudi Arabia, the Saudi forum should not have jurisdiction over an action for the infringement 

of a foreign right in cases where the plaintiff brings the dispute before the court, based on the ground of 

jurisdiction that the defendant has a place of residence in Saudi Arabia. The rationale behind this 

approach is that in cases where the infringed right is a patent obtained in accordance with the rules of the 

Patent Regulation of the Cooperation Council for the Arab States of the Gulf, this Regulation contains its 

own jurisdiction rules. Article 26 of the Regulation seems to follow the rule that only the courts of the 

state where the act of infringement is committed will have jurisdiction over that action. Therefore, when a 

GCC patent is infringed outside Saudi Arabia, there is no chance to give authority to the Saudi court over 

that case, even if the defendant has a place of residence in Saudi Arabia
324

.  

In cases where the infringed right is foreign and the defendant is a legal personality, which has a 

place of residence in Saudi Arabia, this same suggested approach must be followed, because the actions 

of the branches of overseas companies must be committed in Saudi Arabia, in order to give jurisdiction to 

the Saudi forum over these actions. Therefore, these branches are responsible for their own activities in 

Saudi Arabia. Based on this fact, the plaintiff is not allowed to sue them before the Saudi forum if the acts 

of infringement occur outside the Saudi territory. The same suggested approach should be upheld in cases 

where the alleged infringer is a parent company or its subsidiaries, because each company has a separate 

legal personality. Hence, the claimant does not have a legal ground of jurisdiction to litigate against one 

of them before the Saudi court if the other infringes a foreign patent or trademark; the liability of each 

company is restricted to its own activities
325

.  

In cases where the defendant, who has a place of residence in Saudi Arabia and infringes a foreign 

right, is a physical person, Saudi law should not have jurisdiction over the action. This approach is 

recommended, in order to maintain the principle that the best forum to determine the infringement action 

is the court of the state where the act of infringement is committed, in particular, when the claimant does 

not have a logical reason to litigate against the defendant in his own state
326

.          

The acts of infringement relating to trademarks or patents are classified as tort obligations. 

According to Saudi law, the Saudi forum will have jurisdiction over an action for infringement of a Saudi 

right if the act of infringement is committed in Saudi Arabia. Therefore, the claimant does not have a 

valid cause of action to bring a dispute, relating to the infringement of a Saudi right, before the Saudi 
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court if the act of infringement occurs abroad. However, article 26 of the Patent Regulation of the 

Cooperation Council for the Arab States of the Gulf could be interpreted to give jurisdiction to the 

Committee in the Saudi Patent Office over an act of infringement which occurs outside Saudi Arabia. For 

this reason, this article must be revised to be in line with the provision that only the forums of the state 

where the act of infringement is committed have authority to rule on the action
327

.  

Generally, the rules of tort apply to the place where the act is committed and the place where the 

damage arose. However, in infringement disputes relating to trademarks or patents, the Saudi court must 

not have jurisdiction over an action committed outside the territory of Saudi Arabia, even if the damage 

arose in Saudi Arabia. The causes of action which constitute the infringement of Saudi rights are defined 

in the Saudi Patent Law, the Saudi Trademark Law and the Patent Regulation of the Cooperation Council 

for the Arab States of the Gulf. A right holder or a licensee is allowed to raise his claim against an alleged 

infringer who acts in Saudi Arabia in one of certain specific actions. These regulations do not regard a 

financial loss as a reason to constitute an infringement. Theoretically, if a Saudi patent is manufactured 

abroad, there is no cause of action to sue the manufacturer before the Saudi court, even if the right holder 

or licensee suffers financially in Saudi Arabia, but the obligation will be against an importer or a seller of 

the affected product in Saudi Arabia
328

. 

In respect of jurisdiction over contracts in relation to the exploitation of patents or trademarks, the 

Saudi forum may have jurisdiction over the contract disputes in certain circumstances. The first scenario 

is that the forum will have jurisdiction over the dispute if the contract is performed in Saudi Arabia and 

the parties to the contract do not choose a specific foreign court to rule on their potential issues. In such 

circumstances, because of the territorial limitation of protection, the right exploited must be registered 

and protected in Saudi Arabia. In addition, if a contract is for the exploitation of parallel rights in many 

states, the Saudi court will have jurisdiction over obligations performed in Saudi Arabia. The plaintiff 

must identify these obligations precisely. Therefore, the Saudi forum will not have jurisdiction over 

obligations in relation to the exploitation of foreign rights
329

.          

The second situation is that the Saudi court will have jurisdiction to determine a dispute if the 

parties agree to give authority to the forum, or when the plaintiff brings the issue before the court and the 

defendant appear voluntarily before that forum, even if it did not originally have jurisdiction over the 

case. However, this ground of jurisdiction will not apply if the subject matter of the dispute is subject to 

exclusive jurisdiction of a specific court, such as the jurisdiction over the validity of a patent, which is 

exclusive to the courts of the state of registration. In addition, if the plaintiff brings the action before the 
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Saudi forum and the defendant appears before the court to resist its jurisdiction, this submission will not 

give authority to the Saudi court
330

.   

In patent and trademark disputes, the parties’ agreement and the voluntary submission of the 

defendant before the Saudi court will give jurisdiction to the forum over contractual obligations, even if 

the right exploited is foreign. The Saudi forum could rule on an action for infringement of a foreign right 

if the action is raised in connection with a contract in relation to the exploitation of the right concerned 

and the parties to the contract give authority to the Saudi court to decide on their potential disputes. Based 

on this fact, if the parties to an action for infringement of a foreign right are not in agreement to exploit 

the infringed right, the Saudi court is not allowed to rule on the action, even if the parties agree to give 

jurisdiction to the Saudi forum over the dispute. This approach is suggested, because the parties to the 

contract relating to the exploitation of a patent or a trademark often select the court which will have 

jurisdiction to resolve any potential differences. Hence, this approach is appropriate to avoid the difficulty 

which may occur when the Saudi court is prevented from deciding the infringement dispute. In such 

circumstances, the parties are compelled to commence a separate claim before a foreign court to decide 

the infringement action. The situation becomes more complex when the facts of both litigations overlap, 

which means that both issues undoubtedly have to be determined by a single forum. Finally, this approach 

gives the parties to a contract for the exploitation of patents or trademarks many advantages. They can 

consolidate proceedings relating to contractual and non-contractual obligations before a single forum, 

even if the contract is to exploit rights in different countries
331

.     

Saudi law gives authority to rule on the validity of Saudi rights to Saudi competent forums. On the 

contrary, the Patent Regulation of the Cooperation Council for the Arab States of the Gulf does not 

contain a special article to regulate the question of which forum should hear the validity of GCC 

patents
332

. In cases where the core of a dispute concerns only the validity of a right, jurisdiction over the 

dispute must be exclusive to the courts of the state of registration
333

. There are two theoretical concepts in 

relation to jurisdiction over the validity of patents obtained in accordance with the rules of the Patent 

Regulation of the Cooperation Council for the Arab States of the Gulf. The first approach gives exclusive 

authority to the Committee in the GCC Patent Office over the issue of the validity, and logically, if a 

GCC patent is concluded to be invalid, the decision will be applied in all Contracting States of the 

Regulation. The second approach gives exclusive jurisdiction to an authorised court in each Member State 

over the validity of GCC patents in its own jurisdiction. Based on this view, the Committee in the Saudi 

Patent Office only has jurisdiction over the validity of GCC patents in Saudi Arabia and if a GCC patent 
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is concluded to be invalid, the result will only affect the patent in Saudi Arabia. As to the validity of 

parallel patents in the other Contracting States of the Regulation, these will not be affected at all due to 

the independence of each patent in each Member State
334

.     

In cases where Saudi legislators want to regulate the authority of a Saudi forum over the validity 

of a foreign right which is challenged during infringement proceedings, or throughout a dispute 

concerning a contract in relation to the exploitation of the right, it is significant to mention that in order to 

regulate this point in Saudi law, the Saudi court must have jurisdiction over disputes relating to the 

infringement and exploitation of foreign rights. The rationale behind this concept is that if the Saudi court 

does not have jurisdiction over these cases, there is no need to legislate on the question of deciding the 

validity of a foreign right when it is raised incidentally. Depending on the presumption that the Saudi 

court is allowed to hear the issue in connection with an infringement action or a license agreement 

relating to a foreign right, if the validity of the right is incidentally challenged during the proceedings of 

the Saudi forum, it must not rule on the issue of the validity. At the same time, it must not lose its 

jurisdiction over the original action. Instead, the court should refer the issue of the validity to the courts of 

the state of registration and suspend its proceedings until judgment on the validity is pronounced. This 

approach is preferred, in order to protect the jurisdiction of the Saudi forum over the original action and to 

avoid uncertainty regarding jurisdiction over the original action
335

. Moreover, article 83 of the Law of 

Procedure before Shari'ah Courts provides a foundation for this approach. It states, ‘If a court determines 

that its judgment on the merits of a case should be contingent on ruling on another issue on which the 

judgment depends, it shall order suspension of the case and the litigants may request proceeding with the 

case when the cause of suspension lapses.’ The negative consequence of this approach is that the 

proceedings of the issue of the validity and of original action will be decided separately before the court 

of the state of registration and the Saudi court. However, this drawback is minimised by the fact that the 

original action will be suspended until the issue of the validity is decided, regardless of which court 

determines the validity of the right. Therefore, the appropriate approach for Saudi law is that jurisdiction 

over the issue of the validity is exclusive to the courts of the state of registration, whether the issue is 

raised alone or as a defence
336

. 

The traditional concept of jurisdiction over an action for infringement relating to a patent or a 

trademark is that the forums of the state of registration have jurisdiction to determine the dispute. In 

addition, a court cannot rule on an action for infringement of a foreign right
337

.  
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The principle is that the court which has authority because the act of infringement occurs in its 

own jurisdiction cannot expand its authority to determine an action for infringement which is committed 

in a foreign state. This approach must be applied, even if the acts of infringement concern parallel rights, 

which obtained in accordance with the rules of such an international convention or a community 

regulation. Based on this fact, it is appropriate to revise article 26 of the Patent Regulation of the 

Cooperation Council for the Arab States of the Gulf. This article may be interpreted generously to give 

jurisdiction to the Committee in the Saudi Patent Office over any act of infringement committed in the 

other Contracting States of the Regulation. For this reason, this article must be reformed to provide the 

principle that the Committee in the Saudi Patent Office has jurisdiction over the act of infringement 

which is committed in Saudi Arabia. This suggestion is supported by the fact that the last sentence of the 

Article states a court of a Member State will apply its own patent law to resolve any matter which is not 

governed by the Regulation. This principle must be read in conjunction with the fact that only the law of 

the protecting state must be applied to the infringement action. Therefore, because the Committee in the 

Saudi Patent Office is not allowed to apply the Saudi Patent Law to an action for infringement of a GCC 

patent committed outside Saudi Arabia, it should have jurisdiction over an infringement action which 

occurs in Saudi Arabia
338

.    

Consolidating the infringement actions before a single Saudi forum is acceptable in certain 

circumstances, providing that it does not lead to postponement of the proceedings of the Saudi court, or 

weakening the interests of the defendants. The first scenario is in cases where the multiple defendants 

infringe the same Saudi right in Saudi Arabia. These actions could be consolidated before a single Saudi 

forum, even if one of the defendants is resident abroad
339

.   

The second situation is when the infringement actions are committed in different states. In order to 

consolidate these actions before a single Saudi forum, certain stipulations must be met and the Saudi 

court should evaluate the satisfaction of these conditions. The first requirement is that the defendants 

must have a connection, such as a parent company and its subsidiaries, or a company and its branches or 

agencies. This requirement will be also satisfied when the infringers are a manufacturer which exports the 

affected products through distributors and sellers. The second stipulation is that a connection between the 

rights in question is required. This condition is met when the infringed rights are parallel patents obtained 

according to the provisions of the Patent Regulation of the Cooperation Council for the Arab States of the 

Gulf. As to parallel national rights, because each right is separately examined and registered in 

accordance with the law of each state of registration, the Saudi forum holding the cases should evaluate 

the connection between the rights concerned. If the previous requirements are met and the main infringer, 
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who is alleged to be responsible for the vast majority of infringement activities, has a place of residence 

in Saudi Arabia and does his centre of infringement activities in Saudi Arabia, the Saudi competent court 

is allowed to consolidate the proceedings into one action
340

.       

Generally, if the Saudi court does not have jurisdiction to rule on a cross-border dispute 

concerning a patent or a trademark, it must dismiss the case because of the lack of jurisdiction. At the 

same time, in cases where the Saudi forum has authority to hear the litigation, it does not mean that it 

cannot stay its proceedings, because there are certain circumstances in which the Saudi forum must stay 

its proceedings over the case. In patent and trademark disputes, there are three scenarios in which the 

Saudi court might be asked to stay its proceedings
341

.  

The first scenario is when the case is in connection with a contract in relation to the exploitation of 

a patent or a trademark and the parties give jurisdiction over their potential differences to a foreign court. 

In such circumstances, if the plaintiff brings the action before the Saudi court, it must stay its proceedings 

over the dispute in favour of the chosen court, even if the contract is performed in Saudi Arabia. 

However, the Saudi forum may hear the issue in two circumstances. First, if the plaintiff argues that 

litigating the dispute before the chosen forum involves applying a rule that is inconsistent with the rules 

of Sharia. Second, when he introduces logical reasons showing that a judgment from the Saudi forum on 

the dispute is better than the decision from the chosen court. In such circumstances, the Saudi forum must 

evaluate the arguments and if it is convinced, the court should rule on the case. On the other hand, in 

cases where the core of a dispute is an action for infringement of a Saudi right, the Saudi court should 

have jurisdiction to rule on the dispute, even if the parties have agreed to give authority over the action to 

a foreign court and the claimant does not show any reason to disregard the jurisdiction clause. This is 

because the parties’ agreement must be set aside in such cases
342

.   

The suggested approach is different from the conclusions in the judgment no 15/T/3/ 1424 H on 

the case no 1804/1/Q in 1422 H 
343

. The Court of Appeal in the Board of Grievances stated that in cases 

where a national party is in a contract with a foreign non-Muslim and the parties choose a foreign court to 

determine their potential differences, the Saudi court is allowed to rule on the dispute, providing that the 

foreign party brings the action before it. In such circumstances, the court must ignore any argument from 

the national party against its own jurisdiction. The Court of Appeal in the Board of Grievances justified 

its judgment on the basis that the national party is supposed to be Saudi and Muslim. Therefore, 
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according to the rules of Sharia, he cannot bring his dispute before a non-Sharia court
344

. The default 

implied in this approach is that the national party does not have the right to deny the jurisdiction of the 

Saudi court, even if he has reasonable arguments against this jurisdiction. At the same time, he is not 

allowed to bring the action before the Saudi court, even if he has a logical reason to disregard the 

jurisdiction clause
345

.  

In addition, according to the rules of Sharia, if a dispute occurs in Islamic states and involves a 

Muslim party, it is unanimously agreed that only Islamic courts have jurisdiction to hear the case. The 

Court of Appeal in the Board of Grievances seems to apply this principle incorrectly, because it does not 

allow the national party, who is assumed to be Muslim, to bring the action before the Saudi court at all. 

Furthermore, there is a principle in the rules of Sharia that implies that when Muslim parties are in a 

contract, they have to obey the clauses of the contract, providing that these stipulations are not 

inconsistent with Sharia. The approach of Court of Appeal in the Board of Grievances seems to be 

inconsistent with this principle, because the forum allows the plaintiff not to honour the jurisdiction 

clause, even if he does not show any concern regarding the rules of Sharia. Moreover, because the 

implication of the Saudi approach is that the foreign party is permitted not to honour the forum-selection 

clause, without presenting any rational reason, this approach is regarded as a legal loophole in the judicial 

procedure of the Saudi forum. In addition, this approach is not applied if the parties are legal entities, 

because they do not have religion and the owners of these legal entities might be Saudi or foreign 

nationals. Furthermore, this approach seems to be applied incorrectly in cases where the Saudi party is not 

Muslim and the foreign party is Muslim
346

.     

Also, according to the rules of choice of law relating to patent and trademark disputes, the Saudi 

approach is not helpful. This is because if the case is considered by a foreign court, it does not mean that 

the forum will apply a rule inconsistent with Sharia, even if the right concerned is Saudi. If the dispute is 

in connection with a contract in relation to the exploitation of a trademark or a patent, the parties have the 

right to choose a specific law to govern contractual obligations and they may choose Saudi law to govern 

the disputes. In general terms, it is mandatory to apply the law of the protecting state to infringement 

actions, even if the actions are ruled by a Saudi forum. Finally, the approach of the Court of Appeal in the 

Board of Grievances applies only in cases where one party is Saudi and the other is foreign non-Muslim. 

Thus, if both parties are foreign non-Muslim or if both parties are Muslim, or even Saudi, the Court of 

Appeal in the Board of Grievances does not provide a helpful approach
347

.  
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The second scenario is when the parties have a valid agreement to refer the dispute to arbitration. 

Article 11 section 1 the Saudi Arbitration Act 2012 adopts the principle that the Saudi forum must stay its 

proceedings over the issue if the parties have agreed to submit the dispute to arbitration. This article 

amends the abandoned approach presented in the judgment of the Court of Appeal in the Board of 

Grievances no 15/T/3/ 1424 H on the case no 1804/1/Q in 1422 H
348

. It upheld that when the parties to a 

contract are national and foreign non-Muslim and when they have an agreement to resolve their dispute 

before a foreign arbitration panel, the Saudi court will have jurisdiction over the case if the foreign non-

Muslim party brings the action before the forum
349

.   

The third scenario relates to parallel proceedings. Article 71 of the Law of Procedure before 

Shari'ah Courts allows a defendant to raise the defence to stay the proceedings of the Saudi court because 

the same dispute has commenced before another court. However, this article does not provide remediation 

for the question of which forum should have the priority to determine the dispute. Unfortunately, a 

judgment from Saudi courts presenting an approach on this point has not yet been found
350

. In such 

circumstances, certain conditions must be met to examine the question of which forum should have the 

priority to hear the dispute. Firstly, both forums must have jurisdiction over the case. Secondly, the cause 

of action and the parties of both proceedings must be the same
351

.  

In relation to incorporate appropriate rules, regarding the issue of parallel proceedings, into Saudi 

law, it is significant to mention that if a dispute concerns an action for infringement of a foreign right, or a 

patent obtained according to the rules of the Patent Regulation of the Cooperation Council for the Arab 

States of the Gulf and infringed outside Saudi Arabia, the Saudi legislators do not need to establish a 

principle. This is because the Saudi court does not have jurisdiction over these cases. Moreover, for the 

same reason, there is no need to establish a rule regarding a dispute that is subject to the exclusive 

jurisdiction of a specific court, such as an issue concerning the validity of a foreign right. It is exclusive to 

the courts of the state of registration. However, the legislators do need to legalise the principles regarding 

the issue of parallel proceedings in certain circumstances. In cases where the parties to a contract in 

relation to the exploitation of a patent or a trademark give jurisdiction over their potential disputes to 

Saudi and foreign courts, and in situations when the dispute concerns an action for infringement of a 

Saudi right and a foreign court has jurisdiction to rule on the case
352

. In these situations, if both courts 

seize the same dispute, the legislators have two approaches; one prefers to give jurisdiction to the most 
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appropriate forum to rule on the case
353

. The other approach gives the priority to handle the dispute to the 

first court seizing the issue
354

. Both approaches lead to the same result when the issue concerns an action 

for infringement of a Saudi right and when the Saudi court, which is the best forum to decide the issue, 

seizes the dispute first. However, if the Saudi court holds the dispute second, it should have the priority to 

handle the dispute. The relational behind this approach is that the Saudi court is certainly the best forum 

to determine the case and because a judgment on the dispute issued by a foreign court may not be 

recognised or enforced in accordance with Saudi law. In such circumstances, the foreign court may stay 

its proceedings on the ground of forum non- conveniens
355

.   

In cases where the parties to a contract for the exploitation of a patent or a trademark give 

authority over their potential disputes to Saudi and foreign courts, the appropriate approach for Saud law 

is that if the right exploited is not Saudi and does not belong to the state of the other court, the court that 

holds the dispute first should be given the priority to rule on the issue. This is because both forums have 

equal interests regarding the case and their jurisdiction is given by virtue of the same ground of authority. 

Therefore, the jurisdiction should be given to the first forum receives the dispute. The same approach 

should be applied in cases where the forum, which seizes the dispute first, belongs to the protecting state, 

because it is the best court to rule on the action. Difficulties will emerge when the right exploited belongs 

to the state which its court holds the dispute second. One of the theoretical suggestions is that the forum 

of the state of registration should have the priority to decide the dispute, because the contract is performed 

in its own jurisdiction and it is the best forum to rule on the case. The other theoretical concept is that the 

court that seizes the case first should have the priority to determine the case, because it holds the issue, 

based on a legal ground of jurisdiction
356

.       

3.5.2 The Recommendations  

The foregoing analysis of the rules of international jurisdiction of Saudi courts does suggest that 

the Saudi legislators must consult a State-holder with a view to devising an appropriate legislative 

framework. They should take account of such EU rules and find suitable solutions for Saudi law.  In 

addition, the legislators should take into account the rules of Sharia and Saudi public policy. They should 

revise any approach that is inconsistent with them, because in practice, the Saudi forums will not apply a 

rule inconsistent with Sharia or Saudi public policy. The rules which are in connection with cross-border 

disputes relating to patents or trademarks should be promulgated in separate articles.   
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             In my opinion, it is practically possible to incorporate the following approaches into Saudi law. It 

seems to me that these approaches are not inconsistent with Sharia and Saudi public policy. Therefore, 

there is no need to revise them.   

     Firstly, the approaches in connection with the issue of the validity of patents or trademarks are as 

follows:  

A) The Saudi courts do not have jurisdiction over the validity of foreign patents and trademarks, 

whether it is raised alone or as a defence. 

B) The Saudi forums have exclusive jurisdiction over the validity of Saudi patents and trademarks, 

regardless of which way the validity is challenged.   

There is a need to revise Saudi law. Article 25 of the Saudi Trademark Law and article 32 of the Saudi 

Patent Law, which give jurisdiction to Saudi courts over the issue of the validity of Saudi trademarks and 

patents, must be reformed to state that the jurisdiction of Saudi forums over these matters is exclusive. In 

addition, the Law of Procedure before Shari'ah Courts must be amendment to articulate the principle that 

the courts of the state of registration have exclusive jurisdiction over the validity of its own patents and 

trademarks.  

            The Patent Regulation of the Cooperation Council for the Arab States of the Gulf must be revised 

to establish an approach relating to jurisdiction over the validity of GCC patents, whether to give 

exclusive jurisdiction over the issue to the GCC Patent Office, or to give exclusive authority to competent 

forums of each Member State regarding the validity of GCC patents in its own jurisdiction. 

     Secondly, the approaches in connection with infringement actions are as follows: 

A) The Saudi courts have exclusive jurisdiction over infringement actions relating to Saudi patents 

and trademarks
357

. 

B) The Saudi forums do not have jurisdiction over the acts of infringement in relation to foreign 

patents and trademarks.  

The analysis above clearly shows that there is a strong case to include these rules in Saudi law by 

revising the rule enacted in article 4 section D of the GCC Convention for the Execution of Judgments, 

article 28 section D of the Riyadh Arab Agreement for Judicial Cooperation, article 17 section C of the 

bilateral agreement for Judicial Cooperation with the Republic of Kazakhstan, article 23 section F of the 

bilateral agreement for Judicial Cooperation with the Republic of Yemen, article 23 section F of the 

bilateral agreement for Judicial Cooperation with the Kingdom of Morocco, article 19 section C of the 
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bilateral agreement for Judicial Cooperation with the Syrian Arab Republic and article 26 section A of the 

Law of Procedure before Shari'ah Courts. These articles imply that Saudi courts have jurisdiction over the 

acts of infringement which occur in Saudi Arabia. They must be reformed, in order to incorporate into 

Saudi law the previous approaches.  

Thirdly, if a dispute is in connection with a contract for the exploitation of a patent or a trademark, 

Saudi law has recognised the principle that the Saudi forum will have jurisdiction to hear the dispute if 

the contract is performed in Saudi Arabia and the parties do not choose a particular foreign court to rule 

on their potential differences. Hence, there is no need to give a recommendation for Saudi law regarding 

this point. However, because the bilateral agreements for Judicial Cooperation with the Republic of 

Kazakhstan and the Syrian Arab Republic do not contain this rule, these agreements must be revised and 

involve this principle. 

Fourthly, when the parties to a contract in relation to the exploitation of a patent or a trademark 

select a Saudi court to determine their potential issues, whether or not the contract is performed in Saudi 

Arabia, my opinion is that it is practically possible to incorporate the following approach into Saudi law.  

A) The chosen court has exclusive jurisdiction over the contract disputes.  

B) In addition to contractual obligations, the chosen forum is allowed to rule on infringement actions 

raised in connection with the contract.  

In order to include these approaches in Saudi law, the legislators must revise the principle which 

states that Saudi forums shall have jurisdiction over a dispute if the parties agree to give the jurisdiction to 

the courts. It is established in article 28 of the Law of Procedure before Shari'ah Courts, article 4 section 

E of the GCC Convention for the Execution of Judgments, article 28 section E of the Riyadh Arab 

Agreement for Judicial Cooperation, article 17 section D of the bilateral agreement for Judicial 

Cooperation with the Republic of Kazakhstan, article 23 section G of the bilateral agreement for Judicial 

Cooperation with the Republic of Yemen, article 23 section G of the bilateral agreement for Judicial 

Cooperation with the Kingdom of Morocco and article 19 section D of the bilateral agreement for Judicial 

Cooperation with the Syrian Arab Republic.    

Fifthly, there is a need to regulate the question of consolidating infringement actions before a 

single Saudi forum when the defendants are multiple. It is apparent from the foregoing analysis that it is 

practical to apply the following approaches in Saudi law.  

A) The Saudi forum is allowed to consolidate the infringement actions, providing that hearing the 

issues together does not negatively affect justice, or delay the proceedings of the court. 

B) If the previous stipulation is satisfied, the Saudi forum can consolidate the infringement 

proceedings, which concern the same Saudi right, in one action. 
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C) When defendants infringe parallel rights in more than one state, the Saudi court could consolidate 

the proceedings into one action, providing that the main infringer who is alleged to be responsible 

for the vast majority of infringement activities, has a place of residence in Saudi Arabia and does 

his centre of infringement activities in the Saudi territory. Moreover, the Saudi court has to be 

convinced that the defendants could be sued together in a single action and the infringed rights 

have a reasonable degree of connection. 

To incorporate these principles into Saudi law, the Saudi legislators should revise the judicial 

agreements which the Saudi government has ratified. They should also reform article 26 section C of the 

Law of Procedure before Shari’ah Courts, which gives jurisdiction to Saudi courts over a foreign 

defendant, who does not have a place of residence in Saudi Arabia in cases where ‘the lawsuit is against 

more than one person and one of them has a place of residence in the Kingdom’.     

Sixthly, the Saudi legislators must regulate the question regarding the jurisdiction of Saudi forums 

over a contract in relation to the exploitation of a patent or a trademark in cases where the parties choose 

a specific foreign forum to rule on their potential issues. The previous investigation has shown that Saudi 

law must be reformed to enact the following approaches. 

A) The Saudi forum must decline its jurisdiction if the parties have a valid agreement to refer their 

dispute to a specific foreign forum. 

However, the Saudi court may hear the case in two circumstances: 

A) If the plaintiff claims that a judgment from the Saudi court will result in better justice, and will 

resolve the dispute, than the award from the chosen court.  

B) If the plaintiff argues that litigating the dispute before the chosen court involves or leads to 

application of a rule inconsistent with the rules of Sharia. 

In these situations, the Saudi court should evaluate the arguments and if the forum is convinced, it should 

rule on the dispute.   

Seventhly, the previous analysis has shown that Saudi law must have an answer to the question of 

which court should have the priority to decide contract disputes in cases where the parties give 

jurisdiction to Saudi and foreign courts over the disputes and there are parallel proceedings in the chosen 

forums. In my opinion, the suitable approaches relating to this question are as follows: 

A) When the contract is performed in a third state, or in the state whose forum seizes the case 

first, the first court seized with the issue should have the priority to decide the dispute.   

B) In cases where the right exploited belongs to the state whose forum seizes the dispute second, 

the legislators have two possible practical approaches to be followed, either to give priority to 

the court which seized the issue first, or to the court of the protecting state.   
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C) In both situations, when the Saudi court does not have the priority to decide the issue, it should 

stay its proceedings in favour of the other court, and if the jurisdiction of the forum having the 

priority to hear the dispute is established, the Saudi court must decline its jurisdiction over the 

issue. 

Saudi law and the judicial agreements which the Saudi government has ratified should be revised to 

involve these rules.   

Eighthly, there are two recommendations relating to the Patent Regulation of the Cooperation 

Council for the Arab States of the Gulf. Firstly, article 26 of the Regulation must be modified to state the 

approach that the court of each Contracting State has jurisdiction over an act of infringement that occurs 

or may be committed in its own jurisdiction. Secondly, the Committee in the GCC Patent Office should 

be given supranational jurisdiction over disputes relating to contracts of exploitation, infringement and 

validity of patents obtained, in accordance with the provisions of the Regulation. The direct positive 

consequence of this suggestion is that when parallel GCC patents are infringed, or exploited by an 

unauthorised person, in more than one Member State, the plaintiff is allowed to consolidate the actions 

before a single forum, which has also jurisdiction over the validity of the rights.  
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Chapter 4: The Rules of Applicable Laws 

4.1 The Introduction  
Once a Saudi forum has jurisdiction over a cross-border dispute relating to a patent or a 

trademark, it must handle the question of which law must be applied to the case. As has been mentioned 

above
358

, Saudi law upholds a characteristic principle of applicable law, because only Saudi law and the 

rules of Sharia are applied to the disputes brought before Saudi forums. The aims of this chapter are to 

analyse and evaluate the Saudi rules of choice of law, in order to establish whether or not they are suitable 

to be applied in cross-border disputes concerning patents and trademarks. This chapter also intends to 

revise these rules and make them more flexible and advanced, in order to attract parties to bring these 

types of disputes before Saudi forums.  

In this chapter, the Saudi rules of choice of law will be explained. The defaults and the potential 

drawbacks involved in these principles will be highlighted. In addition, this chapter will explain the 

question of which law is acceptable in the light of Sharia. Next, this study will explain and evaluate the 

question of which law should be applied to actions for infringement of patents or trademarks. Moreover, 

this chapter will investigate the question of which law must be applied to contracts in relation to the 

exploitation of patents or trademarks. Additionally, I will clarify the exceptions that prevent Saudi courts 

from applying foreign law. Finally, this chapter will conclude with notable findings and 

recommendations.   

4.2 The Principle of Applicable Law in Saudi Arabia 

4.2.1 The General Principles  

Saudi law does not contain a special principle to define which law is applicable to patent and 

trademark disputes brought before Saudi forums. However, in general terms, the Saudi regulations have 

emphasised that disputes brought before the Saudi courts must be governed only by the rules of Sharia 

and laws which are promulgated by the Saudi government, providing that these laws are not inconsistent 

with Sharia. This rule is articulated in article 1 of the Law of Procedure before Shari'ah Courts which 

states, ‘Courts shall apply to cases before them provisions of Shari’ah laws, in accordance with the 

Qur’an and Sunnah of the Prophet (peace be upon him), and laws promulgated by the State that do not 

conflict with the Qur’an and Sunnah.’ The new Law of Procedure before Shari'ah Courts, which is not yet 

issued, seems to apply the same approach
359

. This concept is also confirmed in article 48 of the Basic Law 
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of Governance. In Arabic text, the articles state that the laws must be promulgated by Wali Alamr. The 

term of Wali Alamr is used in Islamic societies to describe an Islamic governor and authority
360

. Based on 

these facts, the concept, which suggests that the Saudi courts are prevented from applying foreign law if it 

is inconsistent with the rules of Sharia,
361

 is incorrect. This is because the previous articles state that the 

forums apply only two kinds of rules: the rules of Sharia and laws which are promulgated by the Saudi 

government, providing that these laws are not incompatible with Islamic laws. As a consequence, only the 

Saudi regulations and the rules of Sharia are applied to the cases brought before the Saudi courts, which 

are prevented from applying foreign law at all, even if it is not incompatible with the rules of Sharia. 

One further matter that needs to be addressed is the reason why the Saudi legislators prefer the 

previous approach. However, the obvious answer to this question has not yet been found. Hence, in the 

following section, the Saudi rules of choice of law will be evaluated, in order to verify whether or not 

they are appropriate to be applied in patent and trademark disputes.     

4.2.2 The Evaluation of the Saudi Principle of Applicable Law  

The Saudi forum will apply the rules of choice of law enacted in Saudi law without difficulty 

when the dispute concerns the infringement of a right obtained, in accordance with Saudi law or the 

Patent Regulation of the Cooperation Council for the Arab States of the Gulf. The reason behind this 

concept is that the Saudi court will govern the action by the law of the protecting state, as will be seen 

later
362

. The law governing an action for infringement of a Saudi right or a GCC patent is Saudi law and 

the Patent Regulation of the Cooperation Council for the Arab States of the Gulf. Both laws are 

promulgated by the Saudi government. Moreover, the Saudi rules of choice of law will not raise any 

concern if the core of a dispute is the validity of a Saudi right, because Saudi law will govern the case. 

For the same reason, these rules will be applied without difficulty if the dispute concerns a contract in 

relation to the exploitation of a patent or a trademark and the parties choose Saudi law to govern 

contractual obligations. Hence, the Saudi forum will not face the complication of applying the Saudi rules 

of choice of law when the law applicable to the dispute is promulgated by the Saudi government or the 

rules of Sharia.   

Contrary to the conclusion of the previous paragraph, the Saudi rules of choice of law are 

criticised, due to the fact that patent and trademark disputes are not necessarily between national parties 
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or concerning Saudi rights. According to the Saudi rules of international jurisdiction, which has been 

examined in the previous chapter, the disputes brought before Saudi courts may involve a foreign party, 

or may concern a foreign right. In such circumstances, the Saudi principles of applicable law will raise a 

concern if the law of a foreign state is the applicable law. For example, if parallel rights are infringed in 

more than one state and the Saudi court decides to consolidate the proceedings into one action, the forum 

may apply the law of the protecting state to the infringement action occurring in each country. Moreover, 

in general terms, the parties to a contract are allowed to choose a specific law to govern contractual 

obligations
363

. In this situation, if the parties to a contract in relation to the exploitation of a patent or a 

trademark give authority over their disputes to a Saudi forum and choose foreign law to govern the 

contractual obligations, the court should honour the parties’ choice and apply the chosen law. Hence, the 

Saudi rules of choice of law raise concerns in situations where it is mandatory to apply foreign law, or 

where the parties to the dispute select foreign law to govern their disputes which are brought before the 

Saudi forum.   

The concepts of justice and comity compel courts to respect and apply the laws of foreign states. 

English courts have long recognised these concepts. They respect and apply the laws of a foreign state to 

the disputes brought before them, because these laws involve crucial facts for the disputes; therefore, 

applying the foreign laws is significant for the realisation of justice
364

. In addition, in relation to 

applicable law, there are certain situations when the English courts rely on the concept of comity. The 

English forums do not enforce a contract involving a clause which constitutes a wrongful act for a foreign 

state, even if it is permitted in English law. At the same time, the English courts do not rule on an act 

authorised by the foreign laws when it is committed in that state
365

. Hence, justice and comity impose an 

obligation on the forums to respect and apply the foreign laws.    

When foreign law is the applicable law to a dispute brought before a Saudi forum, the Saudi rules 

of choice of law give the court a dilemma, whether to stay its proceedings over the case, or to apply Saudi 

law to the dispute, although the foreign law might not be inconsistent with the rules of Sharia. The former 

option is unacceptable and in this subject, Sender concludes    

The principle that a court will not exercise jurisdiction where it is unable to provide a remedy 

under the local law is contrary to the foundations of the jurisdiction rules. Indeed, declining 

                                                 
363

 Okasha Muhammad Abdulaal, Private International Law in United Arab Emirates, vol 1 (1
st
 edn, Dar Elmatboat Eljamiaiah 

1997) 611. 
364

 Lawrence Collins, ‘Comity in Modern Private International Law’ in James Fawcett (ed), Reform and Development of 

Private International Law: Essays in Honour of Sir Peter North (OUP 2002). 
365

 ibid. 



113 

 

jurisdiction to avoid applying foreign law to the dispute goes against the duty of the courts to 

ensure the adequate judicial protection of the parties.
366

  

The latter option is also unacceptable, because the Saudi court must apply the law of the protecting state 

to an action for infringement of a foreign right and apply the law chosen by the parties to contractual 

obligations. The facts involved in both laws are significant to achieve justice. Moreover, if the Saudi court 

applies Saudi law to an action for infringement of a foreign right, it might harm the interests of the 

protecting state. Therefore, the Saudi forum will disregard the concept of international comity. For 

example, it exists when Saudi law prevents the parties from exercising a right which is allowed by the law 

of the protecting state, or if the law of the state of registration regards certain acts to constitute an 

infringement liability, whilst Saudi law disregards these acts as infringement actions. In addition, 

applying the Saudi rules of choice of law will indubitably harm the interests of the parties to a contract in 

relation to the exploitation of a patent or a trademark if they have selected a specific law to govern 

contractual obligations. Clearly, if only the laws chosen by the parties provide a solution for a certain 

issue
367

. The direct consequence of the Saudi rules of choice of law is that parties will avoid bringing their 

disputes before the Saudi forum, in particular, when they have several options to resolve their issues, such 

as arbitration. Moreover, when a right holder wants to exploit his right in Saudi Arabia and prefers to give 

jurisdiction to the Saudi court over the potential differences, the Saudi rules of choice of law will 

undermine the possibility of the exploitation if the owner prefers a particular foreign law to govern 

contractual obligations. Certainly, it is not practical to apply the Saudi rules of choice of law to trademark 

and patent disputes.  

Based on the previous facts, the Saudi rules of choice of law must be reformed and the Saudi 

forum should apply foreign law, providing that the law is not inconsistent with Saudi public policy or the 

rules of Sharia. In this context, it is significant to note that recently, Saudi law has permitted the parties to 

choose foreign law to govern their disputes. For instance, article 38 section 1 of the Saudi Arbitration 

Law 2012 honours the parties’ choice to select a particular foreign law to govern their cases, providing 

that the chosen law is not inconsistent with Sharia or Saudi public policy. In contrast, the previous Saudi 

Arbitration Law 1983 implied that the arbitration tribunal should apply only Saudi law and the rules of 

Sharia to the issues
368

.   
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4.3 The Principle of Applicable Law in the Light of the Rules of 
Sharia 

Whilst suggesting ideas to revise the Saudi rules of choice of law, it is appropriate to clarify the 

question of which law is acceptable in the light of the rules of Sharia. This point is essential, because the 

rules of Sharia dominate all laws in Saudi Arabia. In addition to article 1 of the Law of Procedure before 

Shari'ah Courts and article 48 of the Basic Law of Governance, this fact is confirmed in article 7 of the 

Basic Law of Governance. It states, ‘Governance in the Kingdom of Saudi Arabia derives its authority 

from the Book of God Most High and the Sunnah of his Messenger, both of which govern this Law and 

all the laws of the State.’ Moreover, article 46 of the Law states, ‘The Judiciary shall be an independent 

authority. There shall be no power over judges in their judicial function other than the power of the 

Islamic Shari‘ah.’ Therefore, the aim of this section is to examine the concept of applicable law in the 

light of the rules of Sharia.  

In Islamic law, the parties are allowed to make contracts and run businesses, providing that these 

actions do not contain any clauses or subjects which are inconsistent with the rules of Sharia. There are a 

sufficient amount of principles in Islamic Jurisprudence to confirm this conclusion. For instance, it is said 

that a sale agreement is acceptable in the light of Sharia, providing that it does not contain any of the 

following issues: A) there is unawareness regarding the price, goods or the time when the sale is delayed. 

B) The subject matter of the sale is not available at the time of concluding the contract or could not be 

submitted without harming the seller. C) The sale is a result of compulsion. D) There is a limited time for 

the dealing, such as buying a car for only two months. E) The sale involves a stipulation which is 

incompatible with the rules of Sharia. For example, the purchaser accepts the deal, providing that he 

borrows from the seller a certain amount of  money369. In addition, the parties to a contract have to honour 

the clauses of the contract, except those  inconsistent with Islamic rules370. Moreover, the rules of Sharia 

accept any commercial dealing, providing that it does not lead to unfairness or injustice for both the 

parties, or one of them371. It is also said that the rules of Sharia do not accept any trade dealing if it 

contains any one of the following issues: fraud, interest or deceit. These issues are the main reasons to 

refuse commercial dealings in Islamic jurisprudence372. Moreover, pursuant to the rules of Sharia, 

property is not acceptable if it is the result of interest, gambling, fraud or any means which harm societies, 
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such as drug or alcohol trade373. Muslim judges should therefore accept all trading affairs, agreements and 

stipulations between the parties, except those inconsistent with the rules of Sharia.   

 When the latter conclusion is compared with the Saudi rules of choice of law, it is noted that 

according to the rules of Sharia, the court must initially review the applicable law and refuse to apply any 

clause or matter inconsistent with Sharia; whilst the Saudi rules of choice of law prevent the Saudi court 

from applying foreign law at all, even if the law is not incompatible with the rules of Sharia. Therefore, if 

the Saudi rules of choice of law are legalised in order to protect the rules of Sharia and to avoid applying 

any principle which may be inconsistent with Islamic laws, this approach seems to me to be a 

prejudgment in addition to the inconsistency with Islamic jurisprudence. Thus, based on the rules of 

Sharia, the Saudi court can apply foreign law, providing that the law is not inconsistent with Sharia. 

Interestingly, while article 1 of the Law of Procedure before Shari'ah Courts and article 48 of the 

Basic Law of Governance state that the Saudi court applies the rules of Sharia and laws which are 

promulgated by the Saudi government and are not inconsistent with Islamic laws, articles 7 and 46 of the 

Basic Law of Governance imply a different provision. They state, ‘the Book of God Most High and the 

Sunnah of his Messenger’, which are the original sources for Sharia, dominate the judiciary and all the 

laws of the Saudi government. Therefore, according to articles 7 and 46 of the Basic Law of Governance, 

the Saudi forum is allowed to apply the law of a foreign state, providing that it is not inconsistent with the 

Quran or the Sunnah. However, article 1 of the Law of Procedure before Shari'ah Courts and article 48 of 

the Basic Law of Governance, which are legalised to define the rules of choice of law for Saudi forums, 

prevent the courts from applying foreign law at all.    

After examining and evaluating the Saudi rules of choice of law, it is significant to examine the 

question of which law should be applied to govern patent and trademark cases. These disputes might be in 

connection with contracts in relation to the exploitation of patents and trademarks, or issues regarding 

infringement actions.     

4.4 The Applicable Law to Govern Infringement Actions 
Globally, there are few cases addressing the question of which law must be applied to govern an 

action for infringement of a foreign patent, because a court seldom rules on this type of action
374

. In Saudi 

Arabia, it is difficult to find a reported judgment which answers that question. Moreover, the Saudi 

Trademark and Patent Laws do not regulate question of which law must be applied to govern 
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infringement proceedings
375

. On the contrary, the Patent Regulation of the Cooperation Council for the 

Arab States of the Gulf regulates this point in article 26 of the Regulation.  

This section will examine and evaluate the approaches to which law should be applied to govern 

actions for infringement of patents and trademarks. The aim of this examination is to show a best 

approach to be incorporated into Saudi law.     

4.4.1 The Law of the State of Origin   

The first concept, which seems to be introduced as a theory,
376

 tends to accept that the law of the 

state of origin is the superior law to govern issues relating to patents and trademarks, such as infringement 

actions. The rationale behind this concept is that these rights are a kind of property, so a rule of choice of 

law, which provides that the law of lex situs is applicable to property, should be applied to define the law 

applicable to patents and trademarks
377

. In this situation, it is significant to answer the question: what is 

the state of origin for a trademark or a patent? There are many concepts to define the state of origin. The 

first approach is that the state of origin for patents is the first country which registers the patent. The 

following patents for the same invention registered in other states are governed by the law of the first 

state
378

. The rationale behind this concept is that this approach regards all patents registered in other 

countries for the same invention to be related to the first patent. Therefore, applying law other than the 

law of the first state registering the patent may have a negative impact on the novelty of invention and the 

rights of the owner of the patent
379

. As to a trademark, the state of origin is the first country where the 

mark is used
380

. Based on this approach, if the owner registers his patent, or uses his trademark, in other 

countries, the law of first state where the patent is registered and where the mark is used will govern an 

action for infringement of the right, even if the act of infringement is committed outside the territory of 

that state. However, the state of registration is the state where a patent or a trademark is registered and 

protected. Applying the law of the state of registration implies that the law of the state where the right at 

stake is registered and infringed will be called upon to govern infringement actions concerning that right. 

For example, if parallel national patents are registered in Saudi Arabia and Qatar and are infringed in both 

states, the Saudi court will apply Saudi law to govern infringement actions occurring in Saudi Arabia and 

the Qatari forum will call upon Qatari law to govern infringement actions committed in Qatar.        
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The second approach to define the state of origin for a trademark
381

 or a patent is that it is the state 

where the right is granted and in cases where the owner registers his right in many countries, each state 

will apply its own law to the right granted in its own territory. This approach regards the state of origin as 

same as the protecting state
382

. In infringement actions, this concept implies that the law of the state 

where the right in question is registered and granted will be called on to govern the actions. Finally, there 

is an approach concerning trademarks that tends to accept that the state of origin for a trademark is the 

state where the institution which uses that mark is located
383

. Based on this approach, when the trademark 

is infringed in the state where the institution which uses the mark is located, the law of that country will 

be called on to govern the infringement actions. In such circumstances, applying this approach will lead 

to the same conclusion as applying the law of the state of registration, because in both situations, the law 

of state where the act of infringement is committed is the applicable law to govern the action. Concerns 

will emerge when the institution, which uses the trademark, is located only in state A and its mark is 

registered and infringed in states B, C and D. The implication of this approach is that the law of the state 

where the institution is located (A) will be called on to govern the acts of infringement which are 

committed in states B, C and D. In contrast, applying the law of the state of registration implies that the 

law of the state where the right in question is registered and infringed will govern infringement actions 

committed in its own territory. Hence, a theoretical approach prefers that the law of the state of origin 

should be applied to govern infringement actions concerning patents or trademarks.       

 There are reasonable arguments against this concept
384

. One is that applying the law of the state 

of origin to actions for infringement of patents is not practical, because the patents from each state are 

independent and granted based on the governmental power of the state of registration. Thus, the principle 

of territorially is inconsistent with this approach
385

. Moreover, if a patentee, for example, wants to protect 

his invention in many states, he must submit applications to these countries which require certain 

examinations and procedures, in order to give protection
386

. If the invention is protected and infringed in 

more than one country, there is no reason to give priority to the law of one of the protecting states to 

govern all the infringement actions, because each state has equal interests to apply its own law to the 
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infringement action occurring in its own territory
387

. In addition, although applying this approach reduces 

the risks of changing the applicable law anywhere
388

, it may harm the interests of the litigants. For 

instance, if the law of a state grants a patentee a certain right and the law of the country of first 

registration deprives the patentee of that right, this is regarded as unfair treatment for the patentee
389

. 

Furthermore, according to the provisions of the Paris Convention, applying this approach to infringement 

actions is not acceptable, because the Convention respects the independence of each right in each 

Member State
390

. For these reasons, it seems that the approach of governing infringement actions in 

relation to patents by the law of the state of origin is abandoned completely
391

. Hence, it is not practical to 

apply the law of the state of origin to actions for infringement of patents or trademarks.  

4.4.2 The Law of the Protecting State  

The second famous and ‘irresistible’
392

 notion upholds the principle that the law applicable to 

actions for infringement of patents and trademarks is the law of the protecting state
393

. In order to define 

the meaning of the protecting state, Fawcett and Torremans report that, ‘the protecting state is not where 

the proceedings are pending’, but it is ‘the state where the infringement took place’
394

. In the vast 

majority of cases, although the law of the protecting state is the law of the state where the case is 
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decided
395

, the impotence of this approach emerges when the alleged infringers commit the wrongs in 

more than one state. In such circumstances, each action will be independently governed by the law of 

state where the action occurs
396

. The same approach is followed in article 93 of the Belgian Code of 

Private International Law, article 10.4 of the Spanish Civil Code, article 110 of the Swiss Private 

International Law 2007 and article 8 section 1 of the Rome II Regulation. It has been said that prior to the 

Rome II Regulation, there was no inconsistency in applying the law of the protecting state to 

infringement actions. Therefore, the Regulation confirms this approach
397

, which is also traditionally 

accepted
398

. In practice, a German Court confirmed this ruling and stated that the law applicable to a 

patent infringement dispute is the law of the protecting state
399 

. Hence, the law of the protecting state is 

the best law to govern infringement actions.        

The reasons why the law of the protecting state should govern infringement actions are several. 

Firstly, patents and trademarks have a close connection to the state of registration
 400

. Hence, applying the 

law of that state is essential to protect the public interests and economic aspects of the protecting state
401

. 

Secondly, the procedures of registering and protecting a right involve a competent officer making an 

examination to clarify whether or not the requirements embodied in its national law are satisfied
402

. If 

certain stipulations are met and the right is registered and protected, it is illogical to apply a law other 

than the law of protecting state to infringement actions concerning that right. Thirdly, due to the principle 

of the territoriality, a court must apply the law of the protecting state to infringement actions
403

. Fourthly, 

the state where the protection is demanded is often the state where the wrongful action occurs and where 

the dispute is decided. Hence, the court has no difficulties understanding foreign law, because it will 
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apply its own law to the action
404

. Hence, applying the law of the protecting state to infringement actions 

brings complete protection to the interests of the state of registration.   

4.4.3 The Law of the State where the Act Occurs      

In England, there is another approach. English law does not contain a specific rule to regulate the 

question of which law should be applied to govern actions for infringement of trademarks or patents.
405

 

However, it is upheld that if a UK right is infringed in England, English law will be mandatorily applied 

to the dispute
406

. The law applicable to the tort is based on the fact that the law of the state where the act 

of infringement is committed will govern the proceedings and the event which constitutes the tort against 

a registered right must occur within the territory of the protecting state
407

. This principle was endorsed in 

the case of Mölnlycke AB v Procter Gamble Ltd 
408

. The English court upheld that an action for 

infringement of a UK patent must occur within the English territory, in order to be considered under 

English law
409

. The Dutch approach to which law should govern infringement actions is similar to the 

English concept, because article 3 section 1 of the Dutch Private International Law applies the law of the 

state where the act of infringement takes place, and the Law does not contain a special rule regarding 

intellectual property rights. In practice, the Dutch Supreme Court stated in the case of Bigott v Doucal
410 

that the rules of tort are the laws applicable to copyright infringement disputes and it has been said that 

the same rules will be applied to actions for infringement of patents or trademarks
411

. The Canadian 

approach is also the same
412

. In this subject, Kono and Jurcys report, ‘the law of jurisdiction in which the 

tort occurred’ will govern tort obligations
413

.  Hence, the English, Canadian and Dutch approaches prefer 

to apply the rules of tort to infringement actions in respect of patents or trademarks.   
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The crucial point which needs to be clarified is what is the positional difference between applying 

the rules of tort and applying the law of the protecting state to infringement actions? It has been said that 

in most cases, the conclusion is the same
414

. An Italian author reached this conclusion when he interpreted 

article 54 of the Italian Private International Law, which states, ‘the rights on intangible property are ruled 

by the law of the state of exercise’. This is because in both approaches, judges must apply the law of the 

state where the alleged act is committed to decide whether or not that act is eligible to constitute 

infringement
415

. The most interesting example is the practice of the Austrian Supreme Court. Although 

article 34 section 1 of the Austrian Private International Law 1978 refers to the law of the country where 

the infringement or exploitation takes place, it turns, with support from scholars, into the law of the 

protecting state; in particular, where the acts occur in more than one state
416

. Moreover, the result of 

applying the Canadian approach is that the law of the protecting state is the applicable law to 

infringement actions, because Canadian forums determine only infringement actions concerning Canadian 

IP rights, which occur in the territory of Canada
417

. Consequently, the law of the protecting state is the 

suitable law to govern infringement actions in respect of patents and trademarks.   

4.4.4 The Applicable Law Regarding the Patent Regulation of the 
Cooperation Council for the Arab States of the Gulf 

The Patent Regulation of the Cooperation Council for the Arab States of the Gulf has an answer to 

the question of which law must be applied to actions for infringement of patents obtained according to the 

provisions of the Regulation. According to article 26 of the Regulation, the law of the protecting state 

must be applied in such circumstances. It states, ‘Such authority shall settle the said disputes in pursuance 

of the provisions of this Regulation, and of its own regulations governing national patents, if any, 

respectively, otherwise according to the general rules.’ This article establishes the same principle as 

article 8 section 2 of the Rome II Regulation and article 101 sections 1 and 2 of the Community 

Trademark Regulation 2009. All these regulations establish the principle that if a right is registered in 

accordance with the provisions of a community regulation, the rules of the regulation must be applied to 

an action for infringement of that right. They also introduce a solution to avoid inconsistency between the 
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principles of legislation in national laws of the Contracting States and the provisions of the community 

regulation. They establish the rule that in cases where there is an issue that is not governed by the rules of 

the community regulation, the national laws of the state where the act of infringement is committed will 

be called on to govern that matter. As a result, it confirms again that the law of the state of registration has 

the priority to govern infringement actions in respect of patents and trademarks.     

4.4.5 The Possibility of Changing the Applicable Law   

One further point to address is the possibility of changing the law applicable to infringement 

actions. Neither Saudi law, nor the Patent Regulation of the Cooperation Council for the Arab States of 

the Gulf gives an answer to this question. On the contrary, article 8 section 3 of the Rome II Regulation 

provides a reasonable solution and states that the law applicable to infringement disputes cannot be 

changed by the parties' agreement. In Spain, the same principle is followed
418

. The rationale behind this 

concept is that patents and trademarks have a strong link with the economy and public policy of the state 

of registration
419

. Thus, these interests may be harmed if a law other than the law of protecting state 

governs actions for infringement of these rights
420

. This approach becomes more logical when it is read in 

conjunction with the fact that there are close links between the scope of protection and the definition of 

which acts may constitute a violation and establish an acceptable cause of action to commence the 

infringement claim
421

. Therefore, the litigants cannot agree to change the law applicable to govern 

infringement actions at all.   

4.4.6 The Drawbacks Implicated in the Principles of the Applicable Law 

Based on the conclusion of the previous paragraph, it has been said that one of the major setbacks 

of applying the law of the protecting state to infringement disputes emerges when a court decides to 

consolidate infringement actions committed in more than one state into a single action. In such 

circumstances, the forum and the parties face the heavy burden of separately investigating the law of each 

state in respect of each right. Van Engelen points out that this investigation is not only to define the acts 

of infringement, ‘but also all other provisions of that applicable foreign law with regard to liability, 

damages and available remedies’
422

. In this subject, it has been said that because of the principle of 

territoriality, the forum is not allowed to apply a single law to remedy infringement actions that occur 
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both inside and outside its own state’s jurisdiction
423

. Therefore, the cost of litigation will be increased
424

 

and the benefits of consolidating separate infringement actions before a single forum will be 

undermined
425

.   

There are three potential solutions to avoid this disadvantage. Before presenting these approaches, 

it is significant to re-emphasize that if parallel rights registered in accordance with a community 

regulation or an international convention are infringed in more than one Member State, there is no need to 

apply the law of each Member State to an action committed in its own territory. The rationale behind this 

concept is that in such circumstances, if a court decides to consolidate the infringement actions committed 

in different Contracting States into a single action, the forum will apply the principles of the community 

regulation to govern these actions. As to the national laws of each Member State where the act of 

infringement is committed, these laws will be called only to govern any issue that is not legalised in the 

community regulation. Hence, actions for infringement of parallel rights registered in accordance with a 

community regulation will be governed according to the rules of the regulation and, in such 

circumstances, the court is exempted from applying a separate law to govern each action.   

There are three solutions to avoid applying the laws of different states to infringement actions 

committed in more than one country. The first logical solution tends to place a heavy burden on the 

litigants. In this concept, the court seizing the disputes will choose and apply a closely connected law to 

the actions. In cases where the court governs a right by a rule which is different from the rule established 

in the law of the state protecting that right, the parties are obliged to inform the court about this mistake. 

The core of this approach is introduced in section 321 of the American Law Institute Principles and article 

3:603 of the Principles for Conflict of Laws in Intellectual Property. It has been said that the court could 

rely on certain factors to establish which law has a close connection to the actions. Some of these factors 

are as follows: A) The law of the place of residence of the parties. B) The law of a country where the 

contract of the parties is concentrated. C) The range of the investment and the activities of the parties. D) 

‘The principle market toward which the parties directed their activities.’
426

 As a result, the first approach 
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prefers to apply the law of the closest state to the disputes and the parties must inform the court if it 

applies a principle which is different from the rule enacted in the law of the protecting state.  

The second solution is to accept that when the act of infringement occurring in a state is small, the 

court should ignore the law of that state and, in such circumstances, applying the rules of de minimis is 

helpful. An example is where trademarks are infringed on the Internet in 20 states, but the impact of 

damage in some of these states is extremely low, or not at all. In these situations, there is no needed to 

apply the laws of the 20 countries whose protection is sought and consideration should not be given to an 

act of infringement which results in a small amount of damage
 427

. The third approach is contained in 

article 110 section 2 of the Swiss Private International Law 2007. It implies that after raising the dispute, 

the parties are allowed to sign an agreement to apply the law of the forum which holds the dispute. Hence, 

there is an approach that tends not to apply the law of a state if the damage that occurs in that state is 

extremely minor, while there is an approach that permits the parties to agree to apply the law of the court 

deciding the case to infringement actions.  

4.4.7 The Scope of the Applicable Law  

Another matter that needs to be clarified is the scope of the law of the protecting state. It has been 

said that this is not limited to defining only which acts constitute the infringement, but it expands to cover 

the conditions of liability, the assessment of damages and the suitable remedies for the infringement
428

. 

Moreover, the status and the validity of patents and trademarks must be governed by the law of the 

protecting state
429

. It has been said that in theory, if a forum has jurisdiction over the validity of a foreign 

right, it has to apply the law of the state of registration, because its judgment has erga omnes effects. 

Consequently, the outcome of applying law other than the law of the protecting country may violate the 

principle of international comity and public policy of the state of registration
430

. The law of the protecting 

state is also applied to govern the issue of who is entitled to acquire a patent or a trademark and matters 

relating to the creation of the right
431

. Hence, the law of the protecting state is the law applicable to the 

validity of the right, the conditions of liability, the assessment of damages and the suitable remedies for 

the infringement. 
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4.4.8 The Appropriate Approaches for Saudi Law  

It is significant to re-emphasise that neither the Saudi Trademark Law, nor the Saudi Patent Law 

has an answer to the question of which law must be applied to infringement actions relating to patents or 

trademarks. However, it can be said with confidence that the appropriate law to govern these actions is 

the law of the protecting state. Therefore, the Saudi court must apply Saudi law to an act of infringement 

in relation to a Saudi patent and trademark. At the same time, when the Saudi forum considers an action 

for infringement of a foreign patent and trademark, the court must apply the law of the state of 

registration to the action.    

There are several rationales for this suggestion. The first reason is that the state of registration runs 

its own examinations and protects these rights in accordance with its own laws. After the registration, 

protection is only given in the territory of the state of registration. The law of the protecting state must 

therefore govern the infringement actions occurring in that state. The second reason is that causes of 

action which constitute the infringement of a registered trademark or patent are defined precisely in the 

law of the protecting state. For example, article 43 of the Saudi Trademark Law clarifies certain actions 

which constitute liability for the infringement and articulates that any person who commits one of specific 

actions against a Saudi registered trademark is regarded as an infringer of that mark. Article 47 of the 

Saudi Patent Law implies that a patentee can commence a claim against any person who infringes his 

patent without his consent, providing that the infringement action is committed in Saudi Arabia. The 

Article regards certain actions as exploitation of the invention. Therefore, it is not logical to apply foreign 

law to actions for infringement of Saudi patents and trademarks, because the foreign law may regard an 

act as an infringement that constitutes a liability, while Saudi law does not regard it as an infringement of 

Saudi rights. Thirdly, applying a law other than the law of protecting state to infringement actions is 

inconsistent with the principle of territoriality and may harm the public interests and economy of the 

protecting state. Hence, the Saudi forum must apply the law of the protecting state to actions for 

infringement of patents and trademarks.    

The Saudi court should apply the law of the protecting state to govern liability, the assessment of 

damages and the suitable remedies for the infringement. With regard to the issue of the validity of a right, 

it has been concluded above
432

 that the Saudi forum does not have jurisdiction over the validity of a 

foreign right. Therefore, there is no need to establish a rule regarding this point. However, in theory, if the 

Saudi forum is allowed to hear the validity of a foreign right, the court must apply the law of the 

protecting state to govern the issue. In cases where the Saudi forum rules on the validity of a Saudi right, 

the court must not call upon foreign law to validate or invalidate the right concerned. Instead, the court 
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must apply Saudi law to govern the validity of the right. Finally, the litigants are prevented from choosing 

foreign law to govern infringement actions and the issue of the validity. Hence, the Saudi court must 

apply the law of the protecting state to infringement actions, validity issues, liability, assessment of 

damages and suitable remedies for the infringement.  

In cases where the Saudi forum consolidates infringement actions committed in more than one 

state into one action, it must apply the law of the protecting state to each action. In such circumstances, it 

should be noted that there are many international conventions, such as the Paris Convention, which have 

been ratified to establish general principles concerning patents and trademarks. These agreements tend to 

institute minimum standards, in order to protect these rights. For example, article 25 section 2 of the Paris 

Convention states, ‘At the time a country deposits its instrument of ratification or accession, it will be in a 

position under its domestic law to give effect to the provisions of this Convention.’ Hence, the Paris 

Convention provides the Contracting States with minimum standards of protection for patents and 

trademarks
433

. In addition, when the defendants infringe parallel rights registered in accordance with a 

community regulation, the Saudi forum and the litigants will not face particular difficulties relating to the 

law applicable to infringement actions. The court will apply the rules of the community regulation to the 

infringement actions and will call on the national laws of each protecting state, in which its own right is 

concerned, to a point that is not legalised in the community regulation. Based on this fact, as there is a 

community regulation in the Arab States of the Gulf to regulate the principles of patents between these 

states, it is significant to issue the Trademark Regulation of the Cooperation Council for the Arab States 

of the Gulf, in order to harmonize the rules of trademarks between the Arab States of the Gulf.  

When the Saudi forum consolidates infringement actions relating to parallel national rights into 

one action, it is logical to follow the approach that the court should apply a closely connected law to the 

disputes. The parties should inform the court if it governs a right by a rule which is different from the rule 

established in the law of the state protecting the right concerned. The rationale behind this suggestion is 

that this approach raises a concern if there is a difference between the principles of applicable law and the 

rules of law of the protecting state. In such circumstances, each party will protect his interests and inform 

the court about the rules of the law of the protecting state. This approach becomes more logical when it is 

considered in conjunction with the fact that there are international agreements, such as the Paris 

Convention, that provide minimum standards of protection for patents and trademarks. Based on this fact, 

in theory, while the laws of the protecting states may have differences relating to the issues of the 

assessment of damages and suitable remedies for the infringement, the laws may not have a distinction 

concerning the events which constitute the infringement.  
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4.5 The Applicable Law to Contractual Obligations  
Pursuant to the Saudi Trademark Law, the Saudi Patent Law and the Patent Regulation of the 

Cooperation Council for the Arab States of the Gulf, a right holder is allowed to assign, license or 

exchange his right to a person, a company or an institution in order to exploit the right. Here, the logical 

question arises: if a Saudi forum is chosen to rule on a contract in relation to the exploitation of a patent 

or a trademark, which law can the court apply? As outlined above
434

, according to the Saudi rules of 

choice of law, the Saudi forum must apply Saudi law and the rules of Sharia to the disputes, regardless of 

the nature of the cases and the nationality of the litigants. Based on this fact, if the parties agree to apply 

foreign law to contractual obligations, Saudi law will override this agreement. Hence, the aim of this 

section is to analyse and evaluate the principles of the question of which law should be applied to govern 

contracts in relation to the exploitation of patents or trademarks. This examination is significant to clarify 

an appropriate approach to be incorporated into Saudi law.      

The agreed principle is that the parties are allowed to choose a specific law to govern contractual 

obligations. Not only that, but they can also alter their agreement and select another law to govern the 

obligations. In addition to article 3 section 1 of the Rome I Regulation, this principle has been followed in 

many countries, such as Jordan, Iraq, Egypt
435

 and England
436

. In situations where the parties to a contract 

choose a particular court to determine their potential disputes, the jurisdiction clause does not include the 

choice of applicable law to govern their litigation. However, in England, it is likely that the parties have 

in mind to apply the law of the chosen court to the cases
437

. Therefore, the parties to a contract are 

allowed to select a specific law to govern their contractual obligations. 

However, if there is an absence of choice, there are two approaches, one of them could be called 

the ‘restrict notion’ and the other concept is more flexible in comparison.   

4.5.1 The First Approach   

This approach concludes that there are certain fixed standards that have to be applied to clarify the 

suitable and applicable law to govern contractual obligations. The principle, which is followed in Jordan, 

Iraq and Egypt, is that in the absence of choice, the law governing a contract that involves a foreign 

element is the law of the community place of residence of the litigants. However, if the parties do not 
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have a community place of residence, the law of the state where the contract is concluded is the 

applicable law to govern that contract
438

. In addition, the abandoned Taiwanese Private International Law 

1953 applied a rigid approach. According to article 6 of the Law, the applicable law will be defined, 

based on the following factors: the nationality of the parties if they have identical nationality, the place 

where the contract was concluded, the place where the deal was created and the place of residence of the 

offeror
439

. Article 122 section 1 of the Swiss Private International Law 2007 applies the same concept to a 

contract relating to the exploitation of a patent or a trademark. The article establishes a fixed principle to 

clarify the applicable law and states, ‘Contracts concerning intellectual property rights shall be governed 

by the law of the state’ where the licensor or transferor ‘has his place of habitual residence’. The 

American Law Institute Principles are in line with this approach and state in section 315 subsection 2 of 

the Principles that, ‘The contract is presumed to be most closely connected to the state in which the 

assignor or the licensor resided at the time of the execution of the contract.’
440

 Hence, in the absence of 

choice, the forum deciding the dispute will not face particular difficulties determining the law applicable 

to contractual obligations, because it applies specific standards to realise that law.  

4.5.2 The Second Approach     

The second approach allows the court to evaluate the situation and apply the suitable law to the 

dispute. This approach, which is upheld in England, accepts that in the absence of choice, the court should 

consider the centre of gravity of the contract, in order to expose the proper law, and apply the law of the 

state which has ‘closest and most real connection’ to the dispute
441

. Article 20 section 2 of the Taiwanese 

Private International Law 2011 and article 8 of the Japanese Private International Law 2006 apply the 

same concept
442

. Hence, in the absence of choice, the forum should govern contractual obligations by the 

law of the country having a close connection to the dispute.     

The Rome I Regulation applies the same approach. The law of the state of residence of a party 

who affects the performance of the contract is the most appropriate law to be applied. In cases where that 

party is a legal personality, the law of the state where its central administration is located is the best law to 
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govern the contract
443

. If the contract is performed in a specific place of business, the law of that place is 

the best law to govern the contract
444

. In addition, the court may clarify the law applicable to the contract 

depending on its nature or its subject
445

. With regard to patent and trademark disputes, it is noted that in 

the absence of choice, article 4 section 1 of the Rome I Regulation introduces fixed rules to clarify the 

characteristic performer of a franchise contract, a distribution contract and a contract for the sale of 

goods. According to subsection E, the franchise contract is governed by the law of the state where the 

franchisee has habitual residence. Pursuant to subsection F, the distribution contract is governed by the 

law of the country where the distributor has habitual residence. Subsection A states that the sale of goods 

contract is governed by the law of the state where the seller has habitual residence.  

The original proposal of the Regulation was contained a principle which concerned a contract for 

exploitation of intellectual property rights
446

 and applied the law of the assignor or licensor. This rule was 

deleted, because it was thought to be insignificant
447

. In addition, the contract in relation to exploitation of 

a trademark or a patent does not have a clear meaning. Therefore, it may contain many elements which 

are legalised in article 4 section 1 of the Rome I Regulation. Because there may be conflict between these 

elements, it was considered unproductive to institute a specific rule for contracts for the exploitation of 

intellectual property rights. For example, a contract for franchising or distributing may contain sufficient 

elements of intellectual property. Thus, if there is a principle in article 4 section 1 of the Regulation 

regarding intellectual property rights and the law of the state where the assignor or licensor has a place of 

residence is applied, there may be a clash with the other rules in article 4 section 1
448

. Inconsistency will 

exist, because the franchise contract is governed by the law of the state where the franchisee has habitual 

residence, while the deleted principle relating to the contract for the exploitation of intellectual property 

rights applied the law of the state where the assignor or licensor has a place of residence. In such 

circumstances, the laws of the states where the licensee has a place of residence and where the licensor 

has habitual residence become applicable to the contract. Therefore, article 4 section 2 of the Regulation 

will operate to disregard the previous principles and applies, ‘the law of the country where the party 

required to effect the characteristic performance of the contract has his habitual residence’. Hence, if the 

parties to a contract in relation to the exploitation of a patent or a trademark do not choose the law 
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applicable to contractual obligations, it is not practical to institute a fixed single rule to establish the 

applicable law.  

Contrary to the conclusion of the previous paragraph, there are two situations in which it may be 

effective to apply the rules of article 4 section 1 of the Rome I Regulation to identify the applicable law. 

The first scenario is in a simple type of a contract. For example, if a patent or a trademark is assigned for 

money. This contract could be governed by the law of the place of habitual residence of the assignor, or 

the transferor, because the contract resembles a sale contract and it is obvious that the characteristic 

performance of the contract is the assignment
449

. The second situation is when the contract could be 

described clearly as a distribution or franchise contract. In such circumstances, the court may apply the 

law of the state of the distributor or franchisee to govern the contract. The elements of trademark and 

patent included in this contract may be governed by the same applicable law, in particular, when there is 

no inconsistency with the other rules enacted in article 4 section 1 of the Regulation and the contract is 

not closer to another specific country
450

. Hence, in the absence of choice, the forum could apply the rules 

which are established in article 4 section 1 of the Rome I Regulation to govern a contract of sale, 

distribution or franchising, providing that the patent and trademark contract resembles them.       

Complexities emerge in circumstances where a contract for the exploitation of a patent or a 

trademark is in connection with more than one state. For instance, if the license is granted to exploit a 

patent, the licensor often imposes some conditions to restrict the freedom of exploiting of his invention. 

In such circumstances, although the commercial risks are on the licensee, the characteristic performance 

of the licensor undoubtedly affects the contract. The characteristic performance of the licensee or the 

transferee also affects the contract, because it is performed chiefly in his habitual residence or principal 

place of business
451

. Moreover, complications will also emerge when payment is on a percentage basis, or 

when one contract is to produce and distribute, with marketing, the invention
452

. In these situations, it is 

difficult to establish a single fixed rule to identify the law applicable to contractual obligations and it is 

not helpful to govern them by the law of the state of the party who performs the contract. The best 

solution seems to be that the law of the state having a closest connection to the contract should govern 
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contractual obligations
453

. Hence, in a complex type of a contract, the law of the closest connected state to 

the contract is the best law to govern contractual obligations.  

Various approaches are suggested to the question of which state has a closest connection to the 

complex type of a contract relating to the exploitation of a patent or a trademark. The first approach 

applies the law of the state where the defaulting party is resident
454

. The second concept inclines to 

govern the contract by the law of the country of habitual residence of the licensee
455

. The third approach 

applies the law of the state of habitual residence of the licensor
456

. The fourth view prefers to apply the 

law of the protecting state
457

. Although each case must be determined independently, the fourth approach 

seems to be the most convincing concept to be followed
458

. This approach is suggested in article 306 of 

the Transparency Principles
459

. In India, the same approach seems to be applied in such circumstances, 

because two of the options are the law of the protecting state and the law of the country where the 

obligations are performed
460

. Hence, in complex types of contracts in relation to the exploitation of 

patents or trademarks, if the parties do not select the law applicable to contractual obligations, it appears 

that the best law to govern these contracts is the law of the protecting state.      

In cases where the parties to a contract for the exploitation of patents or trademarks in more than 

one state do not choose the law applicable to contract, there are two approaches. The first concept tends to 

apply the law of the state of habitual residence of the licensee
461

. The second approach is contained in 

article 306(2) of the Transparency Principles. It provides that in such circumstance, the law of the state of 

habitual residence of the right holder should be applied to the effects and formation of the contract.  Kono 

and Jurcys report that this approach is preferred to minimise the difficulties linked with applying the law 

of the state having a closest connection to the contract
462

. Article 306(3) of the Transparency Principles 

provides an ‘escape clause’ to this approach, because it implies that ‘the law of another state that is more 

closely connected to the contract may be applied.’
463

 Hence, in cases where the parties to a contract for 

the exploitation of parallel rights in many states do not choose the law applicable to the contract, the laws 

of habitual residence of the licensee and the right holder are suggested to be applied. 
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4.5.3 The Appropriate Approaches for Saudi Law   

It has been concluded above
464

 that the Saudi rules of choice of law must be revised and Saudi 

courts should be allowed to apply foreign law. Assuming that this recommendation is accepted, if the 

parties to a contract in relation to the exploitation of a patent or a trademark give jurisdiction to a Saudi 

forum over their potential disputes and choose foreign law to govern contractual obligations, the Saudi 

court must honour the parties’ choice and apply the chosen law to the issues.  

However, in the absence of choice, the Saudi forum must not follow the first approach which 

tends to apply specific standards to clarify the applicable law although the court may not face difficulties 

identifying the applicable law if it applies these standards. The rationale behind this conclusion is that this 

approach does not give flexibility to the Saudi forum to evaluate the circumstances of the issue and 

identify the most appropriate law to govern the contractual obligations. This flexibility is needed in patent 

and trademark disputes. For instance, if a contract to produce and exploit a Saudi patent is concluded in 

Japan and one of the parties resides in Qatar and the other is domiciled in India, the parties do not have a 

community place of residence. In such circumstances, according to the Jordanian, Iraqi and Egyptian 

approach, the contract should be governed by the law of the state where the contract is concluded. If the 

Saudi forum applies this standard, it should apply Japanese law to govern the contractual obligations, 

because the contract is concluded in Japan. Pursuant to article 122 section 1 of the Swiss Private 

International Law 2007, in the absence of choice, the contract will be governed by the law of the country 

where the licensor ‘has his place of habitual residence’. If this place of habitual residence is in Oman and 

the Saudi forum applies this standard, it will apply Omani law to govern the contractual obligations. 

Applying specific standards to clarify the applicable law implies a critical fault, as it ignores entirely that 

there is a state which may have close connected elements to the issue and its law should be applied to the 

contractual obligations. In the previous examples, Saudi law might have the priority to govern the 

contractual obligations, because the contract is performed in Saudi Arabia and concerns the Saudi patent. 

For these considerations, this approach should be disregarded.  

Instead, the Saudi forum should determine each case independently to define the state closely 

connected to the issue, in order to apply the law of that state to the contractual obligations. There are 

several factors which must be taken into account to clarify the appropriate law. For example, the 

community place of residence of the parties, the law of the state of registration of the right exploited and 

the law of the state where the contract is performed. The last factor should be given more consideration, 

because the exploitation of patents and trademarks is the most significant factor and occurs more often 

than not in the protecting state.               

                                                 
464
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4.6 The Exceptions on Applying Foreign Law 
When a Saudi court decides to apply foreign law, it does not mean this law is applied without 

restrictions, because the forum is allowed to observe the foreign law and not to apply it in certain 

circumstances.   

4.6.1 The Public Policy 

The first situation concerns the concept of public policy, which is generally regarded as a reason 

to refuse to apply foreign law to the disputes if the law is inconsistent with the public policy of the forum 

seised
465

. This principle is recognised worldwide; the implication and meaning of public policy varies 

from a state to another
466

. The general definition of this phrase is that it is an emergency rule that leads a 

court not to apply foreign law in certain situations, because applying this law will produce an 

unacceptable judgment
467

. Hence, the court will not apply foreign law if it is inconsistent with its own 

public policy.     

When considering an appropriate approach for Saudi law, it can be said that if the Saudi forum 

reaches the conclusion that the law of a foreign state is inconsistent with Saudi public policy, the court 

must refuse to apply the law to the dispute. At the same time, because the rules of Sharia are regarded as 

Saudi public policy
468

, the Saudi forum must not apply the law of a foreign state if it is inconsistent with 

these rules. This approach is in line with previous suggestions
469

 that the Saudi forum should apply 

foreign law, providing that it is not inconsistent with the rules of Sharia or Saudi public policy. No 

reported judgment from Saudi courts has been found as yet which can be used as an example of refusal to 

apply foreign intellectual property laws when they are inconsistent with the rules of Sharia. However, the 

High Court in the Board of Grievances has issued many judgments confirming the principle that 

trademarks which are incompatible with the rules of Sharia and Saudi public policy must not be registered 

in Saudi Arabia. This principle is articulated in article 2 section D of the Saudi Trademark Law. For 

example, in the case no 405/1/Q in 1427 H
470

, the High Court in the Board of Grievances issued its 

judgment no 350/T/5 in 1427 H on 27 August 2006 and affirmed the order from the Saudi Trademark 
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Office to refuse registration of a trademark because it contained a racist phrase. The court justified its 

judgment by the fact that the trademark was inconsistent with Saudi public policy and the rules of Sharia 

which reject the racism
471

. Moreover, on 13 February 2006, the High Court in the Board of Grievances 

issued its judgment no 31/T/5in 1427 H on the case no 695/1/Q in 1426 H
472

 to cancel the order from the 

Saudi Trademark Office to register a trademark. The High Court in the Board of Grievances reasoned its 

judgment by the fact that the trademark contained a phrase which was inconsistent with the rules of 

Sharia and Saudi public policy
473

.    

Also, in the light of the rules of Sharia, commercial dealing will not be allowed if the parties do 

not define the price of the deal
474

. Moreover, the deal will be refused when the goods are not available 

when the contract is concluded, or when the seller does not possess the goods
475

. Based on these 

principles, if the parties to a contract for the sale of a patent or a trademark give jurisdiction to a Saudi 

forum to rule on their disputes, it should not allow the deal when, for instance, the seller is not the owner 

of the right, or when the right in question was not available at the time of concluding the contract. In 

addition, usurious sales are prevented in the rules of Sharia
476

. Hence, when the parties to a contract in 

relation to the exploitation of a patent or a trademark choose foreign law to be the applicable law and give 

jurisdiction to a Saudi forum over their potential disputes, the court must not apply a rule of the chosen 

law if it forces a losing party to pay interest to the other party. In this subject, it is significant to mention 

that in the case no 2496/1/Q/ in 1425H
477

, the High Court in the Board of Grievances issued its judgment 

no 137/T/4 in 1427 on 2 October 2006 which refused to enforce part of a foreign judgment. This is 

because the judgment obliged the defendant to pay a certain amount of money as interest to the plaintiff. 

The forum justified its judgment by the fact that paying interest is not acceptable in the rules of Sharia
478

. 

Furthermore, according to the rules of Sharia, alcohol trade is not acceptable
479

. Based on this fact, it 

seems to me that a symbol or a name for alcoholic beverages, such as Scotch Whisky, which has been 

registered as a trademark, in accordance with a foreign IP law, is inapplicable in Saudi Arabia. This is 

because that trademark is inconsistent with the rules of Sharia and Saudi public policy. Therefore, the 
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Saudi court must not apply foreign law if it is incompatible with Saudi public policy or the rules of 

Sharia.         

When the Saudi forum decides not to apply foreign applicable law for any reason, it is significant 

to ask the question: which law should be applied to the issue? In such circumstances, there is an approach 

that prefers to apply the law of the court holding the dispute. This concept is applied in Jordan
480

 and 

article 28 of the Civil Treatment Law of the United Arab Emirates applies the same principle. The same 

approach is recommended to be followed in England where the courts could apply English law if the 

applicable foreign law is not proved
481

. In the case of Global Multimedia International Ltd v ARA Media 

Services
482

, it was suggested that, ‘as foreign law is in most cases a question of fact to be proved by 

evidence, in the absence of such evidence the court has no option but to apply English law.’
483

 Also, the 

claim may fail if the proper applicable law to a contract is not English law and the principles of private 

international law in England indicate that, ‘some other system of law is applicable to the claim and if the 

relevant principles of that system of law are not sufficiently proved.’
484

 The conclusion is that the court 

could apply its national law if the chosen foreign law cannot be applied for any reason.      

Assuming that the previous approach is recommended to be incorporated into Saudi law, it is 

significant to mention that in patent and trademark disputes, this approach might be effectively applied in 

cases where the Saudi forum decides not to apply the foreign law which governs a contract for the 

exploitation of a patent or a trademark. However, difficulties may emerge in relation to infringement 

actions which involve foreign rights. For example, if a Saudi court decides an action for infringement of a 

foreign right and concludes that the law of the protecting state could not be applied to the action for any 

reason, there is a concern as to applying Saudi law to the dispute. The rationale behind this concept is that 

if the court applies Saudi law to the dispute, its judgment may not be enforced, in accordance with the law 

of the state of registration of the right concerned. In addition, it has been concluded above
485

 that the 

Saudi court must apply the law of the protecting state to infringement actions and it cannot apply another 

law to the issues. In such subject, it has been said that the law of the court or the legislation concerned 

cannot be used to solve the problem in trademark and patent disputes
486

. Therefore, it may be appropriate 

to stay the court proceedings in such circumstances.  
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4.6.2 Fraud, the Mandatory Provisions, Overriding Mandatory Provisions 
and the Property Aspects of Patents or Trademarks 

The second reason leading the court to refuse to apply foreign law to the dispute is in relation to 

the theory of fraud towards the law. This occurs when a party’s legal conduct is intended to change the 

rules of applicable law and to obtain a judgment favourable to him
487

. In this context, it has been said that 

if the parties to a contract choose a specific law to govern contractual obligations, the chosen law must 

have a logical connection with that contract and there must be real benefits to this choice. If not, there is a 

possibility of fraud
488

. Hence, the court must evaluate the connection between the law chosen by the 

parties and the contract, and the forum may refuse to apply the chosen law if it is satisfied that the choice 

is based on fraud towards the original law.   

However, the Rome I Regulation presents another approach and does not stipulate the connection 

between the chosen law and the contract or nationality or the domicile of the parties
489

. Instead, article 3 

section 3 states that in cases where the parties to a contract choose the law of a state and ‘all other 

elements relevant to the situation at the time of the choice are located in a country other than the country 

whose law has been chosen’, the mandatory provisions of that other state have to be applied. These 

provisions have been defined as ‘which cannot be derogated from by agreement’. Clarkson and Hill say, 

‘if a contract entirely connected with France contains a provision for disputes to be litigated in England 

under Brazilian law the English court, while applying Brazilian law generally, must nevertheless apply 

any relevant mandatory provisions of France law.’
490

  

In addition, article 9 of the Regulation imposes upon the court, which seizes the dispute, a duty to 

apply the ‘overriding mandatory provisions’. Section 1 of the Article defines these provisions as  

provisions the respect for which is regarded as crucial by a country for safeguarding its public 

interests, such as its political, social or economic organisation, to such an extent that they are 

applicable to any situation falling within their scope, irrespective of the law otherwise applicable 

to the contract under this Regulation.  

Sections 2 and 3 of the article imply that the court is allowed to apply its own ‘overriding mandatory 

provisions’ and those of a state ‘where the obligations arising out of the contract have to be or have been 

performed’. Section 3 of the article limits the application of the overriding mandatory provisions of the 
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state where the obligations of the contract have to be performed, ‘in so far as those overriding mandatory 

provisions render the performance of the contract unlawful’. In this subject, Clarkson and Hill write 

      The effect of article 9(3) is that where the applicable law is the law of country X but the 

obligations arising out of the contract have to be, or have been, performed in country Y, effect 

may be given to the overriding mandatory provisions of the law of country Y in so far as those 

overriding mandatory provisions render the performance of the contract unlawful.
491

 

Hence, article 9 of the Rome I Regulation provides that the ‘overriding mandatory provisions’ of the 

forum and the state of performance may be applied. 

There are two aspects of patent and trademark provisions that will lead them to be identified, in 

general terms, as overriding mandatory rules. The first theory is the link between these rules and 

competition laws which are always mandatory
492

. The second theory is based on the principle of 

territoriality. In this subject, Fawcett and Torremans state that in relation to infringement rules ‘Inside the 

territory of a State, these infringement rules are of mandatory application to the exclusion of other 

rules.’
493

 This concept was used in the case of Mölnlycke AB v Procter Gamble Ltd
494

, where Fawcett and 

Torremans point out that when an act of infringement concerns a UK patent, ‘There is no discussion of 

whether English law was applicable under the tort choice of law rules; it was assumed that the 

infringement provisions in the Patents Act 1977 would apply automatically in this scenario.’
495

 This 

approach may apply without concerns in relating to the property aspects of patents or trademarks. 

However, if this approach is applied to contractual area, it means that all contractual dealings will be 

governed by the law of protecting state
496

. The main problem is ‘the identification of rules as being 

mandatory in nature’, because not all rules of patents and trademarks are identified ‘as being mandatory 

in nature’ although in patent and trademark laws, the overriding mandatory provisions are more ‘than in 

most ‘normal’ areas of law’
497

. Hence, overriding mandatory rules play a significant role in a contract 

relating to the exploitation of a patent or a trademark even though not all intellectual property rules are 

identified as being mandatory.    

In cases where the parties are in a contract for the exploitation of a patent or a trademark, there is 

an approach that prefers that the law of the protecting state should govern the property aspects of the right 
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exploited
498

. As to the contractual obligations, they will be subject to the law chosen by the parties. In 

Canada, the same approach is followed. In this subject, Kono and Jurcys report, ‘In cases of IP-related 

contracts, Canadian Courts would distinguish the law applicable to contractual obligations and the law 

which governs issues related to IP rights themselves. The law chosen by the parties … would not affect 

such issues as the transferability or waivability of IP rights.’
499

 The same notion is also followed in Japan 

‘and matters pertaining to the IP right itself, which would be subject to’ the law of protecting state in a 

contract relating to transfer of IP rights. Article 24 of the Korean Private International Law is in line with 

this concept
500

. On the contrary, according to article 302 section 2 of the Waseda Principles and article 20 

section 2 of the Korean Principles, the parties to a license agreement are allowed to choose a particular 

law to govern the proprietary aspects of IP rights, such as the validity, existence and transferability, 

providing that the judgment relating to these issues affects only the parties to the dispute
501

. Hence, in a 

contract for the exploitation of a patent or a trademark, the law of the state of registration is the applicable 

law to the property aspects of the right exploited and the parties are not allowed to agree to apply another 

law to these issues.   

When suggesting an appropriate approach for Saudi law, it is important to mention that in patent 

and trademark disputes, it is difficult to refuse to apply the chosen law to contracts in relation to the 

exploitation of patents or trademarks and justify the refusal on the grounds of fraud towards the original 

law. This is because the parties have the complete freedom to select the law applicable to the issues. In 

such circumstances, if the chosen law is required to have a real connection with the contract, the parties 

might have a few potential options, such as the law of the state where the right is protected and exploited 

and the laws of the states where the parties are resident. The situation becomes more complex in cases 

where the license is granted to exploit parallel rights in more than one country. In addition, the law 

governing infringement disputes is the law of the protecting state and the litigants are not allowed to agree 

to apply another law to the actions. Hence, in patent and trademark disputes, it seems to me that it is 

difficult to use the concept of fraud as a justification to refuse to apply foreign law. 

However, it is significant to re-state the conclusions reached above,
502

 that the Saudi court must 

apply the law of the protecting state to infringement actions and the parties are not allowed to agree to 

apply another law to the disputes. It has also concluded
503

 that Saudi law must honour the parties’ choice 
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to apply a specific law to contracts in relation to the exploitation of patents or trademarks. It therefore 

follows that if the parties to a contract for the exploitation of a Saudi right choose foreign law to govern 

the contract disputes, the Saudi forum must apply Saudi law to disputes, such as infringement actions. 

This is because in such circumstances, the application of Saudi law is mandatory and foreign law cannot 

be applied to these actions. The contractual obligations can be governed by the law chosen by the parties. 

If the right exploited is foreign, the Saudi court must apply the law of the protecting state to infringement 

actions, regardless of which law is chosen to govern contractual obligations. Similarly, for the same 

reason, the Saudi court should govern issues relating to property aspects of patents or trademarks, such as 

the creation, duration and transferability of rights, by the law of the protecting state, regardless of which 

law is chosen to govern the contract disputes. In addition, the Saudi court is recommended to apply 

provisions of the law of the state of performance that are mandatory to be applied, in order to safeguard 

public interests, such as social, political or economic organisation of that state, irrespective of which law 

is applicable to the contract. The application of this principle should be limited to circumstances where 

the performance of the contract is illegal in accordance with the law of the place of performance. Finally, 

as has been examined above
504

 that the Saudi court must not apply foreign law if it is inconsistent with 

the rules of Sharia or Saudi public policy. The explanation which has been made in that section applies in 

this context also.   

4.7 The Conclusion  
Throughout the discussion in this chapter, the Saudi rules of choice of law have been explained 

and evaluated. In addition, the question of which law is applicable in the light of the rules of Sharia has 

been illustrated. Moreover, this study has analysed the question of which law should be applied to govern 

infringement actions and contracts in relation to the exploitation of trademarks and patents. Moreover, the 

limitations which prevent Saudi courts from applying foreign law have been briefly introduced. Finally, I 

will focus on some essential outcomes for consideration. 

4.7.1 The Remarkable Findings 

The Saudi rules of choice of law, which apply to all disputes brought before Saudi forums, state 

that the court can only apply the rules of Sharia and laws which are promulgated by the Saudi government 

and not incompatible with the rules of Sharia. The implication of these principles is that the Saudi court is 

not allowed to apply foreign law to disputes at all, even if the law is not inconsistent with the rules of 

Sharia
505

. In practice, these principles may be applied without concern if Saudi law or the rules of Sharia 

are the law applicable to the issues. However, in cross-border disputes relating to trademarks and patents, 
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which are brought before the Saudi court, the applicable law may be foreign. It exists in circumstances 

where the forum rules on an action for infringement of a foreign right, or in cases where the parties to a 

contract in relation to the exploitation of a patent or a trademark give jurisdiction to the Saudi court and 

choose foreign law to govern contractual obligations. In such circumstances, the Saudi forum has two 

theoretical approaches to handle the situation; staying its own proceedings or applying Saudi law to the 

disputes
506

.   

The former approach is not acceptable, because it is contrary to the duty of the court to bring 

justice for the parties. The latter approach is also unacceptable, because it leads to harm to the interests of 

the parties who choose a specific law to govern their contractual obligations. Moreover, Saudi law might 

not provide any solution to the disputes brought before the Saudi forum. Furthermore, based on justice 

and international comity, the Saudi court must regard and apply the laws of foreign states, because the 

facts which involve foreign applicable law are significant to the realisation of justice. Saudi law might 

also prevent the parties from enforcing a right authorised, in accordance with the original applicable law, 

or may give the litigants a right which is denied according to the original applicable law. The direct 

negative consequence of applying the Saudi rules of choice of law is that parties will avoid bringing their 

disputes before Saudi forums. This outcome must be considered in conjunction with the fact that there are 

several legal means to resolve disputes, such as arbitration. Moreover, this approach may lead to 

undermining the possibility of exploiting patents or trademarks registered in Saudi Arabia. It may occur 

in cases where a right holder, a licensee or a professional exploiter, who wants to exploit these rights in 

Saudi Arabia, prefers a Saudi court to decide potential differences and choose a particular foreign law to 

govern contractual obligations. Certainly, it is not practical to follow the Saudi rules of choice of law and 

these rules should be revised. The Saudi forum must be allowed to apply foreign law, providing that it is 

not inconsistent with Saudi public policy or the rules of Sharia
507

.      

In the light of the rules of Sharia, the principle of applicable law is that the parties are allowed to 

make contracts and run businesses, providing that these actions do not contain any clauses or subjects 

inconsistent with the rules of Sharia. Consequently, when this conclusion is considered in conjunction 

with the Saudi rules of choice of law, it seems to me that the Saudi approach is inconsistent with the rules 

of Sharia. This is because it prevents the Saudi court from applying foreign law at all, even if the law is 

not inconsistent with the rules of Sharia, while Islamic jurisprudence obliges Islamic courts to review the 

applicable law initially and not to apply a clause or a matter inconsistent with the rules of Sharia. On the 

other hand, the Saudi forum could apply foreign law if it relies on articles 7 and 46 of the Basic Law of 

Governance, as these articles conclude, ‘the Book of God Most High and the Sunnah of his Messenger’, 

                                                 
506

 See Section 4.2.2, above. 
507

 ibid. 



141 

 

which is the original sources for the Islamic jurisprudence, dominate the judiciary and all the laws of the 

Saudi government. The Saudi forum can therefore apply foreign law if it is not inconsistent with the rules 

of Sharia. Unfortunately, the Saudi forum is not allowed to apply foreign law, because article 1 of the 

Law of Procedure before Shari'ah Courts and article 48 of the Basic Law of Governance state that the 

Saudi court only applies the rules of Sharia and the ‘laws promulgated by the State that do not conflict 

with the Qur’an and Sunnah’. These articles clarify the Saudi rules of choice of law
508

.   

The Saudi Trademark and Patent Laws do not have a direct answer to the question of which law 

should govern infringement actions
509

. In this situation, there are two potential approaches: applying the 

law of the state of origin
510

, or applying the law of the protecting state
511

. The former approach is only 

introduced theoretically, because it is inconsistent with the principle of the independence of each right in 

each state. Applying this theory leads to a negative impact on the parties to the dispute, the public 

interests and economy of the protecting state. Hence, in practice, this concept must be disregarded
512

.  

The Saudi court must apply the law of the protecting state to infringement actions and the issue of 

the validity of trademarks or patents
513

. The meaning of the law of the protecting state is that it is the law 

of the state where the right in question is registered and protected
514

. The reason behind this suggestion is 

that this approach confirms the principle of independence and the principle of the territoriality of these 

rights. Moreover, it protects the public interests and economy of the state of registration. In addition, there 

is no strong argument against this approach
515

. Some countries apply the rules of tort to infringement 

actions. These rules imply that the law of the state where the act of infringement is committed must be 

called on to govern the issue. Based on this fact, applying the rules of tort will result in the same 

conclusion as applying the law of the protecting state, because both approaches apply the law of the state 

of registration
516

.  

The Patent Regulation of the Cooperation Council for the Arab States of the Gulf confirms that 

the law of the protecting country is the applicable law to infringement actions, because article 26 of the 

Regulation states the principles of the Regulation must be applied to infringement actions relating to GCC 

patents. In cases where there is an issue that is not legalised in the Patent Regulation of the Cooperation 
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Council for the Arab States of the Gulf, the court, which seizes the dispute, must call on law of the state 

where the act of infringement is committed to govern that issue
517

.  

The parties are not allowed to agree to apply a law other than the law of the protecting state to 

infringement actions. This is to protect the public policy and economy of the state of registration.
518

 

Based on this fact, if parallel rights are infringed in more than one state and all actions are consolidated 

before a single court, the litigants and the forum will face the difficulty of investigating the law of each 

state, where the act of infringement occurs, in order to apply the law of the protecting state to the action 

occurring in that state. In these circumstances, the benefits of consolidating separate infringement 

proceedings before a single forum will be minimised, because the court holding the disputes is not 

allowed to apply a single law to all the actions
 519

.      

When a Saudi forum decides to consolidate infringement actions committed in more than one 

country into one action, the court must apply the law of the protecting state to each action. Two principles 

are important to achieve this target. The first principle occurs when the rights at stake are parallel patents 

registered in accordance with the Patent Regulation of the Cooperation Council for the Arab States of the 

Gulf. The Saudi forum will apply the principles of the community regulation to infringement actions. The 

law of a Member State, where there is an infringement committed within its national territory, will be 

called on to govern any issue which is not covered in the community regulation. It is important to 

mention that in order to harmonize trademark laws of the GCC Countries, the Trademark Regulation of 

the Cooperation Council for the Arab States of the Gulf, which has not yet been issued, should be 

promulgated and be in operation as soon as possible
520

.   

The second principle is that in cases where the rights at stake are parallel national rights, it is 

appropriate to follow the approach that the Saudi court should apply the law of the state most closely 

connected to the disputes. If the forum applies a rule which is different from that established in the law of 

the protecting state, the parties should inform the court about this mistake. The rationale behind this 

suggestion is that there will be concerns about applying this approach if there is a difference between the 

ruling based on the law of the state most closely connected to the disputes and the principles of the law of 

the protecting state. In these situations, each party will protect his interests and inform the court about the 

rule in the law of the protecting state. This approach becomes more logical when it is considered in 

conjunction with the fact that there are international conventions, such as the Paris Convention, that 

provide minimum standards of the protection for patents and trademarks. The Saudi court may have no 

concerns regarding the issue of which acts establish liability for infringement, because these acts may not 
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differ in the laws of the protecting states. However, these laws may have different approaches relating to 

the points of the assessment of damages and suitable remedies for the infringement
521

.  

 The Saudi court must honour the parties’ choice and apply the chosen law to contractual 

obligations in respect of a contract for the exploitation of a patent or a trademark. If a choice has not been 

made, the court must determine each case independently and it is appropriate to apply the law of the state 

most closely connected to the dispute. One of the most significant factors is the performance of the 

contract which occurs in the state where the right is registered and exploited. Generally, priority might be 

given to the law of the protecting state to govern contractual obligations
522

.    

 When the Saudi forum decides to apply foreign law to patent and trademark disputes, the court is 

allowed not to apply the foreign law in certain circumstances. The first situation is when the parties to a 

license agreement choose a specific foreign law to govern the contract disputes. The chosen law will not 

govern infringement actions and property aspects concerning the right exploited, because the Saudi court 

must apply the law of the protecting state to these issues and the parties are not allowed to agree to apply 

another law to these disputes. In addition, the Saudi court should apply provisions established in the law 

of the state of performance which are crucial to be applied, in order to safeguard public interests, such as 

social, political or economic organisation of the state of performance, regardless of which law is 

applicable to the contract. The application of this ruling should be limited to situations where the 

performance of the contract is illegal pursuant to the law of the place of performance.
523

 The second 

limitation is that the Saudi forum must refuse to apply foreign law if it is inconsistent with Saudi public 

policy or the rules of Sharia. It is significant to mention that when the Saudi court decides not to apply 

foreign law for any reason, it may be effective to apply Saudi law to contractual obligations in respect of 

a contract for the exploitation of a patent or a trademark. However, there are concerns that the Saudi court 

is not allowed to apply Saudi law to actions for the infringement of foreign rights, because the law of the 

protecting state is the only law applicable to these disputes. In such circumstances, it may be appropriate 

to stay the court proceeding
 524

.   

4.7.2 The Recommendations  

The previous analysis of the Saudi rules of choice of law does strongly recommend that the Saudi 

government must reform these rules to be more flexible, in order to attract litigants to bring their cases 

before Saudi forums. The Saudi legislators should consider such EU rules to find appropriate solutions for 

                                                 
521

 ibid. 
522

 See Section 4.5.3, above. 
523

 See Section 4.6.2, above. 
524

 See Section 4.6.1, above. 



144 

 

Saudi law. They should also revise any approach that is inconsistent with the rules of Sharia or Saudi 

public policy, in order to be applicable in Saudi Arabia.   

This investigation has shown that the Saudi legislators must revise article 1 of the Law of 

Procedure before Shari'ah Courts and article 48 of the Basic Law of Governance, because they prevent 

Saudi forums from applying foreign law at all, even if it is not inconsistent with the rules of Sharia. The 

findings of this study have recommended that the appropriate approach is as follows:  

A) The Saudi court may apply foreign law to cross-border disputes relating to patents or trademarks, 

providing that the law is not inconsistent with the rules of Sharia or Saudi public policy.  

It has been shown that there is a strong need to revise Saudi law, in order to establish which law 

must be applied to infringement claims, validity issues and property aspects of patents or trademarks. In 

my opinion, it is appropriate and practical to incorporate into Saudi law the following approaches which 

are not inconsistent with the rules of Sharia or Saudi public policy. Therefore, there is no need to revise 

them. 

A)  The Saudi forum must govern these issues by the law of the state where the protection is sought. 

B)  The litigants are not allowed to agree to apply another law to these disputes. 

C)  In cases where the Saudi court consolidates infringement proceedings, which concern parallel 

national rights and occur in more than one state, into a single action, the forum should apply the law 

of the state which has a close connection to the disputes. The litigants must inform the court if it 

applies a rule that is different from the rule established in the law of the state of registration.  

The foregoing analysis has shown that the Saudi legislators should also reform Saudi law and 

sanction the question of which law must be applied to the contractual obligations of contracts in relation 

to the exploitation of patents or trademarks. In my opinion, the most possible and practical approach is 

that:  

A)  The Saudi forum shall apply the law which is chosen by the parties to contractual obligations, 

providing that this law is not inconsistent with the rules of Sharia or Saudi public policy. 

B) In the absence of choice, the Saudi court should apply the closest connected law to the dispute.  
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Chapter 5: The Rules for Enforcement of Foreign Judgments  

5.1 The Introduction  
Recently, the subject of enforcement of foreign judgments has been extremely significant for 

cross-border disputes concerning trademarks or patents, because the plaintiff might have different 

grounds of jurisdiction to bring his dispute before different foreign courts. For example, in chapter three, 

where jurisdiction rules over these types of disputes have been analysed, it is noted that in cases where a 

dispute concerns an infringement issue, the plaintiff has more than one ground of jurisdiction to sue the 

alleged infringer. He can commence his claim before the court of the state where the defendant has a 

place of residence. He also can sue the alleged infringer before the forum of the state where the act of 

infringement is committed. In addition, in cases where multiple defendants infringe parallel rights in more 

than one country, the disputes might be consolidated before a single forum. Hence, cross-border disputes 

relating to trademarks or patents could be resolved before foreign courts and a Saudi forum may be asked 

to recognise or enforce the ensuing judgments if the losing parties have assets in Saudi Arabia. It is 

therefore significant to consider in detail: how does Saudi law handle foreign judgments in relation to 

patent and trademark disputes? It is important to note that when a judgment is pronounced in court, its 

effect does not exist directly outside the state where the judgment is issued, because of the protection of 

state sovereignty
525

. Instead, when a successful party wants to recognise or enforce a foreign judgment in 

Saudi Arabia, Saudi law stipulates certain criteria to recognise or enforce the judgment and give the 

provision of res judicata to that award. Thus, it is appropriate to examine and analyse the question of how 

Saudi law handles foreign judgments in relation to patent and trademark cross-border disputes. This is 

because these disputes may be determined outside Saudi Arabia and the Saudi forum may be required to 

recognise or enforce the ensuing judgments on the assets of the judgment debtors in Saudi Arabia.  

The main aim of this chapter is to analyse the rules for enforcement of foreign judgments 

established in Saudi law and the agreements that the Saudi government has ratified. The chapter will be 

limited to the examination of those which may be affected in cross-border disputes relating to trademarks 

and patents. This examination is to clarify the question of whether or not Saudi law deals effectively with 

foreign judgments concerning these types of disputes. Several points must be examined and evaluated to 

achieve this target. Firstly, this study will illustrate briefly the most vital impacts of foreign judgments. 

Next, I will explain the method of enforcement of foreign judgments in Saudi Arabia. This chapter will 

focus on the question of which party can take advantage of these judgments and the possibility of 

changing or adjusting the subject of foreign judgments at the enforcement stage. Then, I will examine and 

evaluate the requirements which must be met in all foreign judgments to be capable of being enforced in 

                                                 
525

 Muhand Esad, Private International Law, vol 2 (Office of Academic Publications 1989) 57. 



146 

 

Saudi Arabia. Finally, this chapter will conclude with the most significant findings and recommendations 

will be presented.  

5.2 The Consequences of Foreign Judgments  
It is significant to understand the impact of foreign judgments. The effects of these judgments will 

exist as soon as the original court issues the judgments. Therefore, there is no need to commence an 

enforcement claim to enforce the effects. In this section, the influences of foreign judgments will be 

briefly explained. 

5.2.1 The Provisions of Res Judicata  

The doctrine of res judicata holds that the subject of a dispute cannot be heard again if a court with 

competent jurisdiction over the dispute and the parties issues a final conclusive judgment on the 

litigation
526

. A judgment will fall within the provisions of res judicata if it is pronounced by a forum with 

competent jurisdiction, whatever its name, providing that it is regarded as a judicial tribunal according to 

the law of the state where the judgment is issued. It is also stipulated that the judgment is conclusive and 

made on its merits
527

. As soon as the judgment is subject to the provisions of res judicata, the parties are 

prevented from litigating the same cause of action again or recovering the damage against the same party 

in the former dispute
528

. The rationale behind this principle is to conclude the dispute finally and to avoid 

resolving the same case twice, which might result in inconsistent judgments for the same cause of action 

and between the same parties
529

. It is also to protect the interests of the successful party from losing his 

rights which are acquired outside the state where the judgment is sought to be enforced. In particular, 

when these rights are obtained in an acceptable manner within the law and there is no reason to refuse 

enforcement of the judgment
530

. After examining the meaning of the doctrine of res judicata, it is 

significant to examine Saudi law to clarify how the law applies this principle.  

The rules of Sharia in relation to judgments issued by Islamic forums recognise the concept of res 

judicata. There are certain requirements which must be met to enable the provision of res judicata to 

apply to judgments of the Islamic courts. The judge who hears the issue must be qualified in accordance 
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with the rules of Sharia. The judgment must concern a real dispute between a specific attended debtor and 

creditor and must oblige certain obligations. If these criteria are met, the dispute must not be litigated 

again, unless an interested party discovers a testimony which would change the core of the judgment
531

. 

Umar ibn al khattab, who is the second Khalifa for the Muslims, decided a legacy issue and after a long 

period of time, he was asked to rule on a dispute which was similar to the former issue. However, his 

judgment for the latter issue was different from the decision of the first dispute. When he was reminded 

about this dissimilarity, he answered that the former issue had its own judgment and the recent dispute 

has its own judgment. Ibn Qayyim al-Jawziyyah, a famous scholar in Islamic Jurisprudence, commented 

on this ruling and stated that in such circumstances, Umar ibn al khattab provided Muslim scholars with a 

fixed principle that judgments issued by Islamic forums will not be repealed or changed later
532

. This 

ruling means that, a judgment, which is issued by a Muslim judge, has the concept of res judicata.   

Saudi law gives the provision of res judicata to a judgment issued in Saudi Arabia. In such 

circumstances, the dispute cannot be heard again if a Saudi competent court issues a final judgment for 

the same cause of action between the same parties. This principle will be applied, regardless of whether or 

not the dispute is in connection with a trademark or a patent. However, this principle has an exception. 

Pursuant to article 42 of the Law of Procedure before the Board of Grievances and article 192 of the Law 

of Procedure before Shari'ah Courts, any interested party can ask the Saudi forum to reconsider the final 

judgment in certain circumstances. When, for instance, new events, facts or documents which would 

result in change to the core of the final decree are discovered. Thus, in general terms, Saudi forums 

cannot re-consider a final Saudi judgment.  

Saudi law applies the provision of res judicata to a judgment issued in a foreign state. The Legal 

Declaration no 7 on 24 June 1985 from the head of the Board of Grievances states that if there is a 

judgment issued in a state which does not have a ratified judicial agreement with the Saudi government, 

the principles, which are adopted in article 2 of the Convention of Enforcing of the Judgments among the 

League of Arab States 1952, will be applied to that judgment. The implication of section D of the Article 

is that one of the reasons to refuse enforcement of a foreign judgment is in cases where the same cause of 

action between the same parties was subject to a previous judgment, whether it was issued in Saudi 

Arabia, or in a third party, providing that the first judgment is recognised in Saudi Arabia. Thus, Saudi 

law applies the provision of res judicata to a foreign judgment, providing that it is recognised in Saudi 

Arabia. 

                                                 
531

 Muhammad Naeem Yasen, The Res Judicata of a Judicial Judgment in Shari'ah Rules and Laws (1
st
 edn, Dar Alfurqan 

1984) 9. 
532

 Muhammad Ibn Abu Bakr Ibn Ayoub, I'laam ul Muwaqqi'een 'an Rabb il 'Aalameen, vol 2 (Mashhor Hassan Alsalman ed, 

1
st
 edn, Dar Ibn Aljawzi 2002) 207. 



148 

 

Pursuant to article 16 section C of the bilateral agreement for Judicial Cooperation with the 

Republic of Kazakhstan, article 21 section C of the bilateral agreement for Judicial Cooperation with the 

Republic of Yemen, article 21 section C of the bilateral agreement for Judicial Cooperation with the 

Kingdom of Morocco, article 18 section C of the bilateral agreement for Judicial Cooperation with the 

Syrian Arab Republic, article 30 section D of the Riyadh Arab Agreement for Judicial Cooperation and 

article 2 section C of the GCC Convention for the Execution of Judgments, in cases where a court of a 

Member State gives a final judgment on a dispute, it is not helpful to commence a claim before another 

forum of another Contracting State between the same parties and regarding the same cause of action. The 

agreements establish the principle that a judgment from a forum of a Contracting State will be 

unenforceable if a court of another Member State issued previously a judgment over the same cause of 

action and between the same parties. Hence, the ratified agreements provide Saudi law with the principle 

that the provision of res judicata must be given to a final judgment issued by a court of a Member State, 

providing that the judgment is recognised in Saudi Arabia.  

5.2.2 Legal Documents 

A foreign judgment, whether or not it is in connection with trademark and patent disputes, plays a 

significant role in a Saudi court, even if the judgment is not enforceable in Saudi Arabia for any reason. In 

such circumstances, the judgment is not worthless, because it is still beneficial for the parties of the 

proceedings in the Saudi forum, even if they did not participate in the proceedings of the foreign court 

which issued the judgment. In these situations, the fact is that any interested party can use the evidence of 

the foreign judgment, such as witnesses, expertise, the proceedings of inspection and admission, to 

support his claim in proceedings brought before another forum
533

. This principle is followed in Saudi law. 

An official document is regarded as an instrument of evidence before the Saudi forum. Article 138 of the 

Law of Procedure before Shari'ah Courts defines the official document as ‘a paper on which a public 

officer or a person assigned to public service records what he has done or what he has received from those 

concerned, in conformity with legal conditions and within his authority and jurisdiction’. In addition, 

Article 138 section 1 of the Implementing Regulation of the Law states that any party is allowed to 

present any documents supporting his claims. These articles do not limit the accepted official documents 
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to those created inside Saudi Arabia or those issued on behalf of specific parties. However, article 140 

sections 1 and 2 of the Implementing Regulation of the Law rule that the official documents could be 

refused in two circumstances, if they are counterfeit or inconsistent with the rules of Sharia. In addition, 

article 153 the Law of Procedure before Shari'ah Courts allows the Saudi forum, which holds the dispute, 

to evaluate the documents and it can accept or disallow these papers, even if there is no argument 

regarding these papers made before the court. It is provided that if the court refuses the documents, it 

must articulate in its judgment the justification for refusing the papers. Hence, a foreign judgment could 

be used as an official paper before the Saudi forum, even if the judgment is unenforceable in Saudi 

Arabia.     

5.3 The Method to Enforce Foreign Judgments 
When it comes to the issue of how the Saudi court enforces a foreign judgment, it is significant to 

mention that article 13 of the Board of Grievances Law gives jurisdiction to the Board of Grievances over 

the case of enforcing a foreign judgment in Saudi Arabia. In addition, article 6 of the Law of Procedures 

before the Board of Grievances states that a foreign judgment will be enforced in Saudi Arabia based on 

the principle of reciprocity. The Article does not define the method that should be followed to enforce a 

foreign judgment in Saudi Arabia. However, if the method of enforcement of foreign judgments is the 

principle of reciprocity, there is a logical argument against this concept. It implies that it must be known 

initially how the courts of the state where the required judgment was issued enforce a national award 

issued in the country where the required judgment is sought to be enforced, in order to apply the same 

technique
534

. For example, in Sweden, the method of enforcement of foreign judgments is that the 

judgment creditor of a foreign action is required to commence a claim before the Swedish court and use 

the foreign judgment as evidence against the losing party
535

. Hence, if the method to enforce a foreign 

judgment in Saudi Arabia is the principle of reciprocity and if the Saudi court is asked to enforce a 

Swedish judgment, the forum should follow the same manner which is applied in Sweden. The plaintiff 

must commence a claim in Saudi Arabia and use the Swedish judgment as evidence against the losing 

party. In addition, at the enforcement stage, the court which has been asked to enforce a foreign judgment 

is allowed to adjust that judgment if it is issued in a state which authorises its courts to adjust foreign 
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judgments
536

. For instance, if Japanese law allows Japanese forums to adjust foreign judgments sought to 

be enforced in Japan, the Saudi court can adjust a Japanese judgment when it is sought to be enforced in 

Saudi Arabia. Based on these considerations, it is not practical to use the principle of reciprocity as a 

method to enforce a foreign judgment in Saudi Arabia.  

The Legal Declaration no 7 on 24 June 1985 from the head of the Board of Grievances provides 

the Saudi court with a method to enforce a foreign judgment in Saudi Arabia. It states that to enforce a 

foreign judgment in Saudi Arabia, the duties of the Saudi forum are to ensure certain criteria are satisfied 

in the judgment and the court is prevented from examining the subject matter of the issue or reconsidering 

the original claim. The Court of Appeal in the Board of Grievances confirmed this concept in its 

judgment no 95/T/4 in 1427 H on 28 June 2006 on the case no 1927/2/Q/ in 1424 H
537

. It stated that it 

cannot review the subject of a foreign judgment, but it is enforceable in Saudi Arabia if all the required 

criteria are satisfied
538

. It could therefore be said that reciprocity, which is stipulated in article 6 of the 

Law of Procedures before the Board of Grievances, means the capability to enforce a Saudi judgment in 

the state where the required judgment is issued, regardless of which method is applied in that state to 

enforce the Saudi judgment. Thus, at the enforcement stage, the Saudi court is prevented from examining 

the subject matter of a foreign judgment and its function is limited to ensuring that certain requirements 

are met in that judgment.       

Article 32 of the Riyadh Arab Agreement for Judicial Cooperation and article 7 of the GCC 

Convention for the Execution of Judgments define a specific procedure to enforce an award issued by a 

forum of a Member State. The same procedure is articulated in article 21 of the bilateral agreement for 

Judicial Cooperation with the Republic of Kazakhstan, article 25 of the bilateral agreement for Judicial 

Cooperation with the Republic of Yemen, article 25 of the bilateral agreement for Judicial Cooperation 

with the Kingdom of Morocco and article 23 of the bilateral agreement for Judicial Cooperation with the 

Syrian Arab Republic. These agreements uphold the procedure that to enforce a judgment issued in a 

Contracting State, the required court is not allowed to examine the subject matter of the judgment and its 

duties are limited to observing whether or not the principles adopted in the agreements have been 

fulfilled. Hence, the Saudi court will enforce a judgment, which is issued by a court of a Member State of 

the judicial agreements, without examining the subject of the dispute, providing that the judgment must 

satisfy certain requirements.  
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5.4 The Parties and Subject of Trademark and Patent                                            
Disputes  

When a foreign judgment is sought to be enforced in Saudi Arabia, it is significant to clarify 

which parties can enjoy the benefit of that judgment. At the same time, it is important to examine the 

possibility of changing or adjusting the subject of a foreign judgment. Saudi law does not directly 

regulate these issues and no reported judgment from Saudi courts has been found as yet that presents an 

approach for Saudi law on these points. Hence, in this section, the principles of these issues will be 

examined and evaluated, in order to present appropriate suggestions for Saudi law. 

 The previous section has concluded that according to Saudi law and the ratified agreements, to 

enforce a foreign judgment in Saudi Arabia, the duties of the Saudi court are limited to ensuring that 

certain criteria are satisfied and the court is prevented from examining the subject of the original dispute. 

It has been said that the implication of this principle is that at the enforcement stage, the litigants and the 

court are not allowed to add or accept additional requests on the subject of a foreign judgment
539

. 

Actually, these requests could result in removal of some of the obligations established in the required 

judgment or adding more obligations. Therefore, they would change the subject of that judgment. Hence, 

at the enforcement stage, the parties and the forum are not allowed to adjust or change the subject of the 

foreign judgment.  

             In England, the question of which parties may enjoy the benefit of a foreign judgment is based on 

the nature of the dispute; whether it is in personam or in rem. The judgment becomes in personam if it 

relates to a right or a liability against a person
540

 and only the parties in the foreign judgment can enjoy 

the benefit or carry the burden of that judgment
541

. Based on this fact, the parties to the proceedings 

before the court granting the judgment must be identical at the enforcement stage, regardless of who is the 

plaintiff or the defendant before the court making the judgment
542

. When this definition is applied to a 

judgment in connection with a patent and trademark dispute, it seems that a foreign judgment which 

constitutes a liability against a party in an infringement dispute, or an issue relating to a license 

agreement, is classified as a judgment in personam. Moreover, it has been said that a judgment which 
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validates such a right is classified as a judgment in personam
543

. Therefore, if the judgment is in 

personam, the parties to the original lawsuit and enforcement proceedings must be the same.    

A judgment in rem determines a matter which concerns the status of thing or a person, such as a 

marriage, divorce ‘or effects a disposition of movable or immovable property’
544

. Furthermore, a 

judgment which relates to the ownership or disposing of a right is regarded as a judgment in rem. The 

benefit and burden of a judgment in rem is broadly to be in front of the whole world
545

. When this 

concept is applied to patent and trademark disputes, it has been said that a judgment which invalidates a 

right is regarded as a judgment in rem, providing that it does not have a retrospective effect
546

. Thus, 

theoretically, if a right is concluded to be invalid, this conclusion will not affect a judgment which 

previously confirmed the validity of that right and obliged the infringer to pay compensation for damages 

to the plaintiff. Hence, in patent and trademark disputes, a judgment which invalidates a patent or a 

trademark is regarded as a judgment in rem.   

When it comes to Saudi law, it is appropriate to follow the principles that a judgment which 

constitutes a liability in a dispute, such as an infringement action, must have the same litigants at the 

enforcement stage before the Saudi forum as at the proceedings where the judgment was made. With 

regard to a judgment concerning the validity of a right, the principle is that a judgment which invalidates 

a right is a judgment in rem. However, this principle has an exception. If a court rules on an infringement 

action or a contract for the exploitation of a foreign right and during the court proceedings, the forum 

concludes that the right is invalid, its judgment regarding the validity issue will be in personam between 

the parties to the litigation,
547

 in order to protect the interests of the state of registration. However, it is 

significant to mention that it has been concluded above
548

 that according to Saudi law, the validity issue is 

subject to the exclusive jurisdiction of the forum of the state of registration and the court does not have 

jurisdiction to decide the validity of a foreign right, regardless of which way the validity is challenged. 

Hence, it seems that at the enforcement stage, if the validity of a right is ruled by a court other than the 

forum of the state of registration, the judgment will be ineffective due to the lake of jurisdiction
549

. 
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Moreover, the Saudi court might not be asked to recognise or enforce a judgment which affirms only the 

validity or invalidity of a foreign right, because of the principle of territoriality
550

.  

5.5 The Grounds for Enforcement of Foreign Judgments 
Saudi law stipulates particular requirements which must be available in a foreign judgment for it 

to be enforced in Saudi Arabia. In this situation, it is important to mention that if a court enforces a 

foreign judgment, it means that the forum recognises that award, because there is no enforcement without 

recognition
551

. The required conditions are as follows:   

5.5.1 The Principle of Reciprocity    

Article 6 of the Law of Procedures before the Board of Grievances implies that the principle of 

reciprocity is required to enforce a foreign judgment in Saudi Arabia. In this subject, it has been said that 

the reciprocity must be with the state where the judgment is issued, regardless of the nationality of the 

parties
552

. The Saudi government has ratified various judicial conventions namely: the Riyadh Arab 

Agreement for Judicial Cooperation, the GCC Convention for the Execution of Judgments, the Judicial 

Cooperation Agreement with the Republic of Kazakhstan, the Judicial Cooperation Agreement with the 

Republic of Yemen, the Judicial Cooperation Agreement with the Kingdom of Morocco and the Judicial 

Cooperation Agreement with the Syrian Arab Republic. One of the articulated targets of these agreements 

is to enforce judgments issued in the Contracting States. However, the Legal Declaration no 7 on 24 June 

1985 from the head of the Board of Grievances states that at the enforcement claim, if the plaintiff 

appearing before the Saudi forum belongs to a state which does not have a ratified judicial agreement 

with the Saudi government, he must confirm that his country is obliged to apply the principle of 

reciprocity with Saudi Arabia. The wording of this principle results in a negative outcome in cases where 

the claimant obtains a judgment from a country which has ratified a judicial agreement with the Saudi 

government, but he is not a national of that country. In these circumstances, the ratified judicial 

agreement will be unhelpful although all the ratified agreements state that the Contracting States shall 

enforce a judgment issued by a court of any Member State. Based on this fact, the normal logical rule 

must be that if the state where the judgment is issued does not have a ratified judicial agreement with the 
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Saudi government, the plaintiff must confirm that judgments issued by Saudi courts is capable of being 

enforced in the country whose court made the required judgment. Hence, the principle of reciprocity is a 

mandatory requirement to enforce a foreign judgment in Saudi Arabia.   

Although the aim of requiring the principle of reciprocity is to impose foreign courts to enforce 

judgments issued in the required state
553

, there are logical arguments against this condition. Firstly, the 

principle of reciprocity is a political theory and should not be applied to private commercial relationships 

among companies or physical persons. Therefore, the court must depend only on justice to refuse or 

enforce a foreign judgment
554

. Secondly, at the enforcement proceedings, the forum and the plaintiffs may 

face difficulty verifying the principle of reciprocity
555

. Thirdly, applying this principle may result in harm 

to the interests of the national party
556

. It exists if a Saudi national obtains a judgment from a foreign 

court against a foreign person, who has assets in Saudi Arabia, and if the Saudi forum refuses to enforce 

the judgment, based on the ground that the Saudi national does not verify the principle of reciprocity. The 

interests of the Saudi party are harmed, in particular, when all other requirements to enforce the judgment 

are met.  

Finally, it has been concluded above
557

 that when a judgment meets the provisions of res judicata, 

the same cause of action between the same parties must not be litigated again. Therefore, if a foreign 

judgment meets the provisions of res judicata, in accordance with Saudi law, and if the Saudi court does 

not enforce the judgment, because the plaintiff does not affirm the principle of reciprocity with the state 

where the judgment is issued, the parties and the court are in a complicated situation. If the forum decides 

to reconsider the same issue, it will harm the interests of the successful party and disregard the provisions 

of res judicata. In a cross- border dispute relating to a patent or a trademark, the situation becomes more 

complex, because Saudi forums may not have jurisdiction to hear the issue. As a result, the dispute will 

be left without a solution. Based on these considerations, in order to enforce a foreign judgment in Saudi 

Arabia, Saudi law should abandon this stipulation. The same approach is followed in the American Law 
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Institute Principles, the Principles of the Conflict of Laws in Intellectual Property and the Korean 

Principles
558

. Saudi law has another option that this stipulation is not mandatory and the foreign judgment 

may be enforced in Saudi Arabia, even if the plaintiff does not affirm the principle of reciprocity. The 

same view is followed in article 7 section 2 of the Jordanian Act of Enforcement of Foreign Judgments 

which states that Jordanian courts may not enforce a judgment issued in a state which does not enforce 

Jordanian judgments.      

5.5.2  A Court with Competent Jurisdiction 

When a foreign judgment is issued in a state which does not have a ratified judicial agreement 

with the Saudi government, the Saudi forum will call on Saudi law to enforce that judgment. In such 

circumstances, the principles of the Legal Declaration no 7 on 24 June 1985 from the head of the Board 

of Grievances will be applied. It provides that the court granting the judgment must have jurisdiction to 

hear the dispute. However, this principle does not define which state should call on its own international 

jurisdiction rules to clarify whether or not the original court has jurisdiction to issue the judgment. Hence, 

in this section, it is appropriate to analyse and evaluate the question of which states’ law must be applied 

to verify whether or not the court making the judgment has jurisdiction to rule on a cross-border dispute 

in relation to a patent or a trademark. The aim of this investigation is to show a suitable approach to be 

incorporated into Saudi law.        

 

5.5.2.1 The First Approach      

There are two practical approaches. The first approach upholds that the court where the judgment 

is sought to be enforced must apply international jurisdiction rules established in its own laws to verify 

whether or not the court granting the judgment has jurisdiction to issue it. This principle is followed in 

article 25 section B of the Riyadh Arab Agreement for Judicial Cooperation, article 1 section A of the 

GCC Convention for the Execution of Judgments, article 16 section D of the bilateral agreement for 

Judicial Cooperation with the Republic of Kazakhstan, article 21 section D of the bilateral agreement for 

Judicial Cooperation with the Republic of Yemen, article 21 section D of the bilateral agreement for 

Judicial Cooperation with the Kingdom of Morocco and article 18 section D of the bilateral agreement for 

Judicial Cooperation with the Syrian Arab Republic. The same concept is also followed in England
559

 and 
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Korea
560

. Hence, the law of the state where the foreign judgment is sought to be enforced must be applied 

to verify the authority of the forum granting the judgment over the dispute at stake.   

 

5.5.2.2 The Second Approach 

The second approach is that the forum where the judgment is sought to be enforced must verify 

the jurisdiction of the original forum according to the law of the state where the required judgment is 

issued. This approach is followed in article 298 of the Law of Procedures before Egyptian Courts
561

 and 

in Lebanon
562

. However, the first approach is criticised due to the fact that the international jurisdiction 

rules of courts in each state are regulated independently, based on the sovereignty of the national 

authority. The first approach implies that the court of the state where the judgment is sought to be 

enforced will apply its rules of international jurisdiction to evaluate the international jurisdiction rules of 

the court of the country where the required judgment was issued. At the same time, the forum granting the 

award should check its jurisdiction, based on the international jurisdiction rules of the state where its 

judgment may be enforced. This mechanism is contrary to the considered procedures
563

. The situation 

becomes more complex when the judgment is likely to be enforced in more than one state. Hence, the law 

of the court granting the judgment must be applied to check whether or not it has authority to rule on the 

dispute.   

 

5.5.2.3 The Appropriate Approaches for Saudi Law relating to Patent and Trademark 
Disputes    

When it comes to evaluate the previous approaches to be incorporated into Saudi law regarding 

patent and trademark disputes, two significant elements must be emphasised. Firstly, at the enforcement 

stage, the jurisdiction rules of the state where the required judgment is issued are already considered. This 

is because a foreign judgment must not be recognised or enforced if it is unrecognisable or unenforceable 

in the state where the award is issued. Thus, if a court does not have jurisdiction to rule on a dispute, its 

judgment on that case is unrecognisable and unenforceable in the state where the court is located and it is 

not recognised or enforced in the other countries. In this subject, Clarkson and Hill state, ‘if the judgment 

is void under the foreign law, in the sense of being a nullity even without its having been set aside by the 
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court, it cannot be recognized or enforced in England’
564

. At the enforcement stage, the defendant should 

play his role to raise this defence before the required court and to inform the forum that the court making 

the judgment does not have jurisdiction over the dispute
565

. Secondly, because a cross-border dispute 

relating to a trademark or a patent has a close connection to the state where the right at stake is registered 

and protected, the court where the judgment is sought to be recognised or enforced should honour the 

jurisdiction rules of the state of registration. This is to protect the interests and economy of the protecting 

state.   

Based on the previous facts, in patent and trademark disputes, in order to answer properly the 

question of which law should be applied to check whether or not the forum granting the judgment has 

jurisdiction to hear the dispute, it must clarify which state has a close connection to the dispute and in 

which state the required judgment is issued. In such circumstances, three potential scenarios should be 

illustrated.     

The first situation is when a dispute concerns a Saudi right. The Saudi court must apply the 

international jurisdiction rules established in Saudi law to verify whether or not the court granting the 

award has jurisdiction over the issue. This approach is suggested to protect the national interests from 

being harmed if a foreign court rules on the dispute, contrary to the international rules of jurisdiction 

legalised in Saudi law. For example, it has been concluded above
566

 that the Saudi courts do not have 

jurisdiction over an action for infringement of a foreign right, even if the defendant has a place of 

residence in Saudi Arabia, because the courts of the state where the act of infringement is committed are 

the best forums to rule on the issue. This principle is to protect the interests and economy of the state of 

registration. At the same time, jurisdiction over an action for infringement of a Saudi right is exclusive to 

Saudi forums. If a foreign court determines the action, its judgment may harm the interests and economy 

of the Saudi government. Hence, in cases where a foreign judgment relates to a Saudi patent or 

trademark, the Saudi court must call on international jurisdiction rules adopted in Saudi law to verify 

whether or not the court granting the judgment has jurisdiction to issue it.    

According to the international jurisdiction rules of Saudi courts, it can be said with confidence that 

if jurisdiction over a dispute is exclusive to Saudi competent courts, the Saudi forum must refuse to 

recognise or enforce a judgment from a foreign court regarding that matter. The same principle is 

recognised in article 25 section B of the Riyadh Arab Agreement for Judicial Cooperation. It confirms 

that a judgment created by a forum of a Contracting State will not be enforced if it is issued contrary to 
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the exclusive jurisdiction of the courts of the state where the judgment is sought to be enforced or another 

court of another Member State. The same rule is also followed in the Brussels I Regulation, Belgium, 

France, Italy, Spain and Canada
567

. In this subject, Kono and Jurcys report that  

 Although a personal jurisdiction requirement could be easily established, subject-matter 

jurisdictions of a foreign court would hardly be recognized if the subject-matter 

jurisdiction of Canadian courts would over the case … This would be especially the case 

with regard to the infringement or validity of a Canadian patent.
568

  

Hence, the Saudi court must not recognise or enforce a foreign judgment if the dispute is subject to the 

exclusive jurisdiction of Saudi courts.   

According to Saudi law, jurisdiction over disputes relating to Saudi patents and trademarks will be 

exclusive in certain circumstances. The first situation is when the case concerns an action for 

infringement of a Saudi right. In such circumstance, the jurisdiction is exclusive to Saudi forums. 

Theoretically, if a foreign court hears the action, its judgment must not be recognised or enforced in Saudi 

Arabia. Secondly, it has been concluded above
569

 that jurisdiction over the validity of a Saudi right is 

exclusive to Saudi courts. Thus, if a foreign court rules on the validity of a Saudi right, the Saudi forum 

must refuse to recognise or enforce its judgment. This is because the foreign court does not have 

jurisdiction over the issue. Moreover, in such circumstances, it has been said that the ensuing judgment is 

inconsistent with the public policy of the state of registration
570

. Thirdly, pursuant to Saudi law, if the 

parties to a contract for the exploitation of a Saudi right choose a particular Saudi or foreign court to 

determine their potential differences, the chosen court will have exclusive jurisdiction over the cases. 

Therefore, in general terms, if another forum hears the disputes, the Saudi court must refuse to recognise 

or enforce the judgment
571

. Fourthly, the Saudi forum must not recognise or enforce a foreign judgment if 

it is issued contrary to a valid agreement to refer the dispute to arbitration. Hence, if jurisdiction over 

disputes relating to Saudi patents and trademarks is exclusive to a specific court or an arbitration tribunal, 

the Saudi court must refuse to recognise or enforce foreign judgments issued contrary to the exclusivity of 

jurisdiction.      

Contrary to the conclusion of the previous paragraph, the Saudi forum should recognise or enforce 

a foreign judgment in relation to a Saudi patent or trademark in two circumstances. The first situation 
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concerns infringement actions committed in more than one state. In cases where one of the actions occurs 

in Saudi Arabia and the disputes are consolidated, into a single action, before a foreign court where 

certain criteria for the consolidation are met, the Saudi forum should recognise or enforce the part of the 

judgment relating to the Saudi right. The second situation occurs when the judgment concerns a contract 

for the exploitation of a Saudi patent or trademark. If the parties give jurisdiction to a specific foreign 

court, the Saudi court should recognise or enforce the judgment of the chosen court, even if it rules on an 

action for infringement of the right concerned, providing that the action is raised in connection with the 

contract. 

It should be mentioned that there is a rule that accepts that the judgment which concerns an action 

for infringement of a foreign right will not be recognised if the court of the state of registration had 

previously invalidated the right concerned
572

. It is appropriate for Saudi law to follow this principle. 

Hence, if a foreign court decides on an action for infringement of a Saudi right and a Saudi competent 

court had invalidated that right before the foreign court issues its judgment, the Saudi forum must refuse 

to recognise or enforce the foreign judgment on the infringement action. This is because the foreign 

judgment is irreconcilable with the Saudi judgment which invalidates the right concerned. In addition, it 

is necessary to examine the issue that, when a foreign court has jurisdiction over a dispute relating to a 

Saudi right and during the proceedings of the court, the validity of the right is incidentally challenged as a 

defence. In such circumstances, there are two possible scenarios. Firstly, if the foreign court refers the 

issue of validity to a Saudi competent court and issues its judgment after the Saudi forum ruling on the 

validity of the right, the foreign judgment should be recognised or enforced in Saudi Arabia. Secondly, if 

the foreign court decides the validity of the Saudi right, the foreign judgment relating to the original 

action should not be recognised or enforced in Saudi Arabia. The rationale behind this concept is that in 

such circumstances, the foreign judgment depends on whether or not the right at stake is valid and the 

foreign forum does not have jurisdiction over the validity of the Saudi right. Moreover, the foreign 

judgment regarding the original action may be inconsistent with Saudi public policy. In addition, this 

judgment might not be recognised or enforced in the country where it is issued. Thus, it does not deserve 

to be recognised or enforced in other countries. However, the Saudi court may recognise or enforce this 

judgment if Saudi law allows a foreign forum, which had jurisdiction over the original proceedings, to 

decide the validity of the Saudi right that is challenged as a defence. In such circumstances, the Saudi 

court should also recognise or enforce the judgment in relation to the validity of the Saudi right, providing 

that it affects only the parties to the dispute.        
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The second situation is when a foreign judgment is issued in the state where the right in question 

is created and protected. For example, if a Japanese right is infringed in Japan and a Japanese court 

determines the dispute, the Saudi court must apply international jurisdiction rules established in the law of 

the state of registration to verify the jurisdiction of the court granting the judgment over the action. 

Article 111 section 2 of the Swiss Private International Law 2007 applies the same approach, because it 

rules that a foreign judgment relating to an IP infringement action will be recognised in Switzerland if it 

is issued in the state where the act of infringement is committed
573

. Hence, the Saudi court should apply 

the jurisdiction rules of the protecting state, in order to recognise or enforce a judgment issued in that 

state.      

The problems will emerge in the third situation when the Saudi court is asked to recognise or 

enforce a foreign judgment relating to a right which is not Saudi and does not belong to the state where 

the judgment is issued. For instance, if a Japanese right is infringed in Japan and the alleged infringer is 

domiciled in Switzerland, Swiss forums will have jurisdiction to decide the dispute, because article 109 

section 1 of the Swiss Private International Law 2007 gives jurisdiction to Swiss courts over IP disputes if 

the defendant is domiciled in Switzerland. In such circumstances, Saudi forums do not have a close 

connection to this dispute and do not have jurisdiction over the issue. When a Swiss forum rules on the 

dispute and an interested party seeks to recognise or enforce the Swiss judgment in Saudi Arabia, the 

Saudi court will not recognise or enforce the award if it calls on the international jurisdiction rules 

established in Saudi law. This is because Saudi law rejects the place of residence of the defendant as a 

ground of jurisdiction over actions for infringement of foreign patents or trademarks. On the contrary, 

there is an approach that accepts that if the courts of the state, where the foreign judgment is sought to be 

recognised or enforced, do not have jurisdiction over the issue, the required court should verify the 

jurisdiction of the court granting the judgment, in accordance with the jurisdiction rules of the state where 

the judgment was issued
574

. Similarly, according to the Korean Principles, a foreign judgment will be 

enforced if the jurisdiction of the court making the judgment ‘was asserted on a ground which is not 

prescribed in the Korean Principles’
575

. Based on this approach, the Saudi court should recognise or 

enforce a foreign judgment if the court making the award has jurisdiction to rule on the case.  

Theoretically, in the above example, if the Swiss court rules on the dispute, its judgment should be 

recognised or enforced in Saudi Arabia, because the Swiss forum has jurisdiction to determine the case. 

However, if the defendant is domiciled in Canada and a Canadian court decides the dispute, the Saudi 
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court should not recognise or enforce the judgment, as has been concluded above
576

 that the Canadian 

court does not have jurisdiction over an action for infringement of a foreign right. This concept is 

supported by the fact that if the court granting the judgment does not have jurisdiction over the dispute, 

its judgment will not be recognised or enforced in the state where the court is located and as a direct 

result, this judgment is not recognisable or enforceable in other countries. However, the suggested 

approach for Saudi law is that the Saudi court must honour the jurisdiction rules of the state of 

registration, in order to protect the interests of that state which has a close connection to the dispute. In 

addition, in such circumstances, if the Saudi court recognises or enforces the judgment and ignores the 

rules of jurisdiction of the protecting state, this recognition or enforcement is regarded as a legal loophole 

in the procedures of justice in Saudi Arabia. It exists clearly when the courts of the protecting state have 

exclusive jurisdiction over the subject of the dispute. Article 111 section 2 of the Swiss Private 

International Law 2007 provides the same principle in cases where a foreign judgment concerns the 

validity, existence or registration of a foreign right. It states that a foreign judgment relating to these 

issues will be recognised in Switzerland if it is recognisable in the protecting state
577

. Hence, in cases 

where a foreign judgment concerns a right that does not belong to the state where the judgment is issued, 

the Saudi court should recognise or enforce the judgment if the court granting the judgment has 

jurisdiction over the dispute and the required judgment is recognisable in the state where the right 

concerned is registered.     

5.5.3 Applying Correct Laws 

Apart from the requirement that a foreign judgment must be issued by a court with competent 

jurisdiction, Saudi law and the agreements, which the Saudi government has ratified, do not stipulate that 

the original forum must apply the correct law to the dispute. No reported judgment from Saudi courts has 

been found as yet that presents an approach for Saudi law on this point. Hence, the aim of this section is 

to examine the principles of this requirement, in order to suggest an appropriate approach for Saudi law.   

One approach prefers that the forum granting the judgment must apply the appropriate rules of 

applicable law established in the law of the state where the judgment is sought to be enforced
578

. If the 

original court does not apply suitable rules, its judgment will not be enforced in that state. However, this 

approach has an exception. A foreign judgment may be enforced in cases where the courts of the state 
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where the judgment is sought to be enforced do not have jurisdiction over the dispute and the court 

making the award governed the dispute in accordance with its rules of choice of law
579

. The rationale 

behind this approach is to avoid the possibility that if the courts of the enforcing state have jurisdiction 

over the dispute, the litigants may bring the action before a court of another state, in order to avoid the 

applicable rules established in the law of the enforcing state. It is therefore stipulated that the enforcing 

court will apply its own rules of choice of law to protect its own jurisdiction from fraud
580

. In this context, 

it has been said that if the court granting the judgment applies the wrong rules of law to the issue, its 

judgment should not be enforced, because it is inconsistent with public policy
581

. Hence, in order to 

enforce a foreign judgment, the court granting the award must apply the correct rules of law to the 

dispute.     

Contrary to the conclusion of the previous paragraph, in England, there is another view. At the 

enforcement stage, it is not acceptable to raise the defence that the original court applied the wrong law to 

the dispute
582

. In this subject, Collier reports, ‘is not a defence, even though that court applied the wrong 

law or, thought it applied the correct law, it got it wrong’.
583

 The argument against the first approach is 

that if the enforcing forum stipulates that the correct law must be applied to the dispute, the court granting 

the judgment must apply the rules of choice of law of a state where the ensuing judgment may be 

enforced
584

. The situation becomes more complex if the judgment might be enforced in more than one 

state. Moreover, it could be said that at the enforcement stage, the general principle is that a court where 

the judgment is sought to be enforced is prevented from examining the subject of the dispute. Therefore, 

it is not allowed to review the judgment to verify whether or not the court granting it applied the correct 

law to the dispute. Hence, at the enforcement stage, the forum where the foreign judgment is sought to be 

enforced must not stipulate that the correct law was applied to the dispute.   

With regard to patent and trademark disputes, it has been concluded above
585

 that the Saudi court 

must apply the law of the protecting state to infringement and validity issues. In addition, the parties are 

not allowed to agree to apply another law to these issues. The question then arises: could the Saudi forum 

enforce a foreign judgment in relation to an infringement claim or a validity issue when the court granting 

the award does not apply the law of protecting state to the dispute? Before presenting the suggested 
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approach, it is appropriate to restate that in such circumstances, if the original forum does apply the law 

of the protecting state to these issues, its judgment may not be enforced in the state where it is issued. 

Therefore, it is difficult to enforce this judgment in other countries.        

The process which is suggested to verify whether or not the forum granting the judgment has 

jurisdiction over the dispute should be upheld in this situation. Hence, if a foreign judgment concerns an 

action for infringement of a Saudi patent or trademark and the court granting the award does not apply 

Saudi law to the action, the judgment should not be enforced in Saudi Arabia. The rationale behind this 

concept is that this judgment is inconsistent with Saudi public policy and is issued contrary to the rules of 

justice. In addition, it may harm Saudi economic interests. If the right in question belongs to the state 

where the judgment is issued, the Saudi forum may not be reluctant to enforce this judgment, because it is 

issued by the court of the protecting state which is the best place for the action to be heard. The Saudi 

court may face a concern if a foreign judgment concerns a right that is not Saudi and does not belong to 

the state where the judgment is issued. The Saudi forum is strongly recommended to honour the rules of 

choice of law established in the law of the protecting state. The rationale behind this approach is that if 

the court making the judgment does not apply the law of protecting state to the action and if the Saudi 

court enforces the ensuing judgment, this enforcement is regarded as a legal loophole in the Saudi judicial 

procedures. In addition, it is contrary to international comity. In Japan, there is a comment supporting this 

approach and it has been said that if the court granting the judgment does not apply the mandatory rules 

of the protecting state, its judgment should not be recognised or enforced in Japan
586

. Thus, at the 

enforcement stage, in cases where a foreign judgment, which is sought to be enforced or recognised in 

Saudi Arabia, concerns an infringement action or a validity issue, the Saudi forum must honour the rules 

of choice of law of the protecting state of the right in question.     

5.5.4 Compatibility with the Rules of Sharia 

In Saudi Arabia, the foundation of the law is the rules of Sharia which are obtained from the Book 

of God and the Sunnah (Traditions) of His Messenger. For this reason, article 1 of Law of Procedure 

before Shari’ah Courts and articles 7, 46 and 48 of Basic Law of Governance state that Saudi forums have 

to honour Islamic laws when they determine issues brought before them and refuse to apply rules 

incompatible with Sharia. Furthermore, pursuant to articles 30 section A of the Riyadh Arab Agreement 

for Judicial Cooperation, article 2 section A of the GCC Convention for the Execution of Judgments, 

article 16 section A of the bilateral agreement for Judicial Cooperation with the Republic of Kazakhstan, 

article 22 section A of the bilateral agreement for Judicial Cooperation with the Republic of Yemen, 
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article 22 section A of the bilateral agreement for Judicial Cooperation with the Kingdom of Morocco and 

article 18 section A of the bilateral agreement for Judicial Cooperation with the Syrian Arab Republic, the 

Saudi court must refuse to enforce a foreign judgment inconsistent with the rules of Sharia or Saudi 

public policy. Thus, the Saudi forum will not enforce a foreign judgment inconsistent with Islamic laws.  

5.5.5 Complete Required Documents 

Pursuant to the Legal Declaration no 7 on 24 June 1985 from the head of the Board of Grievances, 

article 34 of the Riyadh Arab Agreement for Judicial Cooperation, article 9 of the GCC Convention for 

the Execution of Judgments, article 20 of the bilateral agreement for Judicial Cooperation with the 

Republic of Kazakhstan, article 24 of the bilateral agreement for Judicial Cooperation with the Republic 

of Yemen, article 24 of the bilateral agreement for Judicial Cooperation with the Kingdom of Morocco 

and article 22 of the bilateral agreement for Judicial Cooperation with the Syrian Arab Republic, to 

enforce a foreign judgment in Saudi Arabia, the plaintiff must submit specific formal documents which 

affirm that the judgment is final and is issued in a manner consistent with natural justice. For example, 

article 9 of the GCC Convention for the Execution of Judgments obliges the plaintiff to bring the 

following official papers   

A) A true copy of the judgment with the signatures therein being attested by the competent 

authority. B) A certificate that the judgment became final, unless the same is stated in the 

judgment. C) In the case of a judgment issued in absence, a copy of the notification of the 

judgment, certified as a true copy of the original, or any other document that may confirm 

that the defendant was properly notified.    

This requirement was affirmed in the case no 5227/1/Q in 1425 H
587

, when the Court of Appeal in the 

Board of Grievances issued its judgment no 33/T/4 in 1427 H on 27 March 2006 and decided to enforce a 

foreign judgment. The court stated that it enforced the judgment, because it did not involve a rule 

inconsistent with the rules of Sharia and the claimant submitted all the required documents which 

confirmed that the judgment was made in a manner consistent with natural justice
588

. However, in the 

judgment no 18/D/F/12 in 1413 H on the case no 1593/1/Q in 1413 H on 26 April 1993
589

 and the 

judgment no 15/ D F/12 in 1413 H on the case no 1198/1/Q in 1412 H on 17 March 1992
590

, the Court of 

First Instance in the Board of Grievances refused to enforce foreign judgments. One of the reasons for 
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refusal was that the applicants did not provide all the required certificates. Hence, in order to enforce a 

foreign judgment in Saudi Arabia, the plaintiff must submit certain formal documents.         

5.5.6 Finality and Conclusiveness   

According to the Legal Declaration no 7 on 24 June 1985 from the head of the Board of 

Grievances, article 15 of the bilateral agreement for Judicial Cooperation with the Republic of 

Kazakhstan, article 21 of the bilateral agreement for Judicial Cooperation with the Republic of Yemen, 

article 21 of the bilateral agreement for Judicial Cooperation with the Kingdom of Morocco and article 17 

of the bilateral agreement for Judicial Cooperation with the Syrian Arab Republic, only a final foreign 

judgment is capable of enforcement in Saudi Arabia. Even though the Riyadh Arab Agreement for 

Judicial Cooperation and the GCC Convention for the Execution of Judgments do not expressly require 

this condition, it must be satisfied to enforce a judgment issued in the Contracting States of these 

agreements. This is because article 1 section A and article 9 section B of the GCC Convention and article 

25 section B and article 34 section B of the Riyadh Arab Agreement stipulate that to enforce a judgment 

which is issued in a Member State of the Conventions, the judgment must comply with the provision of 

res judicata. As seen above
591

, the judgment must be final and conclusive, in order to satisfy the 

provisions of res judicata. The Saudi court confirmed this stipulation in the case no 5227/1/Q in 1425 H
592

 

when the Court of Appeal in the Board of Grievances issued the judgment no 33/T/4/1427 H on 27 March 

2006 and stated that a foreign judgment must be final and conclusive to be enforced in Saudi Arabia
593

. In 

this situation, it is significant to mention that conclusiveness will be assessed in accordance with the law 

of the state where the judgment is issued
594

. This rule is recognised in England and in this context, it has 

been said that it is crucial to require this condition, because if a foreign judgment is not final, the original 

forum may change or cancel the judgment
595

. Thus, the foreign judgment must be conclusive and final to 

be capable of being enforced in Saudi Arabia.   

5.5.7 Related to Private Laws 

Pursuant to the Legal Declaration no 7 on 24 June 1985 from the head of the Board of Grievances, 

the Saudi forum will enforce foreign judgments made in connection with private obligations, such as 

commercial and civil matters, or those in connection with status laws. Judgments related to criminal law 

will not be enforced in Saudi Arabia. Pursuant to article 1 of the GCC Convention for the Execution of 
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Judgments, article 21 of the bilateral agreement for Judicial Cooperation with the Republic of Yemen and 

article 21 of the bilateral agreement for Judicial Cooperation with the Kingdom of Morocco, the courts of 

the Contracting States will enforce judgments in relation to administrative, commercial and civil law and 

those in connection with status laws. Article 15 of the bilateral agreement for Judicial Cooperation with 

the Republic of Kazakhstan and article 17 of the bilateral agreement for Judicial Cooperation with the 

Syrian Arab Republic do not state that judgments made in connection with administrative law are capable 

of being enforced in the Member States. However, article 25 section B of the Riyadh Arab Agreement for 

Judicial Cooperation states the Contracting States should enforce judgments made in connection with 

‘civil cases including judgments related to civil rights made by penal courts and in commercial, 

administrative and personal statute’. On the other hand, according to article 21 section E of the bilateral 

agreement for Judicial Cooperation with the Republic of Yemen, article 21 section E of the bilateral 

agreement for Judicial Cooperation with the Kingdom of Morocco and article 25 section C of the Riyadh 

Arab Agreement for Judicial Cooperation, judgments made in connection with the issues ‘of bankruptcy, 

taxes and fees’ will not be capable of being enforced in the Contracting States. Based on this fact, it 

seems to me that if a foreign judgment obliges the judgment debtor to pay fees for registering a trademark 

or a patent, the Saudi court must refuse to enforce the judgment, because it is created in favour of a 

foreign country.    

5.6 The Conclusion  
In conclusion, this chapter has illustrated the principles for enforcement of foreign judgments 

established in Saudi law and the agreements which the Saudi government has ratified. In this chapter, the 

impact of foreign judgments has been highlighted. Furthermore, this study has focused on the method 

applied to enforce foreign judgments in Saudi Arabia. In addition, this research has answered the question 

of which party can take advantage of foreign judgments and the possibility of changing or adjusting the 

subject of foreign judgments at the enforcement stage. Moreover, this chapter has also analysed and 

evaluated the conditions required to enforce foreign judgments in Saudi Arabia. Throughout this 

examination, significant points have been established that will be presented below.     

5.6.1 The Remarkable Findings 

 A foreign judgment will satisfy the provisions of res judicata if it is final and is issued by a court 

with competent jurisdiction, whatever its name. Thus, in patent and trademark disputes, a final judgment 

issued by an office that is located outside Saudi Arabia will be regarded as a foreign judgment, providing 

that the office is allowed to decide the issue. If a judgment meets the provision of res judicata, the parties 
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to that judgment are prevented from litigating the same cause of action again
596

. In addition, according to 

article 138 of the Law of Procedure before Shari'ah Courts, the parties are allowed to submit official 

documentation issued by an authorised office to support their claims brought before Saudi courts. Based 

on this fact, if a foreign judgment is not enforceable in Saudi Arabia for any reason, the evidence, which 

was involved in that judgment, such as witnesses, expertise, the proceedings of inspection and admitting, 

could be used to support any claim brought before Saudi forums
597

.     

When the Saudi court wants to enforce a foreign judgment, it must follow the method that the 

forum will examine the satisfaction of certain stipulations to ascertain whether or not these requirements 

have been met in the judgment. In addition, the court is prevented from examining the subject of the 

foreign judgment at all
598

. Based on this fact, at the enforcement stage, the Saudi forum is not allowed to 

adjust or change the subject of the foreign judgment.
599

.    

The question of which parties may enjoy the benefit of a foreign judgment will depend on the 

nature of that judgment. Hence, if a judgment is in personam, which constitutes a liability or obligations 

against a certain party, its effects will be limited to the parties who participated in the proceedings of the 

court making the award. At the enforcement stage, only the parties of the original proceedings can enjoy 

the advantages or carry the burden of that judgment. Based on this definition, in patent and trademark 

disputes, a foreign judgment will be regarded as a judgment in personam if it concerns an action for 

infringement or a license agreement and constitutes a liability against a party. Moreover, a judgment 

which validates a right and constitutes obligations against a defendant is also regarded as a judgment in 

personam. On the other hand, if a judgment is to determine the status of the property, such as a judgment 

issued to invalidate a patent, it is defined as a judgment in rem. Its result will affect the whole world, 

providing that it does not have a retrospective effect. However, a judgment issued to invalidate a right 

may become a judgment in personam if a court decides a dispute concerning an infringement or a license 

agreement in respect of a foreign right and, during the court proceedings, the validity of the right 

concerned is challenged as a defence. In such circumstances, if the court invalidates the right, its 

judgment will affect only the parties to the original proceedings, in order to protect the interests of the 

state of registration. Finally, it is significant to emphasise that in general terms, the Saudi forum may not 

be asked to recognise or enforce a foreign judgment that concerns only the validity of a foreign right, 

because of the principle of territoriality.
600
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 Saudi law stipulates that to enforce a foreign judgment in Saudi Arabia, the plaintiff must affirm 

that the courts of the state where the judgment is issued are obliged to enforce judgments issued by Saudi 

courts. The Saudi government has ratified six judicial agreements and one of the expressed targets of 

these conventions is to enforce judgments issued in the Member States. In cases where a foreign judgment 

is issued in a state which has not signed any judicial cooperation agreement with the Saudi government, 

the plaintiff must confirm that the forums of the state where the judgment is issued are obliged, 

practically, to enforce judgments created in Saudi Arabia. If he fails to verify the principle of reciprocity, 

his foreign judgment will not be enforced in Saudi Arabia. Saudi law should ignore the principle of 

reciprocity, or at least not make it a mandatory requirement to enforce foreign judgments in Saudi Arabia. 

The rationale behind this approach is that reciprocity is a political concept and enforcing foreign 

judgments must be based on justice and cooperation between the courts, to allow the parties to achieve 

their rights if they are obtained consistently within the law. Secondly, the plaintiff may not be able to 

verify and satisfy this requirement. Therefore, his interests are likely to be harmed. Thirdly, this condition 

may result in a negative effect on the interests of the national party if he obtains a foreign judgment which 

fulfils all other requirements, but the Saudi court decides not to enforce the award, based on the ground 

that the plaintiff has not satisfied this requirement. Finally, this condition may lead the dispute being left 

without a solution. For example, if a foreign judgment meets the provisions of res judicata in accordance 

with Saudi law, it means that Saudi courts are not allowed to reconsider the same cause of action between 

the same parties. In such circumstances, if the Saudi forum refuses to enforce the judgment, based on the 

ground that the plaintiff does not satisfy that the courts of the country where the award is issued are 

obliged, practically, to enforce judgments created in Saudi Arabia, there are two potential scenarios. The 

first one is that if the Saudi court has jurisdiction over the issue and reconsiders the dispute, this means 

the forum disregards the provisions of res judicata and may harm the interests of a successful party. The 

second scenario is that if Saudi forums do not have jurisdiction over the dispute, this means that the issue 

will be left without a solution. In patent and trademark disputes, the latter scenario is quite likely to occur, 

because of the restriction of jurisdiction over these types of disputes
601

.      

 Saudi law requires that a foreign judgment must be issued by a court with competent jurisdiction 

to be recognised or enforced in Saudi Arabia. However, it is significant to mention that Saudi law does 

not define which law must be called on to verify whether or not the court granting the judgment has 

jurisdiction over the issue
602

. The agreements, which the Saudi government has ratified, uphold that the 

law of the state where the judgment is sought to be recognised or enforced must be applied to check 
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whether or not the original court had jurisdiction over the case
603

 . There is a contrary approach that tends 

to accept that the law of the state where the judgment is issued must be applied to decide whether or not 

the court granting the judgment had jurisdiction to rule on the dispute
604

. In patent and trademark 

disputes, there are two elements that play fundamental roles to define which country should apply its own 

international jurisdiction rules to verify the jurisdiction of the court making the judgment. The first 

element is that the courts of the state where the judgment is sought to be recognised or enforced should 

honour jurisdiction rules and protect the interests of the state where the right in question is created and 

protected. The second element is that if a foreign judgment is not recognisable or enforceable in the state 

where the judgment is issued, it must not be recognised or enforced in other countries. Consequently, if 

the court granting the judgment does not have jurisdiction to rule on a dispute, its judgment on that case 

will not be recognised or enforced in the state where the original forum is located. Therefore, it does not 

deserve to be recognised or enforced in other countries. The conclusion of this element is that at the 

enforcement stage, the jurisdiction rules of the court granting the award are already respected
605

.        

Based on the previous facts, the Saudi court should apply the international jurisdiction rules 

established in Saudi law if it is asked to recognise or enforce a foreign judgment relating to a Saudi patent 

or trademark. Hence, the Saudi forum must not recognise or enforce a foreign judgment if it is issued 

contrary to the exclusive jurisdiction of a specific court or an arbitration tribunal. This occurs in certain 

circumstances. The first situation is when jurisdiction over a dispute is exclusive to a Saudi forum. For 

example, Saudi courts have exclusive jurisdiction over the validity of Saudi rights. They also have 

exclusive authority over actions for infringement of Saudi patents or trademarks. The second situation is 

when the parties have a valid agreement to give jurisdiction over their dispute to a foreign court or an 

arbitration tribunal. Hence, when a foreign court rules on a dispute concerning a Saudi patent or 

trademark, the Saudi forum must refuse to recognise or enforce its judgment if the jurisdiction over the 

dispute is exclusive to specific courts or arbitral tribunals
606

.       

However, the Saudi court should recognise or enforce a foreign judgment relating to a Saudi right 

in two circumstances. The first situation is in cases where actions for infringement of parallel rights are 

committed in more than one state. In this situation, if one of these actions occurs in Saudi Arabia and the 

infringement proceedings are consolidated before a foreign court where certain criteria for the 

consolidation are met, the Saudi forum must not refuse to recognise or enforce the part of the judgment 

which concerns the Saudi right. The second situation is when a foreign judgment concerns a contract for 

the exploitation of a Saudi patent or trademark. In such circumstances, if the parties give jurisdiction to a 
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foreign court, the Saudi forum should recognise or enforce the judgment of the chosen court, even if it 

determines an action for infringement of the right concerned, providing that the action is raised in 

connection with the contract. However, in the former situations, if the defendant challenges the validity of 

the Saudi right by way of defence and the forum granting the judgment rules on the validity issue, the 

Saudi court must refuse to recognise or enforce the judgment relating to the original dispute. This is 

because ruling on the validity of the right is a significant step to resolve the original issue properly and 

the foreign court does not have jurisdiction over the validity of the Saudi right. Moreover, the Saudi 

forum must refuse to recognise or enforce a foreign judgment relating to an action for infringement of a 

Saudi right if a Saudi court invalidates the right concerned before the foreign court issues its judgment. 

This is because an invalid right cannot be infringed
607

.         

In cases where a foreign judgment concerns a right registered in the state where the judgment is 

issued, the Saudi forum should apply international jurisdiction rules established in the law of the state 

where the judgment is created to verify whether or not the original court has jurisdiction to issue the 

award
608

.    

In cases where  a foreign judgment concerns a right which does not belong to the state where the 

judgment is issued, the suggested approach for Saudi law is that the jurisdiction rules of the court making 

the judgment must be called on to verify the jurisdiction of that forum over the issue. Hence, if it does not 

have authority to rule on the dispute, the Saudi court must not recognise or enforce the ensuing judgment, 

not only because of the lack of jurisdiction, but also because this judgment is not capable of being 

recognised or enforced in the state where the original court is located. Therefore, it does not deserve to be 

recognised or enforced in other countries. However, when the court granting the award has authority to 

hear the dispute, the Saudi court is strongly recommended to honour the rules of jurisdiction established 

in the law of the state of registration of the right in question, in order to protect the public interests and 

economy of the protecting state. If the Saudi court disregards the rules of jurisdiction of the protecting 

state and recognises or enforces the judgment, it seems that this recognition or enforcement is inconsistent 

with the principle of international comity and creates a legal loophole in the justice procedures of Saudi 

forums. Clearly, when the courts of the state of registration
 
have exclusive jurisdiction over the issue 

presented
609

.     

To enforce a foreign judgment relating to an infringement action or the issue of validity of a patent 

or a trademark, neither Saudi law, nor the ratified agreements stipulates that the forum granting the 

judgment must apply the correct law to the case. Unfortunately, an authority from Saudi courts presenting 
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an approach on this point has not yet been found. However, the suggested approach for Saudi law is that 

the Saudi court should refuse to enforce a foreign judgment in relation to an action for infringement of a 

Saudi right if the court of origin does not govern the action by Saudi law. The rationale behind this 

approach is that in such circumstances, applying Saudi law is mandatory and the parties are not allowed 

to agree to apply another law to the dispute. This recommendation is presented, in order to protect Saudi 

economy and financial interests. Moreover, applying foreign law to the action is inconsistent with Saudi 

public policy. When a foreign judgment relates to an action for infringement of a foreign right, it is 

significant to mention again the principle that a foreign judgment, which is not recognisable or 

enforceable in the state where the award is issued, does not deserve to be recognised or enforced in Saudi 

Arabia. The suggested approach for Saudi law is that when the right in question belongs to the state where 

the judgment is issued, the Saudi court may not face difficulty enforcing the judgment, because it is 

issued in the state of registration, which is the best place for the issue to be heard. When the right at stake 

does not belong to the state where the judgment is issued, the Saudi forum is strongly recommended to 

honour the rules of choice of law of the protecting state. If the law of the state of registration is mandatory 

to govern the action and the forum granting the judgment does not apply the law of that state to the 

dispute, the Saudi forum should refuse to enforce the judgment. The rationale behind this approach is that 

if the Saudi court enforces the award in these circumstances, this enforcement seems to be against 

international comity and is regarded as a legal loophole in the procedures of justice of Saudi forums
610

.      

To enforce a foreign judgment in Saudi Arabia, Saudi law stipulates certain traditional 

requirements which must all be satisfied in the judgment. One is that the judgment must not be 

inconsistent with the rules of Sharia or Saudi public policy
611

. The second requirement is that the plaintiff 

must submit certain documents which affirm that the judgment is final and is made in a manner consistent 

with natural justice
 612

. Moreover, the judgment must be conclusive and final, in accordance with the law 

of the state where the judgment is issued
613

. Finally, the judgment must be in connection with private law. 

Hence, a judgment which obliges a party to pay a penalty to a foreign authority will not be enforced in 

Saudi Arabia
614

.   

5.6.2 The Recommendations            

 The foregoing analysis of the Saudi rules for enforcement of foreign judgments does strongly 

suggest that the Saudi legislators should advise the Saudi government to establish the principles for 

enforcement of foreign judgments in a separate law. Moreover, in the suggested law, the approaches 
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relating to patent and trademark disputes should be clarified and legalised in separate rules. The Saudi 

legislators should consider such EU rules to find appropriate solutions for Saudi law. They should also 

reform any appropriate approach to be consistent with Saudi public policy and the rules of Sharia.  

             The previous investigation clearly shows that there is a strong need to revise the requirements that 

must be met to enforce a foreign judgment in connection with a patent and trademark dispute. In my 

opinion, the following rules are practical and possible to be incorporated into Saudi law, because they are 

not inconsistent with Saudi public policy or the rules of Sharia. Hence, there is no need to revise these 

approaches.      

A) The principle of reciprocity must not be mandatory to enforce a foreign judgment.   

B) The Saudi court should recognise and enforce a foreign judgment if it is recognisable in the 

protecting state of the right in question.   

 The target of latter rule is that the forum granting the judgment must honour the rules of 

jurisdiction and the rules of choice of law of the state of registration. In order to incorporate this principle  

into Saudi law, it is significant to revise article 25 section B of the Riyadh Arab Agreement for Judicial 

Cooperation, article 1 section A of the GCC Convention for the Execution of Judgments, article 16 

section D of the bilateral agreement for Judicial Cooperation with the Republic of Kazakhstan, article 21 

section D of the bilateral agreement for Judicial Cooperation with the Republic of Yemen, article 21 

section D of the bilateral agreement for Judicial Cooperation with the Kingdom of Morocco and article 18 

section D of the bilateral agreement for Judicial Cooperation with the Syrian Arab Republic. These 

articles must be adjusted. This is because they imply that the Saudi forum must apply the Saudi rules of 

international jurisdiction to verify whether or not the court making the award has jurisdiction over the 

dispute.   
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Chapter 6: The Rules of Arbitration  

6.1 The Introduction   
  The previous chapters have explained the principles for resolving cross-border trademark and 

patent disputes before Saudi public forums and some significant suggestions have been made. For 

example, it has been concluded above
615

 that the issue of validity of a patent or a trademark is subject to 

the exclusive jurisdiction of the courts of the state of registration. Hence, in cases where a Saudi court 

hears a dispute relating to a foreign right and the validity of that right is challenged as a defense, it is 

recommended that the Saudi court must suspend its proceedings and refer the validity issue to the forums 

of the state of registration. The Saudi court should resume its proceedings over the original dispute as 

soon as the judgment on the validity issue is pronounced. Moreover, it has been seen above
616

 that the 

Saudi rules of choice of law prevent the Saudi forums from applying foreign law. Therefore, these rules 

may minimise the possibility of resolving cross-border patent and trademark disputes before the Saudi 

courts in cases where foreign law is the law applicable to the disputes. Furthermore, it has been 

concluded above
617

 that the Saudi court must apply the law of the protecting state to infringement actions. 

Consequently, in cases where the Saudi forum consolidates infringement actions committed in more than 

one state into one action, the court may be obliged to investigate the law of each state in which its own 

right is concerned. Hence, when the Saudi public court determines cross-border disputes relating to 

patents or trademarks, it may follow some strict rules.     

  It has been concluded above
618

 that in patent and trademark disputes, the parties are allowed to 

agree to refer their differences to arbitration. In this context, it has been said that arbitrating international 

trademark and patent disputes is a better means to resolve the cases
619

. Recently, a significant number of 

IP disputes have been resolved by arbitral tribunals
620

. This is due to confidentiality and because in 

arbitration, the parties have complete autonomy to choose professional arbitrators
621

. Moreover, as has 

been concluded above
622

, when infringement actions occur in more than one country, a Saudi court is 

allowed to consolidate the actions into one action if certain requirements are met and all of these 

conditions are satisfied in rare circumstances. On the contrary, it has been said that arbitration could 
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remedy the question of joining separate proceedings into a single action
623

. Hence, arbitration is a popular 

means to resolve international patent and trademark disputes.     

 Based on the previous conclusion, the aim of this chapter is to investigate the principles provided 

in Saudi law, such as the Saudi Arbitration Law, the Saudi Patent Law and the Saudi Trademark Law, in 

order to clarify whether or not these rules are applied effectively to arbitration in cross-border disputes 

relating to trademarks and patents. There are certain issues that will be examined. This chapter will 

highlight the points of the jurisdiction of an arbitration tribunal over a patent and trademark dispute and 

the possibility of deciding the issue by a Saudi public forum when the parties agree to refer the dispute to 

arbitration. Moreover, this study will explain the meaning of the doctrine of arbitrability. Also, it will 

examine which law should be applied to verify whether or not the validity of Saudi patents and 

trademarks is capable of arbitration. In addition, this research will illustrate whether or not the validity of 

Saudi rights is capable of being arbitrated. Furthermore, this chapter will examine the question of which 

law should be applied to contracts for the exploitation of patents or trademarks, infringement proceedings 

and validity issues. Finally, this chapter will conclude with notable findings and recommendations will be 

presented.     

6.2 The Jurisdiction of Arbitral Tribunals 
The effect of arbitration agreements is that jurisdiction over arbitrable disputes will be transferred 

to arbitration tribunals. Therefore, competent public forums will lose its jurisdiction over these cases. It is 

provided that in order to stay the court proceedings in favour of arbitration, certain requirements must be 

satisfied. In this section, these criteria will be discussed.  

6.2.1 Establishing the Jurisdiction of Arbitral Tribunals  

In the chapter examining the principles of jurisdiction over patent and trademark disputes, it has 

been concluded that if the parties have an agreement to refer the dispute to arbitration, the Saudi court 

must stay its proceedings in favour of arbitration, providing that the arbitration agreement is valid
624

. 

Article 11 section 1 of Saudi Arbitration Act 2012 provides this principle. In addition, article 12 of the 

Law states that the Saudi court must stay its proceedings if the parties agree during the court proceedings 

to refer the dispute to arbitration. Hence, in cases where the parties have an arbitration agreement, or 

agree to refer the dispute to arbitration during the trial of the Saudi court, the forum must stay its 

proceedings over the issue.  
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Contrary to the conclusion of the previous paragraph, if the parties do not have an arbitration 

agreement, or if the agreement does not bind one of them, the Saudi court must not grant a stay in favour 

of arbitration. Similarly, it has been said that the forum must not stay its proceedings if the dispute 

presented falls outside the scope of the arbitration agreement
625

. In this situation, there is no defence to 

claim a stay of the court proceedings and refer the dispute to arbitration
626

. However, if the arbitration 

tribunal rules on the issue, its award will not be enforced in Saudi Arabia, because article 50 section 1 

subsection F of the Saudi Arbitration Law 2012 states the arbitral award will not be enforced if it has not 

been agreed that the dispute will be referred to arbitration. Thus, the Saudi forum must grant a stay in 

favour of arbitration if the parties have a valid arbitration agreement which compels both of them and 

covers the dispute presented.         

Furthermore, the proceedings of the Saudi court should not be stayed at the moment the defence 

of an arbitration agreement is raised, because there are certain stipulations, all of which must be satisfied 

before granting the stay. One of these criteria is that pursuant to article 9 section 2 of Saudi Arbitration 

Act 2012, the arbitration agreement must be written. Secondly, it must not be void and null, inoperative 

or incapable of being performed, otherwise the Saudi court must not grant the stay in favour of 

arbitration. According to article 10 section 1 of the Saudi Arbitration Act 2012, the arbitration agreement 

will be regarded as null if a party is not competent to enter into the contractual agreement. Similarly, this 

requirement is also recognised in article 9 section 4 of the English Arbitration Act 1996 and in this 

context, it has been said that if the parties terminate the agreement, it will be inoperative
627

. Finally, the 

time of raising the defence of the arbitration agreement is significant to granting of the stay. This is 

because article 11 section 1 of the Saudi Arbitration Law 2012 states that the defendant must raise his 

defence to refer the dispute to arbitration at the time of commencing the action before the Saudi court and 

before taking any further step. In this subject, it has been said that the stay must not be granted if the 

defendant responds to the claim without raising the defence of the arbitration clause
628

. Hence, a valid 

arbitration agreement plays a role to prevent the Saudi court from hearing the dispute presented if the 

agreement is written and the defendant requests the forum to stay its proceedings at the time of 

commencing the action before it.   

Verifying the ability of the issue to be referred to arbitration is significant to granting of the stay. 

The Saudi Arbitration Law 2012 does not establish this requirement and a court judgment or an arbitration 
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award presenting an approach for Saudi law regarding this condition has not yet been found. However, in 

patent and trademark disputes, it is significant to stipulate in Saudi law that before granting the stay, the 

Saudi court must verify whether or not the subject matter of the dispute is capable of being arbitrated. The 

rationale behind this concept is that the Saudi government is a Contracting State to the New York 

Convention and article II section 3 of the Convention plays a significant role when a defendant makes a 

claim to stay the proceedings of the courts of the Member States in favour of arbitration. This article 

provides that the forum should ‘refer the parties to arbitration, unless it finds that the said agreement is 

null and void, inoperative or incapable of being performed’. However, section 1 of the article II states, 

‘Each Contracting State shall recognize an agreement in writing … concerning a subject matter capable of 

settlement by arbitration.’ This section indicates another requirement to recognise the arbitration 

agreement which is that the dispute must be capable of being arbitrated. In this subject, Born reports that  

Notwithstanding the Convention’s language and drafting history, all opinions in Scherk and 

Mistubishi , like the opinions in Eco Swiss and Fincantieri, concluded that Contracting State may 

refuse to refer parties to arbitration on “non- arbitrability” grounds, even though article II (3) does 

not itself contain such an exception.
629

  

Hence, in order to recognise the arbitration agreement and to grant a stay in favour of arbitration, the 

subject matter of the dispute must be capable of arbitration,   

In practice, no court judgment or arbitration award has been found as yet that presents an 

approach for Saudi law on this principle. However, this rule has been confirmed by sufficient reported 

judgments issued by foreign courts. The Court of Appeal of the District of Puerto Rico practiced this 

principle in the case of Mitsubishi Motors Corp v Soler Chrysler-Plymouth Inc
630

 and concluded that 

because the dispute ‘antitrust’ is non-arbitrable, the claim before the court, which concerns this issue, 

must not be stayed in favour of arbitration
631

. One point that should be emphasised is that in this dispute, 

the arbitration agreement covered an antitrust claim. The Paris Court of First Instance understood this 

principle in the case of Velcros v Overseas Textile Machinery (OTM)
632

, when the parties were in a 

contract to license a trademark and the dispute was brought before the court to terminate the contract. It 

concluded that because there was a clause to refer the dispute to arbitration and a dispute concerning the 

contract is arbitrable, the court refused to rule on the issue and referred it to arbitration
633

. Hence, if the 
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subject matter of the dispute is not arbitrable, a party to the arbitration agreement can commence his 

claim before the public forum in spite of the arbitration clause, because it is non-recognised.  

The Saudi Arbitration Law 2012 is the same as the English Arbitration Act 1996, because both 

regulations do not expressly require that to grant a stay in favour of arbitration, the subject matter of the 

dispute must be capable of arbitration. However, there is a suggestion in English law which states that to 

grant a stay in favour of arbitration, the English court, which holds the case, should ensure that the 

subject matter of the issue is capable of being ruled by arbitration
634

. It is appropriate to incorporate this 

recommendation into the Saudi Arbitration Law 2012. The reason behind this suggestion is that pursuant 

to article 50 section 2 of the Saudi Arbitration Law 2012, article V section 2 subsection A of the New 

York Convention, article 37 section A of the Riyadh Arab Agreement for Judicial Cooperation, article 22 

section A of the bilateral agreement for Judicial Cooperation with the Republic of Kazakhstan, article 26 

section A of the bilateral agreement for Judicial Cooperation with the Republic of Yemen, article 26 

section A of the bilateral agreement for Judicial Cooperation with the Kingdom of Morocco and article 

24 section A of the bilateral agreement for Judicial Cooperation with the Syrian Arab Republic, arbitral 

awards must not be enforced in Saudi Arabia if the subject matter of the disputes are not arbitrable 

according to Saudi law. Hence, the Saudi forum should stay its proceedings over a dispute if the parties 

have a valid agreement to arbitrate the case and the subject matter of the issue is capable of being 

arbitrated.    

After suggesting that the Saudi forum must not grant the stay if the subject of the issue is not 

arbitrable, it is appropriate to examine the doctrine of arbitrability and explain its effects on trademark 

and patent disputes.   

6.2.2 The Doctrine of Arbitrability 

Arbitrability means the ability to resolve a certain type of issue by arbitration
635

. Each state has 

the complete freedom to define which subjects could be arbitrated and which issues have to be referred to 

its public courts, in order to protect its own political, economic and social elements
636

. Researching the 

doctrine of arbitrability is significant to the state where arbitration will take place and also to state where 
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an arbitration award is sought to be enforced
637

. For example, according to article 50 section 2 of the 

Saudi Arbitration Law 2012, article 37 section A of the Riyadh Arab Agreement for Judicial 

Cooperation, article 22 section A of the bilateral agreement for Judicial Cooperation with the Republic of 

Kazakhstan, article 26 section A of the bilateral agreement for Judicial Cooperation with the Republic of 

Yemen, article 26 section A of the bilateral agreement for Judicial Cooperation with the Kingdom of 

Morocco and article 24 section A of the bilateral agreement for Judicial Cooperation with the Syrian 

Arab Republic, the arbitration award must not be enforced if the dispute is not capable of arbitration 

pursuant to the law of the state where the award is sought to be enforced. In this context, it has been said 

that the obvious advantage implied by this principle is that a court can refuse to enforce the arbitration 

award on the bases that the issue is not arbitrable
638

. Thus, the Saudi court is allowed to refuse to enforce 

an arbitration award if the dispute is not capable of being arbitrated in accordance with Saudi law.   

6.2.3 The Law Applicable to Govern Arbitrability 

When considering the question of which law should be applied to the arbitrability of an issue 

during the proceedings of a Saudi public forum or an arbitration tribunal, it is significant to mention that 

the Saudi Arbitration Laws 1983 and 2012 have drawn a general concept of the subjects that can be 

arbitrated. However, they do not define which law should be applied to verify the arbitrability of the issue 

when it is brought before the Saudi court or arbitration tribunal. An authority expressing an approach for 

Saudi law on this point has not yet been found. On the contrary, Saudi law provides a fixed answer to the 

question of which law should be applied to verify the arbitrability of the issue at the enforcement stage. 

According to article 50 section 2 of the Saudi Arbitration Act 2012, article 37 section A of the Riyadh 

Arab Agreement for Judicial Cooperation, article V section 2 subsection A of the New York Convention, 

article 22 section A of the bilateral agreement for Judicial Cooperation with the Republic of Kazakhstan, 

article 26 section A of the bilateral agreement for Judicial Cooperation with the Republic of Yemen, 

article 26 section A of the bilateral agreement for Judicial Cooperation with the Kingdom of Morocco 

and article 24 section A of the bilateral agreement for Judicial Cooperation with the Syrian Arab 

Republic, the law of the country  where the arbitral award is sought to be enforced should be applied to 

verify whether or not the subject matter of the dispute is capable of being arbitrated. Based on this fact, 

the Saudi forum should refuse to enforce the arbitration award if Saudi law prevents the arbitrators from 

considering the dispute. Hence, while Saudi law does not contain an answer to the question of which law 

should be applied to the arbitrability of the dispute when it is brought before the Saudi public forum or 
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arbitral tribunal, at the enforcement stage, the Saudi court must decide the arbitrability of the issue in 

accordance with Saudi law.    

In relation to the preceding conclusions, the Saudi Arbitration Act 2012 does not provide an 

answer to the issue of which law should be applied to check whether or not the subject of a dispute 

brought before the Saudi court or arbitration tribunal is arbitrable. Moreover, the New York Convention 

does not present any solution to this issue. Although article II section 1 of the Convention allows the 

courts of the Contracting States not to recognise any arbitration agreement if the subject matter of the 

dispute is not arbitrable, the article does not define which law should be applied to verify the arbitrability 

of the subject of issue. Based on this fact, there are several approaches regarding the question of which 

law should be applied to check whether or not the dispute is capable of being arbitrated. In this section, 

these concepts will be examined and evaluated, in order to identify which concept is appropriate to be 

incorporated into Saudi law.    

6.2.3.1 The Law Governing the Arbitration Agreement  

The first approach is to apply the law governing the arbitration agreement
639

. It is justified by the 

fact that the New York Convention supports this approach and article II section 1 of the Convention 

should be interpreted ‘as expressly providing that the law which governs the arbitration agreement should 

determine the question of the arbitrability’
640

. In addition, this approach is preferred when an arbitration 

tribunal faces the question of arbitrability in IP arbitration. It has been points out that arbitrators are not 

obliged to apply the rules of conflict of laws and do not have a provision of lex fori
641

. However, this 

approach has an exception, as it is said that the arbitrators may apply the law of the country where the 

arbitration is seated, in certain circumstances. The first situation is when the law governing the arbitration 

agreement rejects the arbitrability of the issue and the law of the seat of the arbitration does not 

correspond with that rule. The second situation is when the parties do not define a specific law to govern 

the arbitration agreement
642

. Hence, the law governing the arbitration agreement has the priority, in 

general, to verify the arbitrability of the subject of the issue.   

This approach is arguable by the fact that, pursuant to the New York Convention, the law 

governing the arbitration agreement should not be applied to verify the arbitrability of the issue. Article II 

of the Convention covers only the law governing the arbitration agreement, and according to that article, 
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arbitrability should be examined distinguishably by another law
643

. Moreover, in most cases, the 

arbitration agreement does not contain a clause expressing which law must be applied to the agreement. 

In such circumstances, the English approach is that the law of the state where the arbitration is seated will 

be applied to the agreement, because this law has a real connection to the dispute
644

. Hence, the law 

governing the arbitration agreement should not be applied to verify whether or not the dispute is 

arbitrable.    

6.2.3.2 The Law of the Court  

The second approach is inclined to apply the law of the court which holds the dispute
645

. This 

approach is accepted widely in comparison with the first concept. It was recognised in the case of 

Mitsubishi Motors Corporation v Soler Chrysler-Plymouth Inc
646

. A US court applied the law of the court 

to examine the arbitrability of the issue ‘an antitrust claim’
647

 although the sale agreement contained a 

clause to arbitrate controversies in Japan according to the rules and regulations of the Japanese 

Commercial Arbitration Association
648

 and contained a clause to apply Swiss law to the agreement
649

. In 

spite of these facts, Soler raised his claim based on the Sherman Act, the Puerto Rico Competition Statute 

and the Puerto Rico Dealers’ Contracts Act
650

. Furthermore, when an antitrust claim is brought before a 

Japanese arbitration tribunal, American law was the applicable law to the arbitrability of the dispute and 

there was no argument against this application. The question raised was: should the Swiss law govern the 

antitrust claim rather than the US law, as the former law was agreed to govern the agreement? In response 

to this enquiry, it was said that applying the US law vindicates the US antitrust policy and the principles 

of the conflict of laws intended to apply the US law in that case, because the applicable law clause in that 

dispute did not cover the law governing the arbitrability of the issue. The International Chamber of 

Commerce argued the possibility of applying the law chosen to the agreement to examine the arbitrability 
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of the dispute and stated that it is conceivable, but unlikely to fall within the scope of the clause 

concerning the choice of law
651

.   

An Italian court applied the same approach in the case of Coveme v CFI
652

. In this case, Born 

reports that the law applicable to the arbitrability was French law and the defendant argued that Italian 

law should not be applied to verify the arbitrability of the issue. In spite of these facts, it was concluded 

that according to the Italian law, where the dispute is held in Italy, and pursuant to article II and V of the 

New York Convention, ‘There is no doubt that, contrary to defendant’s theory, Italian law applies to 

review arbitrability.’
653

 This approach was also suggested to be applied in the case of Fincantieri-Cantieri 

Navali Italiani SPA v Ministry of Defense, Armament and Supply Directorate of Iraq
654

, when the Italian 

party raised his claim before an Italian forum. The defendant said that there was an agreement to refer 

potential disputes between the parties to arbitration in accordance with the Conciliation and Arbitration 

Rules of the Paris Chamber of Commerce
655

. Varady, Barcelo III and Von Mehren report that the Italian 

court should apply Italian law to check the arbitrability of the issue and they affirm that ‘The arbitrability 

of the dispute must be ascertained according to Italian law as this question directly affects jurisdiction.’
656

      

A Belgian court also followed the same approach in the case of M.S.A v Company M
657

, when the 

parties were agreed to arbitrate potential disputes and appointed Swiss law to be the applicable law. The 

Belgian party commenced a claim before the Court of First Instance of Brussels which decided, according 

to Belgian law, that the issue was not arbitrable. Therefore, it had jurisdiction to hear the case
658

. The 

Swiss party appealed the judgment and objected to the jurisdiction of the court because of the arbitration 

clause. The Court of Appeal revised the judgment. In the comments, it was said that the lower court 

applied Belgian law, because it read article II sections 1 and 3 in conjunction with article V section 2 

subsection A of the New York Convention. However, the Belgian Court of Appeal rejected this notion, 

because the latter article concerns the stage of enforcement proceedings when the law of the court where 
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the arbitration award is sought to be enforced is applied to verify whether or not the subject matter of the 

dispute is arbitrable. The Belgian Court of Appeal commented that the present case concerned the validity 

of the arbitration agreement and there was no reason to follow the approach that the law of the court 

holding the case should be applied to examine the arbitrability of the issue. The Court of Appeal followed 

the first concept and stated that the arbitrability of the dispute should be examined by the law governing 

the validity of the arbitration agreement
659

. As a result of the second concept, the court seizing the dispute 

should apply its own law to verify the arbitrability of the issue.    

However, there is an argument against this approach. It has been suggested that it is not acceptable 

to apply the law of the forum where the dispute is brought to verify the arbitrability of the issue, because 

the New York Convention does not indicate that this is the approach
660

. In addition, it may result in an 

unacceptable outcome when the claimant brings his case before a court which could find in his favour. 

This possibility becomes clearer when the dispute is within the scope of the Brussels I Regulation or, in 

general terms, when the plaintiff has more than one ground of jurisdiction to bring his claim before courts 

in different states
661

. Hence, this approach is not practical and should not be applied.      

6.2.3.3 The Law of the seat of Arbitration  

The third approach upholds that the law of the country where the arbitration is seated should be 

applied to examine the arbitrability of the issue
662

. The rationale behind this approach is that this country 

is the most closely connected state to the arbitration trial. When the parties agree to hold the tribunal in 

that state, it seems that they agree to choose its law to govern the arbitrability of the issue
663

. In addition, 

arbitrability is a matter of procedure which has a stronger link to the jurisdiction of the court and the 

public than the substantive laws. Hence, because arbitrability is a matter of procedure, the law of the seat 

of arbitration should be applied to clarify whether or not the issue is arbitrable
664

. In practice, Varady, 

Barcelo III and Von Mehren report that a Swiss tribunal upheld this approach in the case of Consultant 

(France) v Egyptian Local Authority
665

. In this case, the parties agreed to refer their potential disputes 

over the contract to arbitration in Geneva under the Rules of the International Chamber of Commerce and 

the arbitration agreement contained a clause indicating that Egyptian law was the applicable law. 
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Depending on the clause of applicable law, the Egyptian party requested that the arbitrability of the issue 

was governed in accordance with Egyptian law. The arbitrators responded that because Geneva is the seat 

of arbitration, ‘It is necessary to determine to which extent the Swiss rules governing international 

arbitration apply to decide on the issue of arbitrability and enable an arbitral tribunal to refuse to apply 

foreign legal provisions according to which the dispute would not be arbitrable.’
666

 Therefore, the tribunal 

refused to apply Egyptian law to examine the arbitrability of the issue and instead applied Swiss law. 

Thus, the law of the state where arbitration is held should be applied to the arbitrability of the dispute.  

6.2.3.4 The Law Applicable to Govern the Arbitrability of Validity of Patents and Trademarks  

In patent and trademark disputes, the essential question is which of the previous approaches is 

appropriate to follow when the arbitrability of the validity of a patent or a trademark is questioned before 

an arbitration tribunal or a Saudi forum? Before examining this question, it is significant to answer the 

question: Which court should have jurisdiction over the validity of a patent or a trademark? This is 

because the arbitrability of the issue may be raised before the court in two situations, under the 

jurisdiction of the forum if the dispute is brought before the court, or as a question from the arbitration 

tribunal to the forum. In relation to this, it has been said that 

In the US and elsewhere, there is sometimes discussion by judges and others as to 

whether a particular dispute is arbitrable, in the sense that it falls within the scope of the 

arbitration agreement. The concern in such cases is with the court’s jurisdiction over a 

particular dispute rather than a more general enquiry as to whether is of type that comes 

within domain of arbitration.
667

  

Hence, the Saudi court may be asked to decide the arbitrability of the validity of a patent or a trademark 

as a dispute under its jurisdiction or as an enquiry from an arbitration panel.    

It has been concluded above
668

 that according to Saudi law, jurisdiction over the validity of 

patents and trademarks is exclusive to the courts of the state of registration, and, furthermore, a Saudi 

forum does not have jurisdiction over the validity of foreign rights. Based on this fact, the plaintiff is not 

allowed to rely on the principle of forum shopping and bring the action before a court other the forums of 

the state where the right concerned is registered. Moreover, the Saudi court will apply the provisions, 

provided in article II section 1 of the New York Convention, as that in cases where the validity of a Saudi 

right is brought before a Saudi court which concludes that the validity of the right is not arbitrable, the 

court does not face the difficulty of determining the difference. This is because the arbitration agreement 
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is not recognised and the Saudi court has jurisdiction over the validity of the Saudi right. On the contrary, 

if the Saudi court is asked to decide the arbitrability of the validity of a foreign right and concludes that 

the issue is not arbitrable, the Saudi court is not allowed to rule on the validity of the foreign right, 

because of the lack of jurisdiction. Hence, jurisdiction over the validity of patents and trademarks is 

exclusive to the courts of the state of registration.  

When it comes to the situation where an arbitration tribunal questions a Saudi court about the 

arbitrability of the validity of a foreign right, there is an essential fact that must be restated: arbitrability 

should be decided by the courts of the state having a close connection to the subject matter of the dispute. 

This is to protect the public policy and economic interests of its society
669

. Varady, Barcelo III and Von 

Mehren point out that the strong factor, which must be taken into account in the decision to arbitrate or not 

concerning a certain subject, is where public interests are at risk. Courts and other authorities only have 

jurisdiction to decide on a dispute falling into ‘areas in which society (the state) has strong vested interests 

and policies’
670

. Based on these facts, if the question is not referred to the court of the state of registration, 

the answer, regardless of what it is, will not protect the public interests of the state where the forum is 

located. At the same time, the country where the right at stake is registered, not only has the close 

connection required to answer the enquiry relating to the arbitrability of the validity of its own right, but 

also its economic interests and public policy may be harmed if a foreign court answers that enquiry. All 

these considerations support the approach that the Saudi forum must not answer or handle any enquiry 

regarding the arbitrability of validity of foreign patents and trademarks.      

Having said that the Saudi court has exclusive jurisdiction to decide, or answer, the enquiry 

regarding validity of Saudi patents or trademarks and it does have authority in relation to the validity of 

foreign rights, the dilemma of which law the Saudi forum must apply to the arbitrability of the validity of 

Saudi rights is almost resolved. The Saudi forum must apply Saudi law in such circumstances. In the 

same subject, it has been said that because the courts of the country having exclusive jurisdiction over the 

subject matter of the dispute have a particular connection to the issue, only the law of that jurisdiction 

must be applied to rule on whether or not the subject matter of the dispute is arbitrable
671

. Moreover, the 

same concept seems to have been applied in Germany and France, because the implication of leading 

cases in these states is that the connection between the facts of a case and the other mandatory ‘legal rules 

expressing public policy’ in that case should be taken into account, regardless of which law governs the 

                                                 
669

 Nigel Blackaby and others, Redfern and Hunter on International Arbitration (5
th

 edn, OUP 2009) para 2.114; Anne-Sophie 

Papeil, ‘Conflict of Overriding Mandatory Rules in Arbitration’ in Franco Ferrari and Stefan Kroll (eds), Conflict of Laws in 

International Arbitration (Sellier European Law Publishers 2010).  
670

 Tibor Varady and John J Barcelo III and Arthur T Von Mehren, International Commercial Arbitration: A Transnational 

Perspective (4
th

 edn, West Group 2009) 232. 
671

 Stavros Brekoulakis, ‘Law Applicable to Arbitrability: Revisiting the Revisited Lex Fori’ in Loukas A Mistelis, Stavros L 

Brekoulakis (eds), Arbitrability: International and Comparative Perspectives (kluwer Law International 2009). 



185 

 

contract
672

. This approach is suggested for a number of reasons. It is consistent with the outstanding 

principle which has been suggested for incorporation into Saudi law that a Saudi public court must apply 

the law of the protecting state to validity and infringement issues. Therefore, the forum must apply the 

law of the protecting state to verify the arbitrability of the validity of Saudi rights. Furthermore, the 

principle of giving exclusive jurisdiction over the validity of patents and trademarks to the court of the 

state of registration is based on the meaningful connection between that forum and its society. Hence, it is 

illogical to call on law, other than the law of the protecting state, to examine the arbitrability of the 

validity of these rights; otherwise, it may contravene public policy, affect the economy of the protecting 

state and result in an unenforceable award. In addition, applying the suggested approach undermines the 

concern that the plaintiff could obtain a preferable judgment, because this approach provides certainty 

that only the law of the protecting state will examine the arbitrability of the subject matter of the issue. 

Based on this fact, theoretically, if a Saudi court is allowed to examine the arbitrability of the validity of a 

foreign right, it must apply the law of the state of registration to the issue, instead of applying Saudi law. 

In this subject, Brekoulakis write, ‘If pending has no territorial connection with the national courts of 

referral, the national law of the courts of referral (lex fori) will be irrelevant to the matter of 

arbitrability.’
673

 Hence, the Saudi court must apply the law of the protecting state to verify the 

arbitrability of the validity of patents and trademarks.   

In consideration of which law an arbitration tribunal should apply to the arbitrability of an issue, it 

is generally said that the tribunal determines arbitrability in accordance with the law of the country where 

the arbitration is seated. This arises from the principle of article V section 1 subsection A of the New York 

Convention and to avoid issuing an unsound award in the country where the arbitration is seated
674

. 

However, if the arbitration tribunal considers a dispute which does not have a territorial connection with 

the state where the arbitration is seated, the arbitrators are not obliged to apply the national law of that 

state to examine the arbitrability of the issue concerned
675

. At the same time, they are not obliged to apply 

the law of the state having territorial connection with the dispute, because the trial is held outside the 

territory of that country which does not have power outside its borders to force the tribunal to apply its 

law
676

. In these circumstances, the only essential point which needs to be taken into account is the ability 

to solve the dispute successfully. The core of the solution is involved in the law of the country having the 

close connection to the dispute. Consequently, if the matter concerned is arbitrable according to the 
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national law of that state, the tribunal can hear it, but if the law of that state refuses to arbitrate on the 

issue, the arbitration tribunal must refuse its jurisdiction over that matter
677

. Hence, it is appropriate to 

incorporate into Saudi law the principle that the arbitration tribunal should apply the law of the country 

having close connection to the dispute, in order to verify whether or not it is capable of arbitration. In 

disputes concerning the validity of patents or trademarks, it seems to be the law of the protecting state.    

6.2.3.5 The Law Applicable to Govern the Arbitrability of Validity of Patents and Trademarks 
at the Enforcement Stage  

At the enforcement stage, there are two theoretical scenarios that must be highlighted when 

considering which law the Saudi forum should apply to govern the arbitrability of validity of patents or 

trademarks  

The first scenario is based on the presumption that an arbitration award is capable of being 

enforced. The approach of this assumption is helpful in cases where the arbitration tribunal is allowed to 

issue an award with erga omnes effects. For example, the principle in Belgian law regarding only patents 

and Swiss law is that the successful party is allowed to ask a competent authority to enforce the arbitral 

award concerning the validity issue and to cancel the relevant right
678

. The general principle in this 

circumstance is that the law of the state where the arbitration is seated should be called on, because the 

award will be set aside if it is not recognised or enforced in that state. The vast majority of arbitration laws 

recognise this principle
679

. Moreover, according to article 50 section 2 of the Saudi Arbitration Act 2012, 

article 37 section A of the Riyadh Arab Agreement for Judicial Cooperation, article V section 2 subsection 

A of the New York Convention, article 22 section A of the bilateral agreement for Judicial Cooperation 

with the Republic of Kazakhstan, article 26 section A of the bilateral agreement for Judicial Cooperation 

with the Republic of Yemen, article 26 section A of the bilateral agreement for Judicial Cooperation with 

the Kingdom of Morocco and article 24 section A of the bilateral agreement for Judicial Cooperation with 

the Syrian Arab Republic, the forum of the state where the arbitration award is sought to be enforced must 

apply its own law to govern the issue of arbitrability. If the dispute is not arbitrable in accordance with the 

law of the required court, the award will not be enforced. Because a reported judgment from Saudi courts 

relating to this principle has not yet been found, it is appropriate to mention that this principle has been 

recognised and practiced in many other countries. For example, the U.S. Supreme Court practiced this rule 

in the case of Libyan American Oil Co (LIAMCO) v Socialist People’s Arab Jamahiriya 
680

, and 
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concluded it should refuse to enforce the arbitral award, based on the enforcement of article V section 2 

subsection A of the New York Convention
681

. Hence, in general terms, at the enforcement stage, the laws 

of countries where the arbitration is seated and where the arbitration award is sought to be enforced may 

be called on to govern the arbitrability of the subject matter of the dispute, and the award should be set 

aside if the dispute is not arbitrable in accordance with the laws of these countries.   

However, in trademark and patent disputes, there is a different approach that tends to accept that 

the court of the state where the arbitral award is sought to be enforced must not apply its own law to 

examine whether or not the subject matter of the dispute is arbitrable. At the same time, the law of the 

state where the arbitration is seated should not be called on to govern the issue of arbitrability. Instead, the 

law of the country which has a close connection to the dispute must be called on in such circumstances
682

. 

It seems to be the law of the protecting state. Hence, at the enforcement stage, the court should apply only 

the law of the state of registration to verify whether or not the dispute is capable of being arbitrated.   

     The second scenario is based on the presumption that in patent and trademark disputes, an 

enforceable arbitration award is the award which constitutes a liability against a party
683

. If this concept is 

accepted in Saudi law and the Saudi court is asked to enforce an arbitral award which relates solely to the 

validity of a patent or a trademark, it will not apply article 50 section 2 of the Saudi Arbitration Act 2012, 

article 37 section A of the Riyadh Arab Agreement for Judicial Cooperation, article V section 2 subsection 

A of the New York Convention, article 22 section A of the bilateral agreement for Judicial Cooperation 

with the Republic of Kazakhstan, article 26 section A of the bilateral agreement for Judicial Cooperation 

with the Republic of Yemen, article 26 section A of the bilateral agreement for Judicial Cooperation with 

the Kingdom of Morocco and article 24 section A of the bilateral agreement for Judicial Cooperation with 

the Syrian Arab Republic. The justification behind this concept is that the previous articles institute the 

principle that the Saudi forum will not enforce an arbitration award if the issue is not arbitrable according 

to Saudi law. This ruling will not apply as an arbitration award that concerns only the validity of a patent 

or a trademark is unenforceable. However, it is possible that an arbitration tribunal rules on a dispute in 

connection with an infringement, or a contract for the exploitation, of a patent or a trademark and during 

the arbitration process, the validity of the right is incidentally raised as a defence. If the tribunal arbitrates 

on the issue of the validity and if the arbitration award relating to the original claim is sought to be 
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enforced in Saudi Arabia, the law of the protecting state should be applied to govern the arbitrability of the 

validity of the right
684

. 

The reasons why an arbitration award that only concerns the validity of a patent or a trademark 

cannot be enforced are complicated and several. Firstly, a factor is the territorial limitation of the existence 

of patents and trademarks. They are granted independently; in order to grant a right, each state runs its 

own examination and applies its own requirements, which are based on its national law. In addition, in 

cases where parallel rights registered in accordance with the provisions of a community regulation, such 

as the Patent Regulation of the Cooperation Council for the Arab States of the Gulf, they will also be 

independent after granting. The meaning and consequence of this theory is that if a patent is invalidated in 

country A, there is no effect for the protection of the parallel patents in other countries. In this context, it 

has been said that according to the principle of the independence of patents and trademarks, there is no 

concern if an arbitral tribunal deals with multiple rights and decides that certain claims are invalid and in 

other claims establish liability and infringement against the defendants. The rationale behind this ruling is 

that each court will enforce a section concerning the right registered in its own jurisdiction
685

. Therefore, 

there is no obvious advantage to enforce an arbitral award which only confirms, or not, the validity of a 

right in a country other than the state of registration. This is because there are certain procedures that must 

be followed in each state, in order to protect patents or trademarks and because of the principle of 

territoriality. Hence, the litigants are not allowed to ask a court other than the forum of the protecting state 

to enforce an arbitral award relating only to the validity of a patent or a trademark.   

Secondly, apart from the principle of the independence of patents and trademarks, there are certain 

administrative authorities in each state that have authority to protect, or to invalidate these rights. The 

courts of the protecting state are unlikely to be required to enforce an arbitration award which affirms the 

existence of these rights
686

. At the same time, if the award is to invalidate a right, the owner has nothing to 

be enforced and the successful party may not obtain an advantage by enforcing the award, in particular, 

when it binds only the parties to the arbitration
687

. Moreover, he could acquire an advantage by keeping 

the confidentiality of the award from his competitors
688

. Hence, because there are certain administrative 

authorities in each state that have jurisdiction to invalidate patents and trademarks, and because the 

                                                 
684

  This approach is helpful when the Saudi court is asked to recognise an arbitral award regarding the validity of a patent or a 

trademark. In such circumstances, the forum must refuse to recognise the award if the validity of the right is not arbitrable in 

accordance with the law of the protecting state of the right concerned.   
685

 Trevor Cook and Alejandro I Garcia, International Intellectual Property Arbitration (Kluwer Law International 2010) 60, 

275. 
686

 ibid 60. 
687

 ibid. 
688

 ibid. 



189 

 

arbitration award does not affect a third party, the courts of a protecting state might not asked to enforce 

the arbitration award when it concerns only the validity of its own patents or trademarks.  

6.2.4 The Jurisdiction of Arbitral Tribunals over Validity Issues  

The Saudi Arbitration Act 2012 does not provide a direct answer to the question of which 

disputes in relation to trademarks and patents are capable of being arbitrated. Furthermore, a court 

judgment or an arbitration award providing an approach for Saudi law on this point has not yet been 

found. However, it has been said that there is no doubt that all disputes
689

 concerning the economic value 

or the exploitation of patents or trademarks, involving a license or transfer agreement, are arbitrable 

without objection
690

. Moreover, it has been concluded that in many states, infringement claims are 

arbitrable
691

. The difficulties will emerge in cases where the validity of patents or trademarks is 

challenged during the arbitration proceedings concerning infringement or license agreements and in cases 

where the parties agree to arbitrate the validity of these rights. The question arises: May Saudi law allow 

the arbitrators to rule on the validity of Saudi patents and trademarks? The general answer is that each 

state tends to protect its own economy and social policy
692

. Hence, in this section, it is significant to 

examine the question of the possibility of arbitrating on the validity of patents or trademarks, in order to 

suggest an appropriate approach to be established in Saudi Law.   

 

6.2.4.1 The Positive Approach  

There are two main approaches to handle the question of whether or not the validity of patents or 

trademarks is capable of arbitration. The first approach is that the validity of these rights is arbitrable, 

providing that the award binds only the parties to the arbitration
693

. This approach is followed in several 
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countries, such as the USA
694

, Canada and India
695

. In Germany, there was a view that accepted that in 

spite of serious discussion about arbitrating the validity of German patents and limiting the arbitration 

award to the parties involved, the tribunal can arbitrate only on actions for the infringement of German 

patents and the traditional view about the validity of German patents is that it is not arbitrable. The 

rationale behind this notion was that jurisdiction over the validity of German patents is exclusive to the 

Federal Patent Court and also due to public order
696

. However, the former reason has been rejected 

recently and the arbitrators are allowed to rule on the validity of the German rights, providing that the 

arbitration award binds only the parties to the proceedings
697

. In Switzerland, the laws are so liberal that 

the arbitration tribunal can remove the right from the registry
698

. In Italy, it was said that Italian law 

refuses to allow arbitration on validity
699

. However, the Italian Supreme Court in the case of Giordani v 

Battiati
700

 and the Corte di Cassazione in the case of Scherk v Grandes Marques
701

 provided the rule that 

in patent and trademark disputes, if the invalidity of these rights is incidentally raised, the arbitral tribunal 

is allowed to arbitrate on the issue
702

. Hence, there is an approach that accepts arbitration on the validity 

of patents and trademarks, providing that the arbitral award binds only the parties to dispute.  

When it comes to the arguments in favour of arbitrating the validity of patents and trademarks, it 

has been said that a right holder is free to manage his right. According to trademark and patent laws, he 

can assign and exchange his right, as well as donate it. Therefore, he can also put the validity of his 

property under the examination of a specific arbitrator and agree to the result from the arbitration 

tribunal
703

. Moreover, with regards to the theory of public policy, it is said that arbitrating the validity of 

such patents is not inconsistent with the concept of public policy, because the power of the courts of the 
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state of registration still remains to invalidate these rights before the public
704

. In this context, it is 

appropriate to take Canadian law as an ideal practical approach to show whether or not the concept of 

public policy prevents the arbitration tribunal from ruling on the validity of patents and trademarks. In 

spite of the fact that, ‘Article 2639 of the Civil Code of Quebec restricts disputes over matters of public 

order from being submitted to arbitration.’
705

, according to Canadian law, the validity of patents and 

trademarks is arbitrable and the arbitration award affects only the parties to the  arbitration
706

. Hence, 

arbitrating the validity of a patent or a trademark is not inconsistent with the concept of public policy
707

. 

In practice, the arbitral tribunal in the Interim Award in International Chamber of Commerce stated in 

case no 6097 in 1989
708

 that it had jurisdiction over the invalidity issue, because its award will not affect 

a third party. It was said that the jurisdiction of the tribunal is different from the exclusive jurisdiction of 

the German Federal Patent Office and the Federal Supreme Court, because the public forums issue 

judgments with erga omnes effects
709

.  

Furthermore, there is no legal justification to exclude the validity of these rights from arbitration. 

Otherwise, it may be understood as exceeding of the power of the tribunal
710

. In addition, in a 

technological dispute, such as a patent dispute, the parties are often powerful and professional 

corporations. They will do the best to protect their interests, and therefore, they will select skillful and 

professional arbitrators who have the capacity to maintain the balance between the public and the parties' 

interests
711

. Moreover, even though a patent is granted based on the sovereignty of the state of 

registration and the granter has the right to invalidate that patent, it is worthless to rely on this theory to 

prevent arbitration on validity. This is because any commercial arbitration involves the stipulation that an 

authority concedes a definite part of its jurisdiction to an arbitration tribunal and works together to 

enforce the outcome
712

. In addition, in cases where the dispute concerns a contract for the exploitation of 

a patent or a trademark, preventing arbitrators from ruling on the validity of the right exploited will result 

in a concern. If the tribunal suspends its proceedings and refers the validity to a public competent court 

and if the forum concludes, after long time, to invalidate the right, the contract ceases to have existence, 
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because the validity of the right exploited is the core of object of the contract. In relation to payment 

which has been made before invalidating the right, the Paris Cour de Cassation preferred the solution that 

the payment is un-refundable. However, there is an option to oblige the licensor to refund the payment to 

licensee, because of the lack of object
713

. Thus, there are several reasons supporting the approach that the 

arbitration tribunal can arbitrate the validity of patents and trademarks, providing that the arbitration 

award will bind only the parties to the arbitration.  

 

6.2.4.2 The Negative Approach          

The second view is that the validity of patents and trademarks is not arbitrable
714

. This approach is 

followed in the European Union Countries
715

, France, China
716

, Singapore, Romania
717

, Greece
718

 and 

England
719

. There are some USA courts that follow this concept
720

. However, in France, this approach has 

been adjusted recently and tribunals can arbitrate on the validity of patents. The Paris Court of Appeal 

concluded on 28 February 2008 that arbitrators are allowed to decide on the validity of patents when it is 

raised as a defence, providing that the arbitral award will bind only the parties to the dispute. If the 

validity issue is brought alone before an arbitral tribunal, it cannot be arbitrated
721

. In addition, disputes in 

connection with contracts for the exploitation of patents and trademarks are arbitrable, in accordance with 

the conclusions of the Paris Court of First Instance. However, reliance on the concept of public policy, 

French law refuses to arbitrate on the validity and infringement issues concerning trademarks
722

. Hence, 

the outcome of the second approach is that the validity of patents and trademarks is not arbitrable.   

There are a variety reasons supporting this approach. One of the arguments against arbitrating the 

validity of patents and trademarks is that this is because each government has exclusive authority to grant 
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and protect these rights in its own territory and as they are extracted from the public
723

. Hence, the arbitral 

tribunal must deny arbitrating the validity of these rights because it is subject to the exclusive jurisdiction 

of certain public forums
724

. Otherwise, arbitrating the issue leads to an assault on the power of the state of 

registration
725

. The second reason is that the validity of such patents is within the category of public law, 

whilst arbitration can only run in private law. Hence, as only public forums have sufficient facilities to 

maintain a balance between the interests of patentees and of the public, a private trial should be prevented 

from arbitrating the validity of patents
726

. In addition, allowing a private trial to modify or invalidate these 

rights could harm the national system of patents or trademarks, because after they have been granted, 

these rights serve the public. For instance, a trademark protects people from confusion in the market
727

. 

Moreover, patents and trademarks are given based on the sovereignty of the state of registration, so these 

rights should be cancelled by the same power not by an individual or a private trial
728

. Hence, the 

arbitrators must be prevented from ruling on the validity of patents and trademarks.    

 

6.2.4.3 The Appropriate Approach for Saudi Law 

The Saudi Arbitration Law 2012 does not have a direct answer to the question of arbitrating the 

validity of Saudi patents or trademarks. In addition, it is difficult to find a court judgment or an 

arbitration award expressing an approach for Saudi law regarding this issue. However, it is significant to 

highlight that, articles 5 and 6 of the Saudi Arbitration Law 1983 contained appropriate procedures to 

clarify which subject is arbitrable before commencing the arbitration. The articles force the parties to the 

arbitration to submit a copy of the arbitration agreement to the court which originally had jurisdiction 

over the dispute, in order to approve the agreement. Moreover, article 7 of the Implementing Regulations 

of the Saudi Arbitration Law 1983 emphasised that the forum that originally had authority over the 

subject matter of the dispute must issue its judgment to accept the arbitration agreement within fifteen 

days of the submission of the agreement. Based on this fact, if the competent court accepts the arbitration 

agreement, it means the subject matter of the dispute is arbitrable. Unfortunately, the Saudi Arbitration 

Law 2012 ignores this requirement although it is a helpful principle for the parties to the arbitration 

agreement to define whether or not the subject matter of the case is arbitrable before commencing the 

                                                 
723

 Trevor Cook and Alejandro I Garcia, International Intellectual Property Arbitration (Kluwer Law International 2010) 64. 
724

  MA Smith and others, ‘Arbitration of Patent Infringement and Validity Issues Worldwide’ [2006] Harvard Journal of Law 

and Technology 299,357 <http://jolt.law.harvard.edu/articles/pdf/v19/19HarvJLTech299.pdf > accessed 15 Feb 2014.  
725

 Domenico Di Pietro, ‘General Remarks on Arbitrability under the New York Convention’ in Loukas A Mistelis, Stavros L 

Brekoulakis (eds), Arbitrability: International and Comparative Perspectives (Kluwer Law International 2009). 
726

 Wei-Hua Wu, ‘International Arbitration of Patent Disputes’ [2011] The John Marshall Review of Intellectual Property Law 

384,409 < http://repository.jmls.edu/ripl/vol10/iss2/10/ > accessed 14 Feb 2014.  
727

 Trevor Cook and Alejandro I Garcia, International Intellectual Property Arbitration (Kluwer Law International 2010) 64. 
728

  ibid 63. 

http://repository.jmls.edu/ripl/vol10/iss2/10/


194 

 

arbitration. Several points should be examined to reach an appropriate conclusion with regard to 

arbitration on the validity of Saudi patents and trademarks.   

In respect of the jurisdiction of Saudi forums over the validity of Saudi rights, article 25 of the 

Saudi Trademark Law states, ‘The Board of Grievances shall have the jurisdiction to decide on requests 

for cancellation of registration.’ The article does not restrict jurisdiction over the validity of Saudi 

trademarks to the Board of Grievances and does not prevent arbitral tribunals from arbitrating on the 

validity of Saudi trademarks. In relation to jurisdiction over the validity of Saudi patents, article 32 of the 

Saudi Patent Law states, ‘Any party with interest may challenge the decision of granting of a protection 

document before the Committee, and seek total or partial revocation, relying upon the violation of the 

stipulated conditions for granting the protection document.’ This article does not articulate that authority 

over the validity of Saudi patents is exclusive to the Committee in the Saudi Patent Office and does not 

prevent arbitral tribunals from determining the validity of Saudi patents. Therefore, if it is considered that 

these articles give exclusive jurisdiction over the validity of Saudi patents and trademarks to the Saudi 

courts and prevent arbitration tribunals from arbitrating the validity of these rights, this explanation is 

regarded as an excess interpretation of the wording of these articles. The best justification for these 

articles is that they are to divide jurisdiction among various Saudi forums. As a result, the jurisdiction 

articles established in the Saudi Patent Act and Saudi Trademark Law cannot be used as a justification to 

prevent arbitral tribunals from deciding the validity of Saudi patents and trademarks.   

When it comes to examining the possibility of using the concept of Saudi public policy as a 

reason to prevent the arbitrators from ruling on the validity of Saudi patents or trademarks, it is 

significant to mention that article 2 of the Saudi Arbitration Act 2012 draws a general concept of 

arbitrability. It states that arbitration should not apply to issues in connection with personal status, or 

disputes which are ‘not subject to reconciliation’. Article 1 of the Implementing Regulations of the Law 

of Arbitration Act 1983 provides the same rule and adds that issues in connection with public policy 

cannot be arbitrated. It has been said, as a general principle, that in Saudi Arabia, the arbitration tribunal 

must not rule on a dispute if it has a connection with public policy; otherwise, the ensuing award will not 

be recognised or enforced. Saudi forums have exclusive authority to define which issues are connected to 

Saudi public policy. Hence, only the Saudi forum which originally had jurisdiction over the subject 

matter of the dispute is allowed to clarify whether or not the dispute is in connection with Saudi public 

policy
729

. Moreover, it is important to mention that under the rules of Sharia, reconciliation and 

arbitration will not be applied to criminal punishments, such as the penalty for drinking wine, because 

these punishments are established to protect Islamic societies. Therefore, only public courts have 
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jurisdiction to rule on these issues
730

. At the same time, it has been upheld, as a general principle, that 

there are three requirements for acceptance of arbitration in Saudi Arabia. Firstly, the arbitral award must 

not affect a third party or the public. Secondly, the arbitration agreement does not contain any matter 

inconsistent with the rules of Sharia or Saudi public policy. Thirdly, the subject matter of the dispute 

must be in connection to a personal financial affair, because an individual has complete freedom to 

achieve his right, or to relinquish it
731

. Finally, because the arbitration award will bind only the parties to 

the agreement, it is so difficult to say that Saudi public policy will be affected if the tribunal decides the 

validity of Saudi patents or trademarks. Hence, Saudi public policy cannot be used as a reason to prevent 

the arbitrators from deciding the validity of Saudi patents or trademarks.    

As has been mentioned in the previous paragraph, according to Saudi law, the arbitration tribunal 

is allowed to rule on financial matters for an individual. Hence, in the following paragraphs, I will 

measure and evaluate the scope of freedom which the owner of a Saudi patent or a trademark has to 

manage his right. This examination is to respond properly to the question of whether or not there is a 

barrier preventing the arbitrators from deciding the validity of Saudi patents and trademarks.   

Article 5 section 1 of the Saudi Patent Law confirms that the patent is a personal right for a 

‘person in whose name it was issued’ and the patentee has the right to transfer his right, which ‘may be 

transferred by inheritance’, with or without consideration. When this article is read in conjunction with 

article 16 of the Law, the controversial point is almost resolved, because the latter article states  

Any action resulting in the assignment of the protection application or the protection 

document itself must be in writing, signed by the two parties, and approved by an 

authority acceptable to the Directorate. No transfer of title, relating either to the protection 

application or the protection document itself shall be effective vis-à-vis a third party, 

except after filing the change application,   paying the required fees, and recording it in the 

Directorate registers.    

This article confirms that a patentee is allowed to assign the protection of his right, providing that the 

assignment is in writing ‘and signed by the two parties, and approved by an authority acceptable to the 

Directorate’. Therefore, the Saudi Patent Law does not contain an obvious legal barrier to prevent the 

patentee from putting the validity of his patent under the arbitration examination, providing that the 

arbitration award relating to the invalidity of the patent must be ‘in writing, signed by the two parties, and 

approved by an authority acceptable to the Directorate’. Hence, the Saudi Patent Law affirms that the 

patent is a personal right and the patentee has the complete freedom to assign his right with or without 

consideration. 
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Article 29 of the Saudi Trademark Law states, ‘Ownership of the trademark may be transferred to 

others by any event or action transferring ownership, provided it is in writing and not intended to mislead 

the public, especially with respect to the nature, origin, characteristics or performance of the products and 

services.’ This article provides that the right holder of a Saudi trademark is allowed to transfer his 

trademark to another by any events or actions, providing that this transfer is in writing and not to mislead 

the public. This article has been interpreted to say that if the requirements established in the article are 

met, the right holder is authorised to transfer his trademark by any legal events or actions, such as the 

sale, exchange, gift, present, legacy and will
732

. In addition, it has been said, as a general principle, that 

the owner of a trademark has the complete freedom to cancel his own right for any suitable reason, or for 

any interest he may have in the cancellation
733

. Hence, according to Saudi law, the right holder of a Saudi 

trademark is allowed to transfer his mark by any events or actions, providing that the public are not 

misled and the transfer is in writing.   

However, arbitrating the validity of a trademark may not be regarded as transferring the 

ownership of the mark. It is to invalidate or cancel the mark in front of specific parties. Based on this 

fact, it is significant to mention that article 25 and 26 of the Saudi Trademark Law provide five legal 

justifications to cancel the registration of Saudi trademarks as follows: 

1. If the owner of a trademark does not use it for a period of five consecutive years 

without a legitimate excuse. 

2. If a trademark was registered in violation of public order or public morality. 

3. If a trademark was registered through fraud or false information. 

4. Trademarks whose registration is not renewed in accordance with this Law and its 

Implementing Regulations. 

5. Trademarks owned by natural or juristic persons with whom dealing is prohibited 

pursuant to a decision issued by the competent authority. 

Hence, it is logical to say that if the arbitrators have jurisdiction to invalidate Saudi trademarks, the 

justifications for invalidation of marks are limited to the previous rules.   

After discussing the possibility of arbitrating the validity of Saudi patents and trademarks, it is 

appropriate to examine the question of which law the arbitration tribunal should apply to infringement 

actions, validity issues and contracts for the exploitation of patents or trademarks.   
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6.3 The Law Applicable before the Arbitral Tribunal 

6.3.1 The General Principles  

 Before examining the current principles which are established in the Saudi Arbitration Law 2012, 

it is significant to highlight briefly the previous rules of the Saudi Arbitration Law 1983. According to 

article 39 of the Implementing Regulations of the Saudi Arbitration Law 1983, arbitrators must issue the 

awards in accordance with the rules of Sharia and law considered in Saudi Arabia. In addition, article 3 of 

the Implementing Regulations of the Law requires that if the arbitrators are multiple, the chairman of the 

trial board has to have a reasonable knowledge of the rules of Sharia, commercial law and custom in 

Saudi Arabia. The reason behind this rule is to avoid issuing an invalid award that is incompatible with 

Saudi law or the rules of Sharia
734

. Thus, the Saudi Arbitration Law 1983 obliged the arbitrators to 

govern the dispute only by Saudi law and the rules of Sharia.    

However, the Saudi Arbitration Law 2012 brings radical modifications on the rules of choice of 

law in arbitration. Article 38 of the Law mends these principles and honours the parties’ choice to apply a 

specific law to their disputes. The vast majority of arbitration laws recognise this principle
735

. Hence, the 

Saudi Arbitration Law 2012 allows the parties to the arbitration to choose a specific law to govern their 

disputes.  

 

6.3.1.1 The Concerns Regarding the Chosen Law in Arbitration 

In Saudi law, a guidance relating to the issue of which law is appropriate to be chosen in 

arbitration has not yet been found. Internationally, it has been said that the question of which law should 

be chosen in arbitration is a significant subject, however it does not receive attention from lawyers and 

arbitrators and there is little guidance to follow to ensure that the correct law is chosen and applied
736

. 

Moreover, in the vast majority of cases, the chosen law is the domestic law of a state which bears some 

connection with the contract, or the law of a third state relying on a logical reason provided by experts. In 

spite of this fact, the vast majority of countries, such as England and Switzerland, allow the parties to the 
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arbitration to enjoy a high degree of choice, even if the chosen law does not have a natural connection 

with the dispute
737

. However, in arbitration, the concerns regarding the rules of applicable law occur 

when the arbitrators face the situation that the chosen law cannot handle a certain issue
738

. In addition, the 

parties may obtain an undesirable outcome when the arbitration trial involves unfamiliar laws
739

. Public 

policy and mandatory rules could also limit the autonomy of the parties to the arbitration
740

. Based on 

these facts, it is essential to investigate and evaluate the scope of the autonomy of the parties to choose a 

specific law to govern their disputes.  

 

6.3.1.2 The Possibility of Changing the Chosen Law in Arbitration 

The general principle in arbitration is that the chosen law must not be changed. Otherwise, 

arbitration awards may not be enforced. Article 50 section 1 subsection D of the Saudi Arbitration Law 

2012 adopts a strict approach on this point, because it upholds that if the arbitrators do not apply any rule 

which the parties have agreed to govern the subject matter of the dispute, the award will not be enforced 

in Saudi Arabia. Article 50 section 2 of the Law affirms this rule, because it states if an arbitration award 

violates the principles of the agreement of the parties, the Saudi forum, which considers a request for 

cancellation of the award, has the right to nullify that award. Unfortunately, a court judgment, an arbitral 

award or further explanation regarding this principle in Saudi law has not yet been found. However, this 

principle is recognised in many states. For example, in Egypt, the same approach is followed. According 

to article 53 section 1 subsection G of the Egyptian Law no 27 of 1994, which concerns Arbitration in 

Civil and Commercial Matters, if the arbitrators do not apply the chosen law, their award will be null. It 

is said that the arbitral tribunal must not deny applying the chosen law under any circumstances, even if it 

is inappropriate to govern the dispute. In these situations, the tribunal should investigate the chosen law 

carefully, in order to find a suitable solution to the dispute presented. However, if the arbitrators do not 

apply some rules of the chosen law, their award may not be invalid
741

.  

In England, articles 67 and 68 of the English Arbitration Acts 1996 provide that the arbitral award 

will not be enforced if the arbitral tribunal exceeds its power or has a lack of substantive jurisdiction. If 

the tribunal deliberately refuses to apply the law chosen by the parties, its award may be unenforceable in 
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England, based on one of these justifications
742

. Moreover, article 52 of the Regulation of the 

International Centre for Settlement of Investment Disputes Convention provides the same principle and 

allows the party to the arbitration to commence a claim for cancelation of the award in a situation when 

the arbitral trial exceeds its power. An example is when the tribunal does not apply the law chosen by the 

parties
743

. The Supreme Court of Finland understood this concept and stated that if the arbitrators do not 

apply the law chosen by the parties, it means they have exceeded their power
744

. The German court 

instituted the rule that in domestic arbitration, the arbitral award will be set aside if the tribunal does not 

apply the chosen law
745

. Hence, if the arbitrators refuse to apply the chosen law, their award may not be 

enforced. 

 

6.3.1.3 The limitations on the Chosen Law in Arbitration 

The previous conclusion has some limitations. According to article 50 section 2 and article 55 

section 2 subsection B of the Saudi Arbitration Law 2012, article 37 section E of Riyadh Arab 

Agreement for Judicial Cooperation, article 22 section E of the bilateral agreement for Judicial 

Cooperation with the Republic of Kazakhstan, article 26 section E of the bilateral agreement for Judicial 

Cooperation with the Republic of Yemen, article 26 section E of the bilateral agreement for Judicial 

Cooperation with the Kingdom of Morocco and article 24 section E of the bilateral agreement for Judicial 

Cooperation with the Syrian Arab Republic, the court where the arbitration award is sought to be 

enforced is allowed to refuse to enforce the award if it is inconsistent with the rules of Sharia, or the 

public policy of the court. The implication of this principle is that if the arbitrators apply a chosen law 

which is inconsistent with the rules of Sharia or Saudi public policy, their award may not be enforced in 

Saudi Arabia. This conclusion reinforces the principle of article 38 section 1 of the Saudi Arbitration Law 

2012, which allows the parties to the arbitration to choose a specific law to govern their differences, 

providing that it is not inconsistent with Islamic laws or Saudi public policy. The implication of this rule 

is widely accepted. In this context, it has been said that the chosen law must not be inconsistent with 

public policy in a competent state or chosen with fraudulent intention toward the original law
746

. Some 
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scholars confirm the rule that if the chosen law is inconsistent with public policy, the arbitration award 

will not be recognised
747

. Moreover, it is said that the law which is inconsistent with public policy should 

be set aside.
748

 

The second limitation is when mandatory rules are concerned
749

. Recently, it has been accepted 

that in conflict of laws, the arbitrators should take into account the mandatory rules
750

. Moreover, it has 

been said that although the parties to the arbitration have greater autonomy to choice the applicable law 

than has been established in the court proceedings, both proceedings have to apply the rules of conflict of 

laws to the merits
751

. Finally, the arbitrators must give a reason if they decide to refuse to apply the 

chosen law. For instance, they may not apply the chosen law because it is inconsistent with public policy 

or with the principles of mandatory rules
752

. Thus, the chosen law should not be inconsistent with public 

policy or the mandatory rules. 

In the absence of choice, article 38 section 1 subsection B of the Saudi Arbitration Law 2012 

plays its role. It tends to apply the substantive rules of appropriate connected law to the proceedings. This 

approach, indeed, has been proposed in the newest revisions of the United Nations Commission on 

International Trade Law Arbitration Rules and adopted recently in many international and domestic 

arbitration statutes
753

. It is also followed in France, India, the Netherlands
754

 and Lebanon
755

. In this 

situation, it has been said that the implication of this approach is that the arbitrators might resolve the 

dispute based on national or anational laws
756

. Hence, in the absence of choice, the arbitrators should 

apply the substantive rules of appropriate laws to the disputes.  

There are several regulated approaches. The first approach tends to apply the rules of choice of 

law which the tribunal considers them appropriate to govern the dispute. Article 46 section 3 of the 

English Arbitration Act 1996 and article 28 section 1 of the (United Nations Commission on International 
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Trade Law) Model Law follow this concept
757

. The second approach is that the conflict rules, or the 

substantive law, of the state where the arbitration is seated should be applied to determine which law 

should govern the dispute
758

. In Kuwait, the same approach is followed, because it states that in such 

circumstances, the rules of conflict of laws established in Kuwaiti law must be applied
759

. The third 

approach imposes a requirement on the arbitration tribunal to apply the rules of the laws of a closely 

connected state to the issue. This concept is upheld in Germany and Japan
760

. Hence, in the absence of 

choice, there are several approaches which have been adopted to clarify the appropriate applicable law to 

the dispute. 

6.3.2 The Provisions Regarding Trademark and Patent Disputes  

It is significant to mention that the Saudi Arbitration Law 2012 does not provide a direct answer 

to the question of which law the tribunal must apply to patent and trademark disputes. Furthermore, no 

forum judgment or arbitral award has been found to present an approach in Saudi law on this issue. The 

question therefore arises: could the tribunal apply article 38 of the Saudi Arbitration Law 2012 

effectively in arbitration of these types of disputes? To answer this question properly, it must be 

mentioned that the disputes, which concern patents and trademarks, are various. They may be in 

connection with validity issues, infringement actions, or contracts for the exploitation of patents or 

trademarks. Therefore, each one of these disputes should be given special consideration and examination. 

This section is divided to examine the question of which law should be applied to govern validity issues, 

infringement disputes and contracts for the exploitation of patents or trademarks. The aim of this analysis 

is to suggest appropriate approaches to be incorporated into the Saudi Arbitration Law.  

6.3.2.1 The Law Applicable to Infringement Actions and Validity Issues 

It has been concluded above
761

 that the Saudi court must apply the law of the protecting state to 

govern infringement claims and validity issues and it must refuse to apply another law to these disputes. 

In this section, it is important to clarify the possibility of applying this principle in cases where the 

disputes are brought before arbitration tribunals. In such circumstances, it has been said that there is no a 
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clear answer to the question of whether the parties are allowed to choose a specific law to govern the 

validity of a right
762

. Theoretically, there are two possible approaches.  

Before examining these approaches, it is noted that if the parties do not choose a specific law to 

govern infringement actions, the law of the protecting state is likely to be applied. This is because article 

38 section1 subsection B of the Saudi Arbitration Law 2012 states, ‘If the arbitration parties fail to agree 

on the statutory rules applicable to the subject matter of the dispute, the arbitration tribunal shall apply 

the substantive rules of the law it deems most connected to the subject matter of the dispute.’ It has been 

said that in patent and trademark disputes, if the arbitration tribunal applies this approach, it should apply 

the law of the state where the right at stake is protected
763

. Moreover, the same provision seems to be 

applied in USA and it has been accepted that when a US patent is concerned, the possibility of choosing a 

foreign law to be applied is unclear, but US patent law is considered to be applicable when a particular 

choice is absent.
764

. Hence, in the absence of choice, the law of the protecting state is the appropriate law 

to be applied to actions for infringement of patents and trademarks.    

 

6.3.2.1.1 The First Approach    

One of the potential answers is that the arbitrators must apply the law of the protecting state to 

infringement proceedings and validity issues and refuse to apply another law to these cases. The 

justification behind this approach is that the tribunal cannot apply a law other than the law of protecting 

state to these disputes, because it is inconsistent with the public policy of the state of registration and in 

such circumstances, applying the law of the protecting state is mandatory. Based on this fact, in cases 

where the parties to the arbitration agree to apply a law other than the law of the state of registration to 

govern infringement and validity issues, the tribunal has a logical reason to refuse to apply the chosen 

law. Therefore, this is not regarded as exceeding the power of the tribunal. Hence, in arbitration, the law 

of the state of registration must be applied to govern infringement and validity issues and the tribunal 

should refuse to apply another law to these disputes.      

If this approach is applied in Saudi law, there are negative impacts that must be mentioned. One is 

that in infringement and validity disputes, the parties to the arbitration are not allowed to rely on the 

provisions of article 38 section 1 subsection A of the Saudi Arbitration Law 2012, which give them the 

freedom to choose a specific law to govern their disputes, even if they intend to apply advanced rules to 

these issues. In addition, when the arbitrators rule on infringement actions committed in more than one 
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state, they will face an onerous task to investigate the law of each state that has a right which is affected. 

However, the positive effect of this approach is that the economic interests of the state of registration will 

be entirely protected in arbitration. Therefore, authorities may minimise the limitations of arbitrating 

disputes concerning infringement and validity of patents or trademarks.   

 

6.3.2.1.2 The Second Approach      

The second view is inclined to accept that the arbitral tribunal should accept the parties’ 

agreement to apply a specific law to govern validity, creation, ownership and infringement issues, 

providing that a clear indication of abuse, such as fraud, is absent and the selection does not lead to 

ineffective results
765

. In this context, it has been said that it is inappropriate to choose non-national rules 

to govern these issues, because these rules do not provide a solution for these disputes
766

. Cook and 

Garcia provide the rationale behind this approach and say that the arbitration award binds only the parties 

to the arbitration and does not affect a third party or the public. Resolving a dispute in arbitration differs 

from litigation before a public court, because the latter may issue a judgment with erga omnes effects. 

Hence, article 8 of the Rome II Regulation must be applied to avoid ‘a double violation of the principle 

of international comity and the public policy of countries concerned’
767

. It has been argued and concluded 

that the first approach, which refuses to apply a law other than the law of protecting state to these 

disputes, is unacceptable for various reasons. It will raise the issue of excessive exercise of jurisdiction. 

As a result, the award may not be recognised or enforced, not only in the country where arbitration is 

seated, but also in the state where the right at stake is protected. An example is that the law of a country 

allows a tribunal to arbitrate the validity of its own rights and does not regard its own law as mandatory 

rules to be applied. In such circumstances, if the arbitral tribunal does not apply the chosen law, article V 

section 1 subsection C of the New York Convention may play a role by refusing to enforce the arbitral 

award, based on the plea of the excessive exercise of jurisdiction
768

. Then, if the law chosen by the 

parties is practical and there is no abuse involved in that selection, the arbitration tribunal should apply 

this law. 

When it comes to evaluating this concept with regard to Saudi law, it could be said that the 

positive effect of this approach is that it protects the application of article 38 section 1 subsection A of the 

Saudi Arbitration Law 2012. Hence, the parties to the arbitration are allowed to choose a specific law to 

govern infringement and validity issues. In addition, this approach is helpful in cases where the 
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arbitrators rule on infringement actions committed in more than one country. Instead of examining the 

law of each state, each of which has its own right concerned, the parties may choose certain rules to 

govern all the actions
769

. However, the negative effect of this approach is that it may not protect the 

economic and public interests of the state of registration. For this reason, tribunals may face lots of 

restrictions to arbitrate on disputes regarding infringement and validity of patents or trademarks.   

When it comes to arguing the reasons for this approach, it can be said that it is accepted that the 

arbitration award does not affect public policy or a third party. In relation to the impacts of disregarding 

the mandatory rules of the state of registration for enforcement of the arbitration award, the previous 

example is based on the presumption that the state where the right is protected does not regard its laws as 

mandatory rules. Thus, if the arbitrators do not apply the law chosen by the parties to govern 

infringement and validity issues, it could be interpreted as excessive exercise of jurisdiction and the 

arbitral award should not be enforced. However, this conclusion will not arise if the right in question 

belongs to a state which regards its laws as mandatory rules. In such circumstances, if the tribunal does 

not apply the law of the state of registration to infringement and validity issues, its award may not be 

enforced in that state, because its mandatory rules have been violated. Pursuant to these examples, it is 

appropriate to say that the arbitrators should examine each case separately and verify whether or not it is 

mandatory to apply the law of the protecting state to these disputes. Hence, the arbitrators must take into 

account the mandatory rules of the state of registration when they are asked to apply a particular law to 

govern infringement and validity issues.   

 

6.3.2.1.3 The Appropriate Approach for Saudi Law  

Based on the conclusion of the previous paragraph, in order to reach an appropriate approach for 

Saudi law, a clear answer regarding the question of whether or not the arbitrators are obliged to apply the 

mandatory rules is required. In this context, Bermann says that there is no definitive answer to the 

question of whether the arbitrators should apply the mandatory rules of a state other than those of the 

state where the arbitration is seated, or of the state which its own law is chosen. However, the anomaly of 

this situation is not more than what has been followed in public courts. Thus, in both situations, the 

autonomy of the parties is prejudiced. In comparison with the court proceedings, the arbitrators are in 

great situation to apply the mandatory law of a third party, because they ‘have a lesser degree of 

obligation to any given State’
770

. Furthermore, disregarding the mandatory rules may lead to loss of the 
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trust of states regarding arbitration. Therefore, arbitrable matters may be increasingly limited
771

. In this 

subject, Papeil comments, ‘The arbitrator should have as a priority the efficacy of his award and thus, he 

shall take into account the mandatory rules of the State where the award should be or might be 

enforced.’
772

 These facts must be read in conjunction with the conclusions above
773

 that to decide 

whether or not a dispute that is in connection to the validity of a patent or a trademark is arbitrable, public 

forums and arbitrators must honour only the law of a state having close connections to the dispute, which 

seems to be the law of the protecting state. Hence, the tribunal should honour the mandatory rules of the 

law of the state of registration, in order to issue an effective award.   

Based on the conclusion of the previous paragraph, if the arbitrators conclude that the state which 

has a close connection to the dispute does not regard the application of its own law as mandatory, they do 

not need to be concerned about applying the law chosen by the parties to govern infringement and 

validity issues. However, concerns emerge in cases where it is mandatory to apply the law of the state 

having a close connection to govern these disputes. In these situations, the arbitral tribunal could refuse 

to apply another law other than the mandatory law of the country which has a close connection to the 

disputes. Papeil reports that this approach has been included in article 9 section 2 of the Resolution in 

1991 of the Institute of International Law. It tends to accept that the principles of the mandatory rules 

‘can only prevent the chosen law from being applied’ and in such circumstances, the chosen law will not 

be applied in favour of the mandatory rules
774

. Hence, if the application of the law of the state having a 

close connection to the dispute is mandatory, the arbitrators must refuse to apply another law to 

infringement and validity issues.  

The most appropriate approach for Saudi law is that in cases when it is mandatory to apply the law 

of the state of registration to infringement and validity issues, the arbitrators must apply both the 

mandatory rules of that country and the rules involving the law chosen by the parties. In this context, 

Bermann accepts that one plausible scenario is to call on the mandatory rules of a third state ‘where the 

special statutory causes of action being advanced arises exclusively under the law of a country’ whose law 

has not been chosen to be applicable. The implication of this approach is that it widens the issues to be 

considered, because the arbitrators must apply and accept the claims which are legalised in the chosen law 

and in the mandatory rules of a third state
 775

. This approach seems to be applied in the USA where it has 

                                                 
771

 Anne-Sophie Papeil, ‘Conflict of Overriding Mandatory Rules in Arbitration’ in Franco Ferrari and Stefan Kroll (eds), 

Conflict of Laws in International Arbitration (Sellier European Law Publishers 2010).  
772

  ibid.  
773

  See Sections 6.2.3.4 and 6.2.3.5, above. 
774

 Anne-Sophie Papeil, ‘Conflict of Overriding Mandatory Rules in Arbitration’ in Franco Ferrari and Stefan Kroll (eds), 

Conflict of Laws in International Arbitration (Sellier European Law Publishers 2010).  
775

 George A Bermann, ‘Mandatory Rules of Law in International Arbitration’ in Franco Ferrari and Stefan Kroll (eds), 

Conflict of Laws in International Arbitration (Sellier European Law publishers 2010).  



206 

 

been said that an alleged infringer has the right to raise defences established in US Patent law and the 

arbitrators must accept these pleadings, in addition or instead of, defences that are available under the 

chosen overseas law
776

. Theoretically, applying this approach does not raise any concern if principles, 

such as causes of action or defences, in the chosen law and in the mandatory rules of the state having a 

close connection to the issue
 
are identical. However, the tribunal may face concerns in cases where the law 

of the protecting state regards an act as an act of infringement whilst the chosen law disregards it, or vice 

versa. In this situation, a suitable solution is that the arbitrators should resolve the case in the light of the 

law chosen by the parties and the mandatory rules of the state having a close connection to the issue, in 

order to achieve an appropriate conclusion for the lawsuit.   

The positive effects of this approach are that it considers the interests of the litigants and of the 

state of registration, because it honours the parties’ autonomy to choose a specific law to govern validity 

and infringement actions. At the same time, it protects the interests of the protecting state and does not 

ignore its own rules. However, the negative impact of this concept is that it gives the arbitrators a heavy 

burden to maintain these interests. They will face more complexity in situations when, for example, the 

arbitration concerns infringement actions committed in more than one country, because the tribunal must 

rule on each act of infringement according to the law chosen by the parties and the law of the state where 

the infringement occurs.  

 

6.3.2.2 The Applicable Law to Govern Contractual Obligations 

With regard to the question of which law the arbitral tribunal should apply to govern contracts in 

relation to the exploitation of patents or trademarks, article 38 section 1 subsection A of the Saudi 

Arbitration Law 2012 provides a fixed principle. It states that parties are allowed to choose a specific law 

to govern contractual obligations, providing that the chosen law is not inconsistent with the rules of 

Sharia or Saudi public policy. This principle is one of the justifications for why the parties may refer their 

disputes to arbitration, instead of commencing them before a Saudi public forum. The fact is that if the 

arbitration tribunal is obliged to apply only Saudi law and the rules of Sharia, as had been regulated in the 

Saudi Arbitration Law 1983, regardless of the nature of the disputes, this could undermine the possibility 

of arbitrating the issues in accordance with Saudi law. According to article 38 section 1 subsection B of 

the Saudi Arbitration Law 2012, in the absence of choice, the arbitrators will apply the substantive rules 

of the law having a close connection to the dispute. Hence, according to the Saudi Arbitration Act 2012, 

arbitration tribunals are allowed to apply foreign law to govern contractual obligations.         
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The tribunal will not face any concern applying the rule of article 38 section 1 subsection A of the 

Saudi Arbitration Law 2012 if the parties to a contract for the exploitation of a patent or a trademark refer 

their disputes to arbitration and choose a specific law to govern contractual obligations. In addition, in the 

absence of choice, the arbitrators may effectively apply the rule of article 38 section 1 subsection B of the 

Saudi Arbitration Law 2012 when the contract concerns a single right, because this article obliges the 

arbitrators to ‘apply the substantive rules of the law it deems most connected to the subject matter of the 

dispute’. In such circumstances, the law applicable, whether or not it is the law of the protecting state, is 

likely to be the law of one state or a single law, and there is no difficulty in applying that law to the 

dispute. However, the tribunal may be in a dilemma when the dispute concerns a contract for the 

exploitation of patents or trademark in more than one state. In such circumstances, if the parties to the 

arbitration do not choose the law applicable to contractual obligations and if the dispute concerns 

obligations performed in more than one state, it is possible that each state has equal interests to apply its 

national laws to govern the obligations performed in its territory.   

6.4 The Conclusion  
In this chapter, some rules for arbitration, which may be affected in patent and trademark disputes, 

have been analysed and evaluated. This study has explained the criteria that must be met to stay the 

proceedings of Saudi forums when the parties have agreed to arbitrate the dispute. In addition, this 

research has illustrated the meaning of the doctrine of arbitrability and examined the question of which 

law must be applied to decide whether or not the validity of a Saudi patent or trademark is capable of 

arbitration. Moreover, the issue of arbitrating the validity of Saudi patents or trademarks has been 

highlighted and the appropriate approach for Saudi law is recommended. Furthermore, this chapter has 

examined and evaluated the question of which law the arbitration tribunal should apply to govern 

infringement actions, validity issues and contracts for the exploitation of patents or trademarks. 

Throughout the examination, it has been noted significant points which will be highlighted below.   

6.4.1The Remarkable Findings  

The Saudi court must stay its proceedings if the parties have a valid arbitration agreement which 

covers the dispute presented and is in writing. The defendant must raise the defence of staying the 

proceedings of the Saudi forum in favour of arbitration at the time of commencing the dispute before the 

court. At the same time, the Saudi forum must stay its proceedings over the dispute when the parties 

agree to arbitrate the case during the court proceedings. The arbitrability of the issue plays a significant 

role when the dispute is brought before the Saudi forum and it must refuse to grant a stay if the subject 

matter of the dispute is not capable of arbitration. The rationale behind this concept is that at the 
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enforcement stage, the arbitral award will not be enforced if the dispute cannot be resolved by 

arbitration
777

.       

The doctrine of arbitrability means the capability to arbitrate a certain subject matter
778

. It is 

important to note that Saudi law does not define which law should be applied to govern the arbitrability of 

an issue which is brought before a Saudi court or an arbitration tribunal and an authority expressing a 

concept has not yet been found in Saudi law. However, in general terms, there are three suggested 

approaches: the law of the country where the arbitration is seated
779

, the law governing the arbitration 

agreement
780

 and the law of the court deciding the dispute
781

.  

The appropriate approach for Saudi law is that the Saudi court must apply Saudi law to verify 

whether or not the validity of Saudi patents and trademarks is arbitrable. The rationales behind this 

approach are that the Saudi court has exclusive jurisdiction to decide on an enquiry regarding the validity 

of Saudi rights. At the same time, the Saudi forum does not have authority to determine the validity of 

foreign rights. Thus, if the Saudi court is requested to rule on the arbitrability of the validity of a Saudi 

right, or if the dispute is brought before the forum and the defendant asks the court to refer the dispute to 

arbitration, and the court concludes that the validity of the right is not arbitrable, the agreement to arbitrate 

the validity issue will not be recognised. Hence, the court will have jurisdiction to rule on the validity of 

the right concerned. Furthermore, because the Saudi court has exclusive jurisdiction over the validity of 

Saudi rights, it is not logical to call on foreign law in order to examine whether or not the validity of Saudi 

rights is arbitrable. Saudi law has the close connection to govern the arbitrability of Saudi rights. Hence, it 

is important to apply Saudi law in order to avoid harming Saudi economy and public interests. Finally, in 

theory, if the Saudi court is allowed to examine the arbitrability of the validity of a foreign right, it must 

apply the law of the protecting state to rule on the dispute
782

.      

The arbitral tribunal should apply the law of the protecting state to verify the arbitrability of the 

validity of patents and trademarks. The rationale behind this approach is that the duty of the tribunal is to 

resolve the dispute successfully and the core of the solution, regarding the arbitrability of the validity of 

these rights, is found in the law of the country having a close connection to the dispute, which is the law of 

the state of registration. Based on this fact, if the validity of these rights is arbitrable according to the law 

of the protecting state, the tribunal is allowed to rule on the issue. However, in cases where the validity of 
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a patent or a trademark cannot be resolved by arbitration in accordance with the law of the state of 

registration, the arbitration tribunal must refuse its jurisdiction over the dispute
783

. 

The protection of patents and trademarks is limited to the territory of the state of registration and 

Saudi law requires that to give protection to these rights in Saudi Arabia, competent officers must follow 

certain procedures and examinations in accordance with Saudi law. Therefore, it is of no obvious benefit 

to the parties to ask the Saudi forum to enforce an arbitral award which only confirms, or not, the validity 

of a patent or a trademark, regardless of where the right in question is registered, in particular, when the 

award binds only the parties to the arbitration. Based on this fact, in cases where the arbitral award 

concerns only the validity of a right, the principle, which upholds that the court of the state where the 

award is sought to be enforced must apply its own laws to check whether or not the subject of the dispute 

is capable of arbitration, will not applied, because this award is not enforceable. It is possible that the 

tribunal rules on a dispute concerning an infringement, or a contract for the exploitation of a patent or a 

trademark, and the validity of the right at stake is challenged as a defence. In such circumstances, the 

suggested approach is that at the enforcement stage, the Saudi court should not apply Saudi law to verify 

the arbitrability of the validity of a foreign right. Instead, the forum should call on the law of the state 

having a close connection with the dispute to govern the arbitrability of the validity of the right 

concerned. This law seems to be the law of the protecting state
784

.         

The Saudi Arbitration Law 2012 does not provide an answer to the question of arbitrating the 

validity of Saudi patents or trademarks and an authority presenting an approach for Saudi law on this 

point has not yet been found. However, the Saudi Arbitration Act 1983 contained appropriate procedures 

to ensure consideration was given to whether or not a certain issue was arbitrable before commencing the 

arbitration proceedings. It had a principle stating that the parties to the arbitration must submit a copy of 

the arbitration agreement to a Saudi forum which originally had jurisdiction over the subject matter of the 

dispute. The reason for, and the advantage of, this submission is to accept the arbitration agreement or 

refuse it before the arbitration process commenced. If the Saudi forum approved the agreement, it meant 

that the subject matter of the dispute was capable of arbitration. Unfortunately, the Saudi Arbitration Act 

2012 does not contain this requirement
785

. 

It can generally be said that Saudi law and the rules of Sharia do not contain a principle which can 

be used as a justification to prevent the arbitrators from ruling on the validity of Saudi patents and 

trademarks. Pursuant to the formulation of the rules of jurisdiction contained in the Saudi Patent Law and 

the Saudi Trademark Act, they are established to divide jurisdiction among various Saudi forums and to 
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give jurisdiction over certain disputes to particular forums and committees. Because these articles do not 

give exclusive jurisdiction over the validity of Saudi patents and trademarks to Saudi public courts and 

do not exclude arbitration tribunals from ruling on the dispute, they do not provide any logical 

justification to prevent arbitration over the validity of these rights. It is therefore difficult to use these 

articles as a rationalisation to prevent the arbitrators from ruling on the issue. Otherwise, it may be 

regarded as an excessive interpretation of these articles. Furthermore, Saudi law recognises the principle 

that if a dispute arises in connection with Saudi public policy, the tribunal is not allowed to rule on the 

issue and if it did, its award will not be enforced. According to the rules of Sharia, the arbitrators are not 

allowed to decide on a dispute which is in connection with the public policy of Islamic societies. 

However, the concept of public policy is not a rationalisation to refuse to arbitrate the validity of Saudi 

patents and trademarks. The reason behind this concept is that an arbitration award will bind the parties 

to the arbitration and does not affect a third party, even if the right at stake is concluded to be invalid, 

because publicly, it remains valid unless a Saudi competent court annuls the validity of that right. In 

addition, pursuant to Islamic rules, patents and trademarks are regarded as private property and the rules 

of Sharia allow the owners to manage their properties by any legal actions or events. The Saudi Patent 

Act and the Saudi Trademark Law allow the proprietors of these rights to assign or transfer their rights, 

providing that certain requirements are met. For example, the transfer of a Saudi trademark must be done 

in writing and not to mislead the public. Based on the previous considerations, it seems that Saudi law 

does not prevent the proprietors of Saudi patents and trademarks from putting the validity of their rights 

under the examination of arbitrators, providing that the arbitration awards affect only the parties to the 

arbitration
786

.   

The rules of choice of law adopted in the Saudi Arbitration Act 1983 have been radically 

changed. It was that the arbitrators must apply only Saudi law and the rules of Sharia to govern disputes 

that are considered in accordance with the Saudi Arbitration Law. Article 38 of the Saudi Arbitration 

Law 2012 modifies these rules and allows the parties to the arbitration to agree to apply a specific law to 

govern their disputes, providing that the chosen law is not inconsistent with Saudi public policy or the 

rules of Sharia
787

.     

The Saudi Arbitration Act 2012 gives great significance to the law chosen by the parties, because 

article 50 section 1 subsection D and article 50 section 2 of the Law provide that if the arbitration award 

violates the rules of the arbitration agreement, it will not be capable of enforcement in Saudi Arabia
788

. In 

spite of this fact, there are certain limitations that prevent the arbitration tribunal from applying the law 
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chosen by the parties. Pursuant to article 38 section 1, article 50 section 2 and article 55 section 2 

subsection B of the Saudi Arbitration Law 2012, the chosen law must not be inconsistent with the rules of 

Sharia or Saudi public policy. Moreover, the arbitrators must take into account the mandatory rules of a 

state having a close connection to the dispute
789

.   

In cases where the arbitration tribunal rules on a dispute relating to a contract for the exploitation 

of a patent or a trademark, it will apply the rules adopted in article 38 section 1 subsection A of the Saudi 

Arbitration Law 2012 without any concern if the parties choose a specific law to govern contractual 

obligations. This is because the article allows the parties to choose a specific law to govern the issues, 

providing that the chosen law is not inconsistent with the rules of Sharia or Saudi public policy. 

Moreover, in the absence of choice, applying article 38 section 1 subsection B of the Saudi Arbitration 

Act 2012 does not raise any concerns if the dispute is in connection to a contract for the exploitation of a 

right in one state. In such circumstances, the arbitrators should apply the substantive rules of the law 

having a close connection to the dispute. This law is likely to be the law of one state or a single law. 

However, concerns may emerge if the parties have an agreement to exploit rights in many states and do 

not choose a specific law to govern contractual obligations. In such circumstances, if the arbitral tribunal 

tends to apply the law which it ‘deems most connected to the subject matter of the dispute’, it seems that 

the tribunal should apply the laws of more than one state. For example, if the tribunal tends to apply the 

law of the protecting state to govern the issues, it means they must govern contractual obligations 

performed in each state by the law of the state of performance
790

.  

Arbitrators may face concerns about applying the principles adopted in article 38 section 1 

subsection A of the Saudi Arbitration Law 2012 in cases where the parties agree to apply a law other than 

the law of the protecting state to govern infringement and validity issues. In general terms, there are three 

potential approaches. The first theoretical approach is that the tribunal must apply the law of the 

protecting state to govern these issues and refuse to apply another law to the actions
791

.  

The second approach is inclined to accept that the arbitration tribunal must respect the parties’ 

choice of law, even if they choose a law other than the law of the state of registration to govern validity, 

creation, ownership and infringement issues. It is required that a clear indication of abuse, such as fraud, 

is absent and the chosen law does not lead to ineffective results. The parties are not allowed to choose 

non-national rules to govern these issues, because these rules do not provide any solution for these 

disputes
792

. The most appropriate approach for Saudi law is based on the point of whether or not it is 

mandatory to apply the law of the protecting state to infringement and validity issues. In cases where 
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arbitrators conclude that it is not mandatory for the law of the state of registration to be applied to 

infringement and validity issues, they are allowed to apply law chosen by the parties to the disputes. 

However, if it is mandatory to apply the law of the state of registration, the tribunal should apply both the 

mandatory rules of the state of registration and the rules of the chosen law. This approach considers the 

interests of the parties and of the protecting state, because it honours the autonomy of the parties to 

choose a specific law to govern validity and infringement issues and does not ignore the mandatory rules 

of the protecting state. However, the negative impact of this concept is that it places a heavy burden on 

the shoulders of the arbitrators to protect the interests of the parties and of the protecting state. They must 

issue the award according to the rules of law chosen by the parties and the mandatory rules of the state of 

registration. It will therefore be very difficult for the tribunal when it arbitrates on infringement actions 

committed in more than one state, because they must rule on each act of infringement in accordance with 

the law chosen by the parties and the law of the state where the act of infringement was committed
793

.  

6.4.2 The Recommendations 

The foregoing analysis clearly shows that the Saudi government is strongly recommended to 

revise the Saudi rules in connection with arbitration of patent and trademark disputes. The Saudi 

legislators are advised to take account of such EU rules, in order to find suitable approaches for Saudi 

law. These solutions should be established in separate articles, in order to give certainty to the parties to 

the arbitration and the arbitrators regarding how Saudi law will handle arbitration on patent and 

trademark disputes. It is important to mention that the Saudi legislators should take into account the rules 

of Sharia and Saudi public policy and revise any approach that is inconsistent with them.   

           The previous investigation has shown that it is practical possible to apply the following rules in 

Saudi law. It seems to me that these principles are not inconsistent with Saudi public policy or the rules 

of Sharia. Therefore, there is no need to revise them.  

           Firstly, the suggested rules with regard to the requirements that must be met to stay the court 

proceedings if the parties agree to refer the dispute to arbitration.  

A) The Saudi court must refuse to grant a stay in favour of arbitration if the subject matter of the 

dispute is not arbitrable.  

B) The Saudi forum and the arbitration tribunal should govern the arbitrability of the subject of the 

issue according to the law of the protecting state.  

           Secondly, with regard to the rules governing the arbitrability of the subject matter of the dispute at 

the enforcement stage: 
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A) The Saudi court must refuse to recognise or enforce an arbitral award if the subject matter of the 

dispute is not capable of arbitration in accordance with the law of the protecting state.   

To incorporate this approach into Saudi law, there is a need to revise the principle which implies that if 

the Saudi forum is required to enforce an arbitral award, the court must apply Saudi law to verify whether 

or not the subject of the dispute is capable of being arbitrated. This rule is adopted in article 50 section 2 

of the Saudi Arbitration Act 2012, article 37 section A of the Riyadh Arab Agreement for Judicial 

Cooperation, article V section 2 subsection A of the New York Convention, article 22 section A of the 

bilateral agreement for Judicial Cooperation with the Republic of Kazakhstan, article 26 section A of the 

bilateral agreement for Judicial Cooperation with the Republic of Yemen, article 26 section A of the 

bilateral agreement for Judicial Cooperation with the Kingdom of Morocco and article 24 section A of 

the bilateral agreement for Judicial Cooperation with the Syrian Arab Republic. Hence, this principle 

should be adjusted, and instead of calling on Saudi law to govern arbitrability, the court should apply law 

of the state of registration.  

             Thirdly, the analysis above clearly shows that there is a strong case to revise Saudi law and 

legislate on the question of arbitrating the validity of Saudi patents and trademarks. In my opinion, the 

following approach is possible and appropriate. 

A) The arbitration tribunal is allowed to arbitrate the validity of patents and trademarks, providing 

that its award binds only the parties to the arbitration and does not affect the public. 

            Fourthly, the previous investigation has shown that there is a need to revise Saudi law and 

establish a suitable approach in relation to the law governing infringement and validity issues. In my 

opinion, the appropriate approach is as follows: 

A) The arbitrators must honour the parties’ agreement to apply a particular law to the infringement 

and validity issues if the application of the law of the protecting state is not mandatory. 

B) In cases where it is mandatory to apply the law of the protecting state, the tribunal should decide 

these issues in accordance with the law of the state of registration of the right concerned and the 

rules of the law chosen by the parties.  

To incorporate these approaches in Saudi law, the Saud legislators should reform article 38 section 1 

subsection A of the Saudi Arbitration Law 2012, which establishes a general principle that the parties to 

the arbitration are allowed to choose a specific law to govern their disputes. 
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Chapter 7: The Conclusion       

7.1 The Introduction     
This thesis has analysed and evaluated the normal rules of private international law and arbitration 

in connection with cross-border disputes relating to trademarks and patents. These principles involve the 

subjects of international jurisdiction rules, the rules of choice of law, the rules for enforcement of foreign 

judgments and arbitration which are established in Saudi law and the judicial agreements that the Saudi 

government has ratified. The thesis has focused on these subjects because Saudi courts and arbitration 

tribunals must call and rely on these principles, in order to successfully resolve cross-border disputes 

concerning patents and trademarks. It is important to mention that the special characteristics of patents 

and trademarks, such as the principle of territoriality and the interests of the state of registration, influence 

the normal rules of private international law and arbitration. Based on these facts, the thesis has aimed to 

answer the question of whether or not the normal rules of private international law and arbitration 

established in Saudi law are appropriate to be applied to cross-border disputes relating to patents and 

trademarks. During the course of considering this question, it has been found that there have been some 

cases where the normal rules of the previous subjects are not appropriate to deal with these types of 

disputes, or there have been significant issues that have not legalised in Saudi law. In these cases, several 

different approaches have been presented and evaluated, and the appropriate approaches for Saudi law 

have been recommended, with reasons for the suggestions presented. The thesis contains four main 

chapters; a chapter concerning international jurisdiction rules, chapter discussing the rules of choice of 

law, chapter analysing the rules for enforcement of foreign judgments and chapter focusing on the rules of 

arbitration. Throughout the discussion in these chapters, notable findings and contributions to Saudi law 

have drawn conclusions. In this final chapter, the most significant contributions of each chapter will be 

highlighted and the thesis will end with recommendations for the future studies. 

7.2 The Findings      
 Generally, the rules of international jurisdiction, the rules of the choice of law, the rules for 

enforcement of foreign judgments and the provisions of arbitration, which are adopted in Saudi law 

including the ratified agreements, do not contain specific rules for cross-border disputes relating to  

patents or trademarks. Therefore, Saudi legislators and the diplomats should launch a demand to ratify a 

regulation to legislate on the subject of conflict of laws in intellectual property rights, among Arabic 

states, or at least between the Arab States of the Gulf.   

              In general terms, the normal rules of the previous subjects need some revision, in order to make 

Saudi law more effective to handle cross-border disputes in relation to patents and trademarks. In order to 
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achieve this target, the thesis has suggested reforming some normal rules of private international law and 

arbitration, and in some cases, it has recommended creating special rules to be applied to these types of 

disputes.  

 It seems to me that when Saudi legislators want to reform the normal rules of private international 

law and arbitration, or create special principles to handle patent and trademark cross-border disputes, they 

should take into account some crucial elements, such as the principles of territoriality, the protection of 

the interests of the state of registration and of the parties. Saudi courts should apply appropriate 

approaches, in order to rule on these types of disputes properly and to issue enforceable judgments. In 

addition, as the rules of Sharia are the constitution of Saudi law, Saudi forums will refuse to apply any 

rule inconsistent with the rules of Sharia or Saudi public policy. Therefore, the legislators must take into 

account the rules of Sharia and Saudi public policy when they establish the rules of private international 

law and arbitration on cross-border disputes concerning trademarks and patents.  

7.2.1 The Contributions Concerning the Rules of International Jurisdiction 

In the third chapter, the rules of international jurisdiction established in Saudi law and the ratified 

agreements have been analysed and evaluated, in order to answer the question of whether or not these 

rules are appropriate to be applied to cross-border disputes concerning patents and trademarks. The proper 

principles to give jurisdiction to a Saudi forum over disputes concerning the infringement and validity of 

patents and trademarks have been clarified. It has been concluded and added a contribution to Saudi law 

that the courts of states of registration have exclusive jurisdiction over the validity of patents and 

trademarks, regardless of which way the validity is challenged
794

. In addition, the Saudi court must not 

rule on infringement issues in respect of foreign rights
795

. At the same time, the Saudi forum should have 

exclusive jurisdiction over actions for infringement of Saudi patents or trademarks
796

. Therefore, the 

Saudi legislators must revise the normal rules of international jurisdiction of Saudi courts over a cross-

border dispute concerns the infringement or validity of a patent or a trademark. In such circumstances, 

there are certain grounds of jurisdiction that must not be applied. These are the parties’ agreement to a 

specific jurisdiction, the nationality and place of residence of the defendant. The reason behind this rule is 

that the forums of the state of registration are the best courts to determine the infringement or validity of 

patents or trademarks, as all elements required to resolve these issues properly are located in that country. 

The thesis has shown that the act of infringement must be committed in the territory of the state of 

registration and  if a Saudi right is infringed or used by an unauthorised person outside Saudi Arabia, the 

Saudi forum does not have jurisdiction over the action, even if the right holder suffers a financial loss in 
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Saudi Arabia
797

. In addition, if a Saudi forum rules on a dispute relating to a foreign patent or trademark 

and if the defendant challenges the validity of the right during the court proceedings, the Saudi court must 

suspend its proceedings and refer the validity issue to the courts of the state of registration, providing that 

the validity of the right is disputed in good faith
798

.       

The thesis has presented a significant contribution to the Patent Regulation of the Cooperation 

Council for the Arab States of the Gulf. This regulation should contain a rule relation to the question of 

which court should have jurisdiction over the validity of GCC patents. It has been suggested that there are 

two potential approaches; whether to give jurisdiction to the GCC Patent Office, or to the authorised court 

in each Contracting Party
799

. In addition, the jurisdiction over actions for infringement of GCC patents 

must be exclusive to the courts of a Member State where the act of infringement is committed
800

. In 

addition, it is appropriate to give the Committee in the GCC Patent Office supranational jurisdiction over 

disputes concerning GCC patents, in order to resolve all actions relating to GCC patents before a single 

court
801

.                

This research has explained and laid down suitable rules regarding the circumstances in which a 

Saudi court may hear disputes concerning contracts for the exploitation of patents or trademarks. Saudi 

law does not have a special rule for this issue. Hence, it has been established in Saudi law the principle 

that in cases where the parties to the contract give jurisdiction to a Saudi forum over their potential 

disputes, the jurisdiction will be exclusive to the Saudi forum, even if the right exploited is foreign. Along 

with the contractual obligations, the forum is allowed to determine an action for infringement of the right 

exploited if it is raised in connection with the contract. The argument behind this suggestion is to protect 

the interests of the parties and to exempt them from the need to litigate the infringement claim before 

another court, which might be impossible. Clearly, in cases where the facts of the contractual and non-

contractual obligations are overlap
802

.  

The thesis has also provided a suitable contribution to the bilateral agreements for Judicial 

Cooperation which the Saudi government has ratified with the Republic of Kazakhstan and the Syrian 

Arab Republic. It has been noted that these agreements should contain a principle that in cases where the 

parties to a contract performed in Saudi Arabia do not choose a specific forum to rule on their potential 

differences, the Saudi court will have jurisdiction over the contract disputes.  In addition, this study has 

clarified that in cases where the parties to a contract for the exploitation of parallel rights in many states 
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do not choose a specific court to decide the contract disputes, the Saudi forum has only jurisdiction over 

contractual obligation performed in Saudi Arabia, because of the principle of territoriality
803

. 

 The principles of consolidating infringement actions committed in more than one state into one 

action have been illustrated and the appropriate rules for Saudi law have been shown. It has been required 

that the plaintiff is allowed to sue the multiple defendants before a single Saudi court if consolidating the 

actions does not lead to delay in justice or weaken the interests of the defendants. Because Saudi law does 

not regulate this issue, it has been decided and established in Saudi law that the plaintiff may sue the 

multiple defendants before a single Saudi court if certain stipulations are met. The main defendant, who is 

alleged to be responsible for the majority of the infringement activities, must be resident in Saudi Arabia 

and does his infringement activities in Saudi Arabia. The Saudi forum has to be convinced that the 

multiple defendants could be sued together in a single action. The infringed rights must have a reasonable 

connection. Moreover, the thesis has provided that the Saudi court is allowed to consolidate multiple 

defendants in a single action if they infringe the same Saudi right
804

.  

This thesis has examined and explained the procedure for staying the proceedings of the Saudi 

court in favour of a chosen foreign court. It has been contributed to Saudi law that there is a need to revise 

the current approach provided by the Court of Appeal in the Board of Grievances.  It allows a foreign 

non-Muslim party to disregard a jurisdiction clause in a contract with a Saudi party and to bring a contract 

dispute before a Saudi forum. The suggested contribution for Saudi law is that the Saudi court must stay 

its proceedings concerning a contract for the exploitation of a patent or a trademark if the parties choose a 

foreign court to rule on their potential disputes, even if the right exploited is Saudi. However, the Saudi 

forum may hear the dispute if the plaintiff convinces the court that its judgment on the dispute is better 

than the award from the chosen court, or that litigating the dispute before the chosen forum will lead to 

application of a rule inconsistent with Islamic laws
805

.    

In relation to the question of which court should have the priority in parallel proceedings, it has 

been concluded that the requirements of the issue of parallel proceedings are that both proceedings must 

be held by forums with competent authority and must involve the same cause of action and the same 

litigants
806

. It has been shown that because the Saudi court does not have jurisdiction over actions for 

infringement of foreign patents or trademarks, these conditions will be satisfied only in cases where the 

parties to a contract for the exploitation of a patent or a trademark give jurisdiction to Saudi and foreign 

courts. In such circumstances, a contribution has been added to Saudi law that the court which seizes the 

dispute first should have the priority to rule on the case, providing that the right exploited is for a third 
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state, or belongs to the state of that court. In cases where the forum seizes the issue second is the court of 

the protecting state, the Saudi legislators have the option to give the priority to the court of the state of 

registration to rule on the dispute, because all the elements required to decide the dispute successfully are 

situated in that country. The other option is to give the court that seizes the issue first the priority to 

decide the dispute, because its jurisdiction is based on a legal ground of authority according to Saudi 

law
807

.   

7.2.2 The Contributions Concerning the Rules of the Applicable Law   

During the course of the fourth chapter, the Saudi rules of choice of law have been examined and 

evaluated, in order to clarify whether or not these rules are appropriate to be applied to cross-border 

disputes in relation to patents and trademarks. On this point, the thesis has suggested some notable 

contributions to Saudi law. Firstly, it has been shown that the current Saudi rules of choice of law are that 

Saudi courts are allowed to apply the rules of Sharia and the laws which are promulgated by the Saudi 

government and are not inconsistent with Islamic laws
808

. The potential drawbacks of applying these rules 

to cross-border disputes concerning patents and trademarks have been explained. The thesis has 

concluded that it is not practical to apply the current Saudi rules of choice of law to these types of 

disputes
809

. In addition, the Saudi rules of applicable law should be consistent with Islamic laws
810

. 

Hence, this study has presented appropriate principles to replace these rules. The suggested contribution 

is that the Saudi forum should apply foreign law, providing that it is not inconsistent with Saudi public 

policy or the rules of Sharia
811

.   

Secondly, this research has analysed and evaluated the approaches concerning the question of 

which law should be applied to infringement actions, validity issues and property aspects of patents or 

trademarks. Because Saudi law does not have an answer to this question, this thesis has recommended a 

proper contribution for Saudi law. The Saudi court must apply the law of the protecting state to these 

issues, in order to protect the public interests and economy of the state of registration
812

. In addition, the 

parties are not allowed to agree to apply another law to govern these matters. Furthermore, the thesis 

points out that the court should apply the law of protecting state to the conditions of liability, the 

assessment of damages and the suitable remedies for the infringement. Moreover, in cases where a Saudi 

forum consolidates actions for infringement of parallel national rights into a single action, it should apply 
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the law of the state having a close connection to the disputes and the parties must inform the court if it 

applies a rule that is different from the rule established in the law of the state of registration
813

.      

             Thirdly, the question of which law should be applied to contracts for the exploitation of patents 

and trademarks has been examined and evaluated. The thesis has suggested a contribution to the current 

Saudi law on this issue. The Saudi court should apply the law chosen by the parties to contractual 

obligations
814

. However, in the absence of choice, the Saudi court should evaluate the situation and apply 

the most closely connected law to the dispute. In such circumstances, the law of the protecting state may 

have the priority to be applied, because the contract is performed in the state of registration. Finally, it has 

been clarified that the Saudi court is recommended to apply provisions of the law of the state of 

performance which are crucial to be applied, for safeguarding public interests of that country, even if the 

law governing the contract is not the law of the state of performance. The operation of this ruling should 

be limited to situations where the performance of the contract is illegal pursuant to the law of the state of 

performance
815

.  

7.2.3 The Contributions Concerning the Rules for Enforcement of Foreign 
Judgments   

Throughout the fifth chapter, the rules for enforcement of foreign judgments in Saudi Arabia have 

been examined. The main purpose of this chapter is to respond to the question of whether or not the 

principles for enforcement of foreign judgments established in Saudi law are suitable to be applied to 

cross-border disputes relating to patents and trademarks. The conclusions of this chapter have added 

valuable contributions to the current Saudi law. It has been concluded that the rules for enforcement of 

foreign judgments should be established in a separate law
816

.  

In addition, this study has clarified that at the enforcement stage; the subject of a foreign judgment 

cannot be adjusted or changed, because the Saudi court is not allowed to examine the subject of the 

foreign judgment. Moreover, it has been shown that if a foreign judgment constitutes a liability in a 

dispute, the litigants at the enforcement stage before the Saudi forum must be the same as at the 

proceedings where the award was issued. Furthermore, if a right is invalidated by the court of the state of 

registration, the judgment will have erga omnes effects, but it does not have a retrospective effect. If a 

forum invalidates a foreign patent or trademark, the judgment will bind only the parties to the dispute, in 

order to protect the interests of the protecting state
817

.      
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This thesis has analysed the requirements that must be met to enforce foreign judgments in Saudi 

Arabia and the correct reformation of these requirements has been shown. The suggestion on this point is 

that in order to protect the public interests and economy of the state of registration, the Saudi court should 

refuse to enforce a foreign judgment if the court granting it violates the rules of international jurisdiction 

and of the choice of law of the protecting state
818

. In addition, the Saudi forum must not refuse to enforce 

a foreign judgment if the plaintiff does not verify that the courts of the state where the required judgment 

is issued are obliged to enforce a Saudi judgment. This approach is suggested, in order to protect the 

interests of the judgment creditor
819

.  

7.2.4 The Contributions Concerning the Rules of Arbitration  

During the examination in the sixth chapter, the rules of arbitration legalised in Saudi law and the 

ratified agreements have been analyzed and evaluated, in order to clarify whether or not these rules are 

appropriate to handle international patent and trademark disputes. The outcomes of the examination of 

this chapter bring viable contributions to the current Saudi law. This study has explained the requirements 

which must be met to stay the proceedings of Saudi forums when the parties agree to refer their disputes 

to arbitration. Moreover, this research has examined the doctrine of arbitrability and the law that should 

be applied to govern the arbitrability of validity of patents and trademarks when it is raised before Saudi 

public forums or arbitral tribunals. The thesis has added appropriate contributions for Saudi law on these 

points and has suggested that the Saudi court must refuse to grant a stay in favour of arbitration if the 

subject matter of the dispute is not arbitrable, as the arbitration award will not be enforced if the dispute is 

not capable of arbitration
820

. In addition, in order to protect the interests of the state of registration, the 

Saudi court and arbitration tribunal must apply the law of the protecting state to verify whether or not the 

validity of patents and trademark is arbitrable
821

.  

Furthermore, it has been concluded that Saudi law should follow the principle that an arbitration 

award relating to the validity of a patent or a trademark should be set aside if the subject matter of the 

dispute is not arbitrable in accordance with the law of the protecting state
822

.     

Moreover, the question of the possibility of arbitrating the validity of Saudi patents or trademarks 

has been examined and it has been shown that Saudi law does not provide an answer to that question. It 

has been concluded that Saudi law and Islamic laws do not contain a rule that may be used as a reason to 

prevent the arbitration tribunals from determining the validity of Saudi patents and trademarks. Hence,  

this study has added a contribution to Saudi law and suggested the principle that the arbitral tribunal is 
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allowed to rule on the validity of Saudi patents and trademarks, providing that the arbitration award binds 

only the parties to the arbitration and does not affect a third party
823

.  

Furthermore, the thesis has examined the question of which law must be applied to the 

infringement actions and validity issues. The contribution to Saudi law regarding this question is that the 

arbitration tribunal should take into account the mandatory rules of the protecting state of the right in 

question, in order to issue an enforceable award. At the same time, it should honour the parties’ 

agreement to choose a specific law to govern these issues. Hence, if it is not mandatory to apply the law 

of the state of registration to the infringement actions and validity issues, the arbitrators should apply the 

law chosen by the parties to govern these issues. In cases where application of the law of the protecting 

state is mandatory, the arbitrators should resolve the dispute in accordance with the mandatory rules of a 

state having a close connection to the dispute and the rules involved in the law chosen by the parties
824

. 

Furthermore, it has been clarified that in the absence of choice, the arbitration tribunal may apply the law 

of the protecting state to govern infringement actions and validity issues
825

. 

7.3 The Recommendations for the Further Studies   
 As to future studies, there are many rules established in Saudi law which affect cross-border 

patent and trademark disputes that should be given further analysis and evaluation, in order to clarify 

whether or not they are appropriate to be applied to these types of disputes. The first subject is the 

procedures of Saudi forums. It is significant to examine the effectiveness of the procedures adopted in 

Saudi courts which have jurisdiction to determine patent and trademark disputes. This is because these 

rights are very valuable and have a limited time period. At the same time, the parties are doubtless 

looking for a reliable and advanced system to resolve their disputes. Hence, it is crucial to examine and 

enhance the procedures of the Saudi competent courts to be more professional to resolve cross-border 

disputes relating to patents and trademarks. The second point relates to the principles concerning 

jurisdiction over provisional or protective measures. This is a significant subject for analysis and 

evaluation, because provisional and protective measures are regarded as an effective weapon to avoid 

essential drawbacks of litigating patent and trademark disputes in Saudi forums. A patent, for instance, is 

worth a great deal of money and has a limited lifetime. Hence, if a Saudi patent is infringed and the 

alleged infringer challenges the validity of the patent, this means the Saudi competent forums must handle 

the infringement and validity issues and the proceedings of these actions may consume a considerable 

amount of time. In such circumstances, any interested party is allowed to request the Saudi court to issue 

an injunction, in order to minimise the risk of wasting time and to protect the position of the litigants 

                                                 
823

 See Section 6.2.4.3, above. 
824

 See section 6.3.2.1.3, above. 
825

 See Section 6.3.2.1, above. 



222 

 

during the proceedings of Saudi forums. Thirdly, it is crucial to analyse and evaluate the rules for 

enforcement non-money judgments in relation to patent and trademark disputes. This is because the Saudi 

court may be required to enforce a non-money judgment, such as an injunction, which is issued outside 

Saudi Arabia.  

 The fourth issue relates to the question of which forums should have jurisdiction over disputes 

concerning the registration and creation of patents and trademarks. Fifth, it is significant to examine and 

evaluate the rules relating to jurisdiction over disputes in connection with the ownership of a patent when 

the parties are an employee and his employer, or in cases where the dispute concerns collective ownership 

of a right. 

           Sixthly, it is significant to examine the possibility of giving jurisdiction to a Saudi forum over an 

action for infringement of a foreign right, in cases where the plaintiff brings the action before the Saudi 

forum and alleges that litigating the dispute before foreign courts involves a concern regarding the rules 

of Sharia or justice. 

          Seventh, it is significant to investigate in depth the question of what we should do when a Saudi 

court decides not to apply foreign law in patent and trademark disputes. It is possible to apply Saudi law, 

or to stay the proceedings of the Saudi forum.  

          Eighthly, it is important to examine the rules of the subjects which concern famous trademarks and 

infringing a trademark on the internet.  

          Ninthly, it has been concluded above
826

 that Saudi law must allow Saudi courts to apply foreign 

law to patent and trademark disputes. Hence, it is appropriate to answer the question of who is obliged to 

plead and prove the applicable foreign law.          

Tenthly, further research is needed regarding the question of whether or not a party to the 

arbitration is allowed to exploit or use a right which has been invalidated by the tribunal. In addition, 

article 3 of the Saudi Trademark Law states  

A register shall be set up at the competent department of the Ministry of Commerce to be called: 

“Trademarks Register”.  In which shall be recorded all registered trademarks and notices of 

assignment of ownership, transfer, mortgage, attachment, or license to use them and also their 

renewal and cancellation.  

The question arises: should the parties to the arbitration apply this rule and register the arbitral award 

concerning the validity of a Saudi trademark? Moreover, article 27 of the Saudi Trademark Law states, 

‘If a trademark is cancelled, it shall not be registered for the benefit of others for the same products, 

services, or for similar products or services except after the elapse of three years from the date of 
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cancellation, unless the decision of cancellation specified a shorter period.’ There are two points of 

concern in connection with this article that must be examined in depth. The first question is that during 

the limited time period, could a successful party use or register the mark for its own behalf, in order to 

obtain the benefits of the litigation? The second point is that when the limitation period time is 

terminated, could the successful party register a trademark on his own behalf and prevent the other party 

from using the mark?  
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